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1 PROCEZ EDTINTGS
2 (8:40 a.m.)
3 JUDGE NIEDRICK: You all set Ms. Dodson?

4 Can we go on the record, please?

5 COURT REPORTER: Yes. The time is 8:39
6 a.m. and we are on the record.

7 JUDGE NIEDRICK: Good morning. Today's

8 date is May 11, 2022 and it's approximately 8:40

9 a.m. Eastern, United States America Merit Systems
10 Protection Board has before it the appeal of

11 Michael Fitzpatrick. The caption is Michael

12 Fitzpatrick versus the Department of Commerce, the
13 MSPD docket number is DC-1221-21-0423-W-1. My

14 name is Administrative Judge Andrew Niedrick and
15 I've been assigned by the Board to handle this

16 appeal.

17 The hearing today is being conducted via
18 video teleconference using the Zoom for government
19 platform. The appellant, Judge Fitzpatrick is

20 present along with his representatives of records,
21 John Abramic, Robert Kappers and Christopher

22 Suarez.
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1 The Agency's representative, William

2 Horrigan, is also present as is our court

3  reporter, Ms. Shandra Dawson. Ms. Dawson will

4 make a digital recording of the proceeding and

5 that recording will be uploaded into the record

6 probably seven to 10 days after the hearing is

7 complete.

8 This appeals stems from the appellant's
9 allegations that the Agency retaliated against him
10 because he made several protected whistleblower

11 disclosures. My jurisdictional findings

12 discussing the specific disclosures and/or related
13 personnel actions are founded in the appeal file
14 at (inaudible) Cab30. The only material issues to
15 be decided in this appeal to the exclusion of all
16 other issues are, number one, did the appellant

17 prove by preponderant evidence that he engaged in
18  whistleblowing activity by making one or both of
19 the protected disclosures at issue? Two, did the
20 appellant prove by preponderant evidence that any
21 proven disclosure was a contributing factor to any

22 of the (inaudible) or personnel actions at issue?
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And the third and final issue 1s if the appellant
satisfies his burdens as discussed herein?

Did the agency prove by clear and
convincing evidence that it would have taken the
same personnel actions in the absence of any
protected disclosure? If the appellant prevails
in the merits of this appeal, I'll conduct a
separate proceeding to discuss the damages in this
case.

Yesterday, the appellant through his
attorneys advised that he was withdrawing his
request to call James Harpin (phonetic). And this
morning the Agency advised that it is withdrawing
its request to call Jacqueline Bonia (phonetic)
and Susan Mitchell. Anything from the parties
before we proceed with our first witness? Mr.
Abramic?

MR. ABRAMIC: No, Your Honor.

JUDGE NIEDRICK: Okay. Mr. Horrigan,
anything?

MR. HORRIGAN: A slight correction on

the thing with Ms. Mitchell. We did not withdraw
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1 anything. We said to the opposing counsel here,
2 if he didn't call them then we would call, but

3 that was the extent of what we reached.

4 JUDGE NIEDRICK: I'm sorry. I thought
5 you said this morning that you were withdrawing

6 your request on Bonia and that you weren't going
7 to call Mitchell.

8 MR. HORRIGAN: No, sir. What I said was
9 that the question was posed to me whether if they
10 don't - if Mr. Fitzpatrick doesn't call Ms.

11 Mitchell in this case in chief, will you? And my
12 answer was no. But that was the extent of my

13 commitment.

14 JUDGE NIEDRICK: So what? Are you

15  calling Mitchell then?

16 MR. HORRIGAN: TIf they call Ms. Mitchell
17 then I will examine her.

18 JUDGE NIEDRICK: Okay. Are you calling
19  her on direct for your case in chief or are you
20 just cross examining her?

21 MR. HORRIGAN: I reserve the right to

22 treat her as a witness called by the Agency.
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JUDGE NIEDRICK: Okay. So why don't you
just tell me that? The Agency 1s calling Ms.
Mitchell as a witness?

MR. HORRIGAN: If that's - okay.

JUDGE NIEDRICK: Okay. All right. One
moment here. Okay. So what we're going to do now
is Judge Fitzpatrick, I'm going to go ahead and
swear you in and then we'll proceed.

Can you please state and spell your
first and last names for the record?

MR. FITZPATRICK: Michael Fitzpatrick.
It's M-I-C- H-A-E-L, F-I-T-Z2-P-A-T-R-I-C-K.

JUDGE NIEDRICK: Okay. And do you have
any objections to swearing an oath?

MR. FITZPATRICK: I do not.

Whereupon,

MICHAEL FITZPATRICK
was called as a witness and, having been first
duly sworn, was examined and testified as follows:

JUDGE NIEDRICK: Great. Thank you. So
as we go along if there's an objection by either

side, please (inaudible) hold your answer. I'll
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1 rule on the objection and then instruct you on how
2 to proceed, okay?

3 And do you have any materials or

4 anything open in front of you right now?

5 THE WITNESS: Not yet, but I do have a

6 Dbinder that's currently closed. It contains

7 exhibits in this case.

8 JUDGE NIEDRICK: Okay. Just don't

9 reference those unless, you know, we ask you to do
10 so. And I think unless there's anything else, Mr.

11 Abramic, your witness.

12 MR. ABRAMIC: Thank you, Your Honor.
13 DIRECT EXAMINATION

14 BY MR. ABRAMIC:

15 0 Judge Fitzpatrick, thank you for being
16 here. Can you please describe your post-high

17 school education?

18 A Yes. I went to the University Illinois
19  and got a degree in bioengineering. I graduated
20 in 1998. And then I went immediately to law

21 school at the University of Virginia, graduated in

22 2001.
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1 Q And what did you do after law school?

2 A I took the bar and passed and became a

3  patent attorney in Chicago in a boutigque named

4  McAndrews Illinois (phonetic).

> @) And when was that?

6 A That was - I mean, I was started in

7 September 2001. I'm not sure I was sworn as an

8 attorney yet, but the Fall of 2001 I started.

9 0 And how long were you at the McAndrews
10 firm?

11 A Ultimately, it will be 10 years, but I
12 was there for a year and then I left to clerk for
13 Chief Judge Charles Kocoras of the U.S. District
14 Court. It was a commitment that I had wanted and
15  obtained while I was still in law school, but

16 there was a delay in doing the clerkship.

17 o) And so, after the clerkship you returned
18  to McAndrews?

19 A Yes. 1I'd say I worked there for another
20 about nine years.

21 0 Could you generally describe your

22

practice while you were at the McAndrews firm?
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1 A Yes. It was mostly patent litigation in
2 federal court. The vast majority of it was at - I
3  also had some experience practicing before the
4 Board of Patent Appeals and Interferences which is
5 actually the predecessor's name of the PTAB which
6 is what I now sit on. So I did a couple of
7 interferences before that Board during my time at
8  McAndrews.

9 0 Anything else that was a part of your

10 practice?

11 A Sure. I did, you know, all kinds of

12 counseling for clients that had to do with IP.

13 Sometimes copyright, trademark, but - and then I
14 also did ex parte appeals which are - I'm sorry,
15  prosecution I did. That's what we call working on
16 behalf of clients that are seeking patent

17 protection in the for instance. Helping them deal
18 with the Patent Office.

19 0 Okay. Thank you. And you use an

20 acronym IP. Were you referring to intellectual

21 property?

22 A I was.
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1 Q And when did you leave the McAndrews
2 firm?
3 A It was May of 2012.
4 0 And why did you leave?
5 A I left because I was - I had applied for
6 and was received a job at the Board. I was going
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to be appointed Administrative Patent Judge on
this Board of Patent Appeals and Interferences.
Again, the name would soon change to Patent Trial
and Appeal Board.

0 And when were you appointed?

A It was May of 2012 and I was appointed
by John Bryson was then the Secretary of Commerce.

Q And you were appointed an Administrative
Patent Judge; is that right?

A Yes.

0 And is that sometimes referred to by the
acronym APJ?

A It is.

Q What was your role as an APJ when you
started at the - can I call it the PTAB?

A Sure. Yep. My role was to do ex parte
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appeals and that was the role of new judges.
That's where all new judges started. And ex parte
appeals that's when we would sit in groups of
three, panels of three, three judges, three APJs.
And we would decide whether to affirm or reverse
rejections of patents that clients or that, you
know, inventors had - alleged inventors had
appealed.

So they'd try to get a patent. The
Patent Office may reject it and if they appeal, it

would come to us.

Q And how long did you work on ex parte
appeals?
A Not very long. By the end of that year

or at least by January 2013, I was transitioning
to AIA cases, America Invents Act cases.

Q And what's that type of case? The AIA
case?

A So the AIA refers to the America Invents
Act that was, I think, passed in September of
2011. And one of the things it did was create new

types of cases at the Board.
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Those cases were set to begin and did
begin in September of 2012, a year later. And so,
you know, four months after I started working at
the Board, these cases started to come in. And
those were inner parties reviews and then to a
lesser extent (inaudible) post-client reviews.

Q And are those types of proceedings
commonly referred to by acronyms as well?

A They are. Sometimes, we call them IPRs
and PGRs and collectively AIA cases.

0 What's more common? PGRs or IPRs?

A IPRs are a lot more common, a lot more
common numerically Jjust way more common.

Q Can you generally describe how an IPR
works?

A Sure. So there - as the name suggests,
it's between two parties. The parties are a
patent owner and a petitioner. And a proceeding
starts with a petition filed by the petitioner in
which they argue that claims of a patent are
unpatentable or invalid you might say in lay

terms, but the Patent Office always used the term
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unpatentable.

And they file this petition. They don't
Just - they can't just file a complaint like in
federal court and then the patent owner has an
obligation to respond. The patent owner doesn't
have an obligation to get involved in this
proceeding unless and until the PTAB decides to
institute the proceeding.

So what happens is the petition get
filed. The patent owner may file a preliminary
response 1f he wants to. It's not obligated to.
Once that briefing closes, a panel of three judges
again, we always work in - almost always work in
panels of three. The panel of three judges would
decide whether to institute. If they denied
institution that was it. It was over subject to a
request for rehearing, that's it.

If they institute it then there will be
a trial. And during the trial, you know,
arguments and evidence would come in. You know,
witness maybe deposed. All kinds of things would

happen and ultimately the panel would issue a
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1 final decision. And this is typically a year long
2  process.
3 Q Thank you. How did you come to work on
4 IPRs?
S A So I requested it. And even when I was
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applying - or the reason I applied to work there
at the Board was I was excited about these
American Invents Act cases that were going to be
new. I wanted to be a part of it. I had, as I
said, I practiced before the Board a couple of
times from the outside on what were called
Interference matters. And I wanted to be involved
in the IA cases. That was my motivation for going
to the Board.

As soon as I got to the Board - I should
say, as soon as cases started to be filed in
September of 2012, I started asking management if
I could work on those cases? If I could be
assigned those cases?

Q You mentioned that APJs typically work
in panels of three when hearing and deciding these

cases. Do the three judges always agree?
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1 A Most times they do, but not always, of
2 course.
3 Q What happens i1f there's a disagreement
4 among the panel?
S A So there may be an ultimate disagreement
6 or there may be like an initial disagreement. So
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sometimes, there will be disagreements while we're
conferring. While the judges - like my
co-panelist are conferring and we work it out.

And one judge may take a view and the other judge
may ask what's the basis of this dispute?

And we kind of ask the defendant. And
they work through the case and maybe they end up
reaching a consensus. And there is no ultimately
disagreement. But sometimes there is a
disagreement and then a judge may want to file a

concurring or dissenting opinion.

Q Are dissents and concurrence encouraged?
A I don't think they are, no.
Q Okay. We'll get back to that issue.

How many IPRs approximately have you handled?

A I worked on them from the beginning of
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2013 until May of 2018. And in that time, I

worked on over a 100 of these cases.

Q And did you enjoy working on IPRs?
A Very much. I loved 1it.

Q Why is that?

A This was - so to give an example. I

would have to contrast it with the other work that
I started with and worked - and it's also the work
that I've been returned to.

So the IPRs and sometimes PGRs. These
ATIA cases, they're very involved. They're big
kind of - they're big deals. They are patents
that have been issued. They're valuable enough
that party 1s going to spend money trying to
challenge it for us. So you have two sides that
tend to be very well represented.

It's a - from the beginning of the
petition to the final decision maybe a year and a
half. It's usually - it's about probably about a
year and a quarter or a year and a half. It's a
very long process. And a lot of issues come up.

It's very challenging at times. It's
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1 intellectually stimulating. 1It's satisfying.
2 And I was litigator. And this is
3  litigation and so I enjoyed it. Now, ex parte
4 appeals I said I would contrast it. Those cases,
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from the moment I pick up a file, I will typically
within two to three days contact the other judges
on the case and tell them I'm ready to confirm
upon it.

And maybe another two days will go by to
give them time to look at the file and we'll have
a conference and we'll agree on what to do.

Almost always, we reach, you know, some sort of
unanimous consent. If not, will, you know, there
will maybe there will be a conferring opinion.
But we'll decide how we want to rule and then a
week later the decision will go out.

So literally, from the day I pick up the
file to the day that a decision gets entered, it's
about two weeks. So these cases are much smaller.
They go much faster and they tend to be - in their
briefs are of much poorer quality. I'd say it's

true. There are complete with typographical
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errors, grammatical errors, things like that.

0 You mentioned the complexity of IPRs
when you're contrasting it with ex parte work.

Can you expand on that a little bit? And why you
prefer IPRs in that sense?

A So in addition to, you know, the cases
that were longer and more involved and more
challenging intellectually what comes along with
that is the opportunities for collegiality with my
co-panelists and also interaction with the outside
counsel. The counsel that are representing the
two parties. It's fun. I enjoyed that. I
enjoyed having hearings, presiding over arguments
and making rulings. I enjoyed conferring the
panel multiple times during the course of a case.

So an ex parte almost always can
conference case just once. And in an IPR, we many
times were brought together.

Q Can you describe for me your
understanding of your job performance at the PTAB
for the time that you were working on AIA trials?

A Yes. I had a good track record and I
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was a good judge.

Q And how do you know that you have a good
track record?

A Well, the Agency would appraise our
performance every six months and give us written
documents evidencing the appraisals. And they
were always favorable of me. They were never
negative.

Q I'm going to turn to an exhibit. This
is the first time so we'll see how this goes.
Judge Fitzpatrick, I'm going to refer you to tab
two of your binder.

MR. ABRAMIC: And, Your Honor, I'm
referring to Appellant's Exhibit B which is tab 33
in the record at pages 101 to 213.

JUDGE NIEDRICK: And that worked
perfect. Thank you.

BY MR. ABRAMIC:

Q Can see the document, Judge Fitzpatrick?

A Yeah, yeah. It's a big document. So I
was flipping through it, yep. Okay.

Q Okay. So do you see the first page
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which i1s page - designated 101 on the bottom right

and the front of the page says Exhibit B?

A I do.
0 What is this collection of documents?
A This is - these are documents from my

electronic official personnel file.

Q And how do you know that?
A I downloaded these maybe two weeks ago,
something like that from the government's - they

call it the EOPF system, the Electronic Official
Personnel File. So I logged into my account and
downloaded my documents.

Q And what does your electronic personnel
folder contain?

A All kinds of records. So it has records
about kind of my - it even has like a college
transcript and law school transcript. It has my
job application to become an APJ. The hiring
documents, health insurance, things like that.

But then it has maybe more meaningful
documents, it's got my performance appraisals that

we were just mentioning. It has records of when I
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received cash bonuses. There's a performance
award. It - I'm sure there's other things that
are 1in here as well.

Q Okay.

MR. ABRAMIC: Your Honor, at this point
this is one of the few exhibits that we will be
going over with Judge Fitzpatrick today that isn't
in the record yet. So I would move - I'd like to
move Plaintiff's Exhibit B which 1s tabbed at
pages 101 to 213 into evidence.

JUDGE NIEDRICK: Any objection, Mr.
Horrigan?

MR. HORRIGAN: No objection.

JUDGE NIEDRICK: All right. That's
admitted without objection.

MR. ABRAMIC: Thank you. And I'm just
going to do this with the rest of his personnel
file.

BY MR. ABRAMIC:

Q So, Judge Fitzpatrick, could you turn to
tab three of your binder, which is Appellant's

Exhibit C. Record tab 33 at page 214 to 300.
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A Yes.

0 And what is this document, Judge
Fitzpatrick?

A This 1s more documents from my
Electronic Official Personnel file. I also -
these are documents I also downloaded. I

downloaded all of them at the same time.

MR. ABRAMIC: And, Your Honor, I'd move
Appellant's Exhibit C, tab 33 at 214 to 300 into
the record.

JUDGE NIEDRICK: Any objection, Mr.
Horrigan?

MR. HORRIGAN: No objection.

JUDGE NIEDRICK: All right. That's
admitted without objection.

BY MR. ABRAMIC:

0 One more here. Judge Fitzpatrick, tab
four of your binder, Appellant's Exhibit D, record

tab 33 at page 301 through 357. Do you see that

document?
A I do.
0 And what is this document?
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A This is - this is the last portion of my
electronic official personnel file. And I'm just
glad that I - when I downloaded it, it downloaded
as three chunks and this is how the documents were
maintained by the office or by the government.

Q Thank you.

MR. ABRAMIC: Your Honor, I would like
to move Appellant's Exhibit D which is tab 33 at
pages 301 through 357 into the record.

JUDGE NIEDRICK: Any objection, Mr.
Horrigan?

MR. HORRIGAN: ©No objection.

JUDGE NIEDRICK: All right. That's

admitted.
MR. ABRAMIC: Thank you.
BY MR. ABRAMIC:
0 So I'd like to go back, Judge

Fitzpatrick, to Appellant's Exhibit B which is
your binder tab two and which is record tab 33 at
pages 159 to 162 of that exhibit.

A Okay.

0 What are pages 159 through 1627
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A This 1s my year end review for the year
of 2017. And we go by fiscal year so that's why
it's coming in October.

Q Okay. Could you turn to page 1597

A Yes. I'm there.

Q And do you see on that page close to the
top there's a reference to element one and it says

quality. Do you see that?

A Yes. I do.

Q And then down below on the page there's
a reference to element two production. Do you see
that?

A I do.

Q And on the next page which is 160,
there's a reference to element three. Do you see
that?

A Yes. Affording the mission slash
leadership.

0 And then on page 161, there's an element
four. Do you see that?

A I do.

Q What are those elements?
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A So each year we're given by the Agency a
performance appraisal plan by which we will be
appraised. And they are - they told us in that
that there's four elements by which we will be
appraised and they are these four.

And they also tell us the percent weight
that they give me to our overall grades. So the
first two are each worth 35 percent and then -
element one and element two are 35 percent each.
Element three is worth 10 percent. Element four
is worth 20 percent.

Q Okay. So if you could turn back to page
159, element quality. Could you just talk a
little bit about what that covers? Quality?

A Sure. Quality refers to like first and
foremost quality of my work product. Quality of
the decisions that I write. And I think it also
would include the quality of my collaborative
process with other judges when they are the
authoring judges. How much helpful insight I give
them, things like that.

0 And underneath quality, there's a text
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portion that starts with the APJ ensured quality
decision making. And there's a bit of a narrative
there. What 1s that?

A Yeah, this is the management's
description or narrative assessment for how I
performed in this element in quality.

Q Do you see the sentence in that
narrative description that says, the APJ has been
recognized by colleagues as being reliable and

providing timely, accurate feedback to their

decision. Do you see that?
A Yes.
Q What's your understanding of the

reference to colleagues?

A So reference colleagues is - I
apologize. They are adjusting the thermostat.
Someone just walked in so that's why I looked over
there.

The reference to colleagues 1is a
reference to a peer review survey that used to be
administered by management. So they don't do this

anymore, but for years they did it and including
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in this year. Well, what happened would be it was
head of the yearend reviews. So maybe in
September it would be.

They would send out a list of questions
to all of us and say, we want you to answer these
questions with respect to all the judges that you
worked with during the relevant timeframe. And to
form the question - I'm sorry to form the answer
that was requested would be numerical, one to
five, with five being best.

And so, this I presume that their
conclusion here that I've been recognized by
colleagues as being reliable for my timely and
accurate feedback to their decisions 1s 1n
response to, you know, my colleagues giving me
high numbers in the questions that informs on
that.

Q So to your understanding who has input
on APJ performance reviews?

A So at this time certainly my colleagues
did because they could answer the peer review

survey. But in management certainly did and still
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does because they implement the whole review
process and they - you know, they have access to
the data that's received from the survey. And
they correlate the data and - did I answer your
question?
0 Yes. Thank you. You referred to

management --

COURT REPORTER: Judge Fitzpatrick, did
you say something?

THE WITNESS: The last thing I said was
did I answer your gquestion?

MR. ABRAMIC: I think there was some
feedback from me.

COURT REPORTER: Okay. Mr. Fitzpatrick,
will you speak closer to the microphone?

THE WITNESS: Sure. I'm going to move
this binder.

COURT REPORTER: It may cut some of the
feedback off.

THE WITNESS: Okay. Yes.

COURT REPORTER: Please proceed, Mr.

Abramic.
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1 MR. ABRAMIC: Thank you.
2 BY MR. ABRAMIC:
3 Q You referred to management. What do you
4 mean when you refer to - is that PTAB management?
5 A Yes.
6 0 What do you mean when you refer to the
7 PTAB management?
8 A So there's - the Board, the PTAB has
9 about - has over 200 judges. I'm not sure exactly
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how many. Maybe somewhere between 200 and 250, I
think.

And about at least 30 of these judges
are management judges. And they come in the form
of one chief judge, one Deputy Chief Judge, four
Vice Chief Judges. I'm going into descending
order. I think that's obvious of rank. So one
chief judge, one Deputy Chief Judge, four Vice
Chief Judges and then about 30 leading judges some
of whom are designated as senior lead judges. And
then everybody else is not mentioned.

Q Do management judges also serve on IPR

panels?
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A They do sometimes. They don't get as -
they get a reduced docket. So they don't tend to
work on panels as often as judges without

management responsibilities do.

Q Okay.
A But they do serve on it so.
Q Thanks. So can we go back to the

exhibit we were looking at. On page 159, you had
described what quality covered. Element two says,

production. Can you describe what production is

about?
A Sure. Production 1s a measure of - I
work for my authoring work product. And not all

of our proceedings are the same as I was trying -
a big contrast between ex parte appeals and AIA
cases before. So this time in this year, ex parte
appeals, if you wrote a decision it was worth one
decisional unit. You see here there's kind of
decisional units. And there was a productivity
goal of having 84 decisional units that year.

And I had authored opinions that were

worth 121 decisional units. Now, I didn't write
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121 decisions because I was working on AIA cases.
ATA cases because they're so complex and time
consuming and involved, management has recognized
that they're a lot more work and they should be
awarded more decisional units.

So to put this in perspective, when you
weren't on an IPR, if you're the authoring judge,
you're probably going to earn at least 10
decisional units for that case. Four for the
institution, six for the final decision and then
you're going to earn some units along the way as
you - with interlocutory orders and other things.

In contrast, an ex parte appeal, you'll
get one decisional unit. So this i1s measuring it
and this year, you know, I seated like 37

decisional units, something like that.

Q If you could turn to the next page, page
160.

A Yes.

Q Can you describe what element three

which is supporting the mission?

A Yes. Here things are - the things that
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are taken into account here tend to be not things
that are necessarily can be objectively measured.
It's management grades you based on your perceived
support for leadership of the Board and the
mission of the Board.

And the ways that you can pitch in that
I've been told 1s by volunteering to serve on - to
do additional work that is not measured by your
production. It's one of the things over the years
that I've done that falls in this category is I

served on the training committee.

I've also served on an all-hands
committee. A committee that was expanding a big
conference of all the judges. We were all going
to meet physically in person and I was on the
committee that was planning that.

Q And if you turn to the next page, page
161. Can you briefly describe what element four
covers?

A So this 1is, it's called
internal/external stakeholder interactions. I

think sometimes it's called customer service in
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some of these documents. But this is a lot of the
data that's going to go into reaching the
conclusions that are made are based again on that
peer review survey.

So there are questions that ask judges
to - to this judge, the judge you work with, for
example, Michael Spature (phonetic) was he, you
know, courtesy and respectful during hearings,
right? So that would mean relevant to external
stakeholders. And then they would ask questions
about how was he during conferences of the panel?
And he has to confirm about that case? Was he
collegian and things 1like that? And if your
peers, you know, gave you higher marks, it
presumably would show up here.

Q Do you see the second sentence in the
narrative - I guess the second and third sentence
it says in the narrative that says, the APJ
addressed almost always without exception
questions or comments or requests from internal or
external stakeholders courteously, appropriately

and properly.
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For example, the APJ responded to
requests from panel members or conferences and
almost always without exception reviewed decisions

promptly and thoughtfully. Do you see that?

A I do.
Q Do you agree with that assessment?
A Yes. I think it's fair. I always tried

to be respectful and courteous to both my
colleagues and the counsel that would appear
before us.

Q Does that mean you always agree with
your colleagues?

A No, not necessarily. When i1t comes to

the legal reviews some times we would have

disagreements.
0 Do you like the disagreements?
A No. Actually, I enjoyed talking them

over and trying to research and defend positions
and they look at things from different angles.

Q Could you turn to page 162 of the
document? And if you see about three quarters of

the way down the page, you'll see it's signed by
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1 two individuals. First a rating official and then
2 an approving official signature. Do you know who
3 they are?
4 A I do. That is - so the rating official
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is Susan Mitchell, my lead judge at this time and
still currently. And the approving official, I
believe that's Scott (inaudible) Ledenfeller and
he i1is Vice Chief Administrative Judge and I
believe my second line supervisor at the time. He
has left the Agency since.

Q Could you turn to page 139 of the same

exhibit? 1397

A All right.
0 What i1s this document?
A This i1s midyear review for the year

2018. So remember I said they would do 1t every
six months, it would be a midyear. And there
would be a year at the yearend. It would be more
comprehensive and take into account all 12 months.
Whereas this was just a midyear. It would only
take into account the six months, but we were

judged by the same four elements.
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I'll note that, for example, the fourth
element here, 1t says customer service that's
synonymous with the internal/external stakeholder
interactions. As you can see, the review itself
is not as detailed, but it is favorable. It said
that I meet or exceed standards in all these
categories.

Q Thank you. Does your personnel file
contain every single one of your reviews over the
years?

A I don't think so. So when I downloaded
this, I looked for them and I couldn't find a few

of them. I don't know why.

0 For the ones that are --

A I just got 1it.

Q I'm sorry.

A It got a lot of them.

Q Okay. For the ones that are in your

personnel file are they easy to find in these
documents?
A They aren't. It's scattered. They

weren't necessarily arranged in the electronic
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1 file in chronological order or in the most
2 (inaudible) order.
3 Q Okay. So just to make things easier for
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the Board then, I would like to quickly identify
them for the record. So we're going to stay on
the same exhibit, which is tab 33 at pages - I'm

going to direct you to page 210 through 212.

A I'm there.

Q What's that document?

A It's just my yearend review for 2013.

Q Can you turn to page 196 of the same
document?

A I'm there and this is my midyear review
for 2015.

Q Can you turn to pages 194 to 1957

A Yeah. So this 1s my yearend review for

2015, but there's a third page if you Jjump
forward. This is part of my yearend review, the
two pages you asked me about.
Q Okay. Go ahead and explailin the issue.
A Okay. So page 194 and 195 are a

narrative and more detailed description of
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performance in these four elements. And then the
next page, page 196 is my midyear of 2015. I
don't know why it's intervening there.

Then you have to jump over to the next
page 197 to see the kind of like my full report
card for the full year, for this year, the year
2015. You can see 1t says I was commendable. And
if you flip to page 198, that's the same document
as 197 except it's signed also by me now
acknowledging that I received it.

So, you know, it's signed by my lead
judge, the rating official, Thomas Jean Eddie

(phonetic) and that it's also the approving

official is Vice Chief Administrative Judge. I'm
not sure. I can't tell whose signature that 1is
SO.

Q Okay. Can you go to page 1742 174.

A Yes. This is a midyear review for 2016.

Q Now, turn to 175 through 178.

A Okay. Those pages are my yearend review
for 2016.

0 Now, page 158.
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1 A This is my midyear review for 2017.
2 0 Now, pages 159 to 162.
3 A This is my yearend review for 2017.
4 0 Now, page 139.
5 A That's a midyear review - that's my
6 midyear review for 2018.
7 0 Now, page 140 to 143.
8 A This is a yearend review for 2018.
9 Q Page 1197
10 A This is a midyear review for 2020.
11 o) And pages 120 to 122.
12 A That's a yearend - to 122? Yeah, so 120
13 to 122 is my yearend review for October 2020 - I'm
14 sorry, for the year 2020. It was given to me in
15 October of 2020.
16 Q Okay. Thank you. We're almost done
17 here, but now I'm going to turn to another exhibit
18  which we've already put into evidence which is
19 Appellant's Exhibit D. Judge Fitzpatrick, it's
20 your binder tab for record tab 33 at 301 to 357.
21 Can you turn to page 315, 315 of that exhibit?
22

A Okay. This is my midyear review. I'm
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1 sorry, this is my midyear review for 2014.
2 0 Okay. Can you turn to page 313 to 3147
3 A Okay.
4 @) What is this?
5 A Similar to another issue. So this 1is
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part of my yearend review for 2014, the narrative

assessment part.

Q Can you locate the other part of that
review?
A Yeah. It misses a couple of pages.

Yeah, it's on page 317. So page 313, 314 and 317
for my yearend review for 2014.

Q Thank you. We're done with that. Judge
Fitzpatrick, in all of your years as an APJ have
you ever received a negative performance appraisal
to your knowledge in any of your formal biannual
reviews?

A No.

Q Can we turn back to Appellant's Exhibit
B, which is your binder tab too, record tab 33 and
go to page 10372

A Okay.
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0 What i1is this document?

A This is a document that was put into my
personnel file to document that I had received a
bonus. If you look at box 20 here, it shows my

bonus was $7,500.

Q How often do you receive bonuses?
A It has varied over the years. But I've
received many bonuses over the years. Sometimes,

multiple bonuses in the same year.

Q And what are those bonuses based on?
A I believe they are all based on one or
two things. Either production purely or my

performance generally. And performance, of
course, 1includes the element of performance.

Q Thank you. I want to get back to
talking a little bit about IPRs. And what I'd
like to talk about is what you as a judge rely on
for your decisions in IPRs. What are the types of
legal authority that an APJ at the PTAB must rely
on in rendering decisions?

A Sure. There's the statutes that the IPR

specific statutes and the other patent law
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statutes in Title 35. There's rules that are
published in the Code of Regulations and the
Federal Register and there's precedential case
law.

0 What is precedential case law in an IPR
proceeding?

A Well, our cases - our decisions are
appealed to the federal circuit. So federal
circuit cases are precedential binding us and the
same with the Supreme Court. And then there's
also PTAB decisions can be precedential.

Q Okay.

A Rarely are but 1f there are some

precedential PTAPs.

0 And how are PTAB decisions made
precedential?
A That process has changed over the years,

but I believe the director ultimately controls
that.

Q Is there any other authority that APJs
have to follow?

A Yes. There's also with the - there's
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also guidance. With (inaudible) obviously the
person whose guidance was published from the
director. And that might be - that might be
published in the Federal Register but it might not

be like in the Code of Federal Regulations, for

example.
Q Is there any other type of guidance?
A There is and it's called internal
guidance or confidential guidance. It's this -
it's kind of in an amorphous thing. It's

something that the Patent Office - the PTAB
management will refer to, to try to get - to try
to influence judges to rule certain ways.
Sometimes, even change their decisions.

Q And what form does that guidance come
in?

A It can come in many. None of which seem
very, you know, none of which I would call formal.
It could be edits into your decision. So like a
panel drafts 1t, you know, decides how it wants to
rule and it gets reviewed by other judges that are

not on the panel and on behalf of management.
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And edits maybe put in via redlining or
comments in the margins. So the guidance, this
internal guidance maybe referenced there. To say,
hey, you should make these changes because it's,
you know, we want to speak with one voice. And we
want to say this on this issue.

Other forms are phone calls. For
example, 1if you are in a disagreement with making
the redline edits, you know, you may have a phone
call with someone. And they will explain to you
what they are deeming to be guidance and binding
on you, and you need to follow it. And it could
be in an email. It could even be as part of like
an announcement at one of our meetings. A member
or management may say, this is how we're going to
do X, whenever. This is how we're going to handle
this issue whenever it arises and you should all
do this in your cases.

Q And what 1is your understanding of the
source of that guidance?
A The source? It's always derived - 1t

always comes from someone within management. So a
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management level judge and they frequently will
say that it is on behalf of the director. Or
that, you know, it comes from the director. Or
the director wants this or the director wants
that.

They will never provide evidence of that
assertion, though, and I've asked for it. You
know, I've asked to see it and not been provided
with 1it.

0 You mentioned that PTAB management uses
those guidance to influence or change judge
decisions. Why do you think PTAB management does
that?

A PTAB management wants uniformity of
decisions. And they have their preferred legal
views and I think they don't like to see other,
you know, panels or even just a singular judge in
an concurrent or dissenting opinion take a view
that undermines or undercuts their preferred view.

Q Of every single legal opinion?

A Can you rephrase the question? What was

the first question which --
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1 Q Sure. No, I guess I'm trying to get at
2 are there other certain issues that they care
3 about versus - or is it every issue that they have
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a defined legal view.
MR. HORRIGAN: I'm going to object.
Calls for speculation.

JUDGE NIEDRICK: Please rephrase your

question.
MR. ABRAMIC: Okay. Go ahead and
rephrase?
BY MR. ABRAMIC:
Q Did you have an understanding, Judge

Fitzpatrick, as to whether or not management seeks
to use this type of guidance as to every legal
issue across all of IPRs or whether it's limited

to specific issues?

A It's somewhat limited. So some of the
issues that come up are whether - the law of
anticipation (inaudible). These are just patent

law concepts for which there's a ton of juris
prudence at the federal circuit and the state,

some at the Supreme Court so those things are just
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settled.

But IPRs were new in September of 2012.
So there's IPR specific legal views that are -
there's IPR specific legal concepts that arise.
And it's those views, I think that they are overly
sensitive about. Someone having a different view
about.

Q How can management in your experience
identify decisions that it might want to
influence?

A It's very easy for them to identify them
because they have a review process set up to
review every single major AIA decision that goes
out. So all institution decisions, all final
decisions, all decisions involving a motion to
amend, all the big decisions 1n the AIA case get

reviewed by a committee before they are allowed to

go out.
0 What committee is that?
A That committee is the AIA review
committee. Sometimes, known as Arc, A-R-C, Arc.
0 Okay. And you said it's AIA review
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committee?

A Yes.

Q And what do they do?

A They review decisions before they go out
and they frequently - I mean most of the cases are
- you know, they're just - they're looking at it
and they'll have edits that are not about these
legal views that we've been talking about.

They're just helpful comments, insights
sometimes letting you know about another PTAB case
maybe you didn't know about that went out and
said, hey, you might want to look at this decision
that went out last month because, you know, they
see all these cases so they can bring that to your
attention. So, you know, it's a helpful process.

0 And what else does Arc do in addition to
those types of helpful comments?

A So what they also do is flag cases to be
kind of escalated to a second level review. A
review by management, explicitly by management.

Q Do you have an understanding of who 1is

on the Arc committee?
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A Yes. I never at one time - I would
never know the identity of the folks that were on
it. I just didn't know it. I didn't ask and I
didn't know, but it's my understanding it was
eight judges that serve on it. These judges are
on it because they found (inaudible) and the chief
judge appointment to it, you know, from the pool
of volunteers. And it rotates over time. I think
every six months two judges roll off and two judge
roll on.

Q You mentioned that sometimes Arc might
flag a decision for management review. What's
your understanding as to why Arc might flag a
decision for management review?

A Well, they flag every single case, every
single decision that has concurrent opinion or
dissenting opinion just on that basis alone.

They, at the time at least, I don't think they do

this anymore, they would flag before Agqua products
came out, a federal circuit case that talked about
motions to amend. Before that case came out, they

would always flag any decision involving a motion
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to amend.

And then they would also flag any
decision really that they thought management might
be interested in. They might think management
might want to know about what's being opined here.

Q You mentioned that there were times
where management will use guidance to influence a
decision. What can happen if a judge does not
adopt management's guidance?

A So in the first instance, it might just
kind of escalate a little bit. It might be that
the instructions kind of to change your opinion
are electronically, you know, redline edits in
your decision, 1n your opinion.

And you're expected to tell them you're
adopting them or like you need to resolve it
before you're allowed to enter the decision one
way or another. So you either I'm accepting them
or there were times where I just disagreed with
them and I would ask them what's the basis for
this?

You know, 1s there an authority for
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this? And then the next step might be a phone
call that I received from management or often
times from an intermediary. A lots of time or
there are many times, I would receive a phone call
from someone other than the management official
who was making the edit and wanted the edit.

JUDGE NIEDRICK: Sir, can I interject
Just for a second. I have a quick question. I'm
a little bit confused as to the sort of redline
edits, the internal guidance that you're getting
from management officials and then the sort of
helpful, I guess guidance that you're getting from
the Arc. Are they two different things?

THE WITNESS: They are, Your Honor. So
there's - so assuming that this is a case with
like a concurrence, for example. It gets flagged
for a second review by the management review
committee. So you're going to go through two
steps of review.

At the first level, whichever one it
goes to, whichever decision it goes to - every

major decision goes to. Arc will review 1t and
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they'll write edits and comments. And in my
experience the vast majority of those are helpful.
You know, sometimes they will flag the legal - the
different legal view i1ssue. And so, when they do
that I don't know whether I would consider it
helpful because ultimately it's something that I
don't want to adopt.

But then it gets escalated to management
and management reviews it. And then I receive
another reviewed copy of my decision.

JUDGE NIEDRICK: So as far as the Arc.
When the Arc makes a comment. Say the Arc looks
and says, hey, you would know about this other
panel's decision that's coming out or that just
came out so that you can be aware of the arguments
raised therein or whatever. Do they send you a
redlined sort of note on that issue? Or does
everything go up to the next level and then any
guidance that you get 1s sent from the management?
Does that make sense?

THE WITNESS: I think I know what you're

asking and the answer is that Arc will, in fact,
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put in the - so I will submit like 1it's
(inaudible) . I'll submit a Word file of our
decision and then I'll email Arc and I'll say,
hey, this decision, this final decision in
such-and-such is sitting in the Arc review folder
for you guys to review. Or I'll give them a
hyperlink to 1t or both.

Then they know. They go in there and
they look at it. They will make edits. They'll
make redlined edits to the decision. They don't
always but they have. And then in addition or
alternatively there will be comments in the
margin. You know, like you can use that feature
where you add a note.

And then they'll send us an email
saying, hey, Arc's review is done and we know
where to go now. It's in a review complete
folder, the Arc review complete folder. And you
go 1in there and you grab your decision in there.
And then the authoring judge 1s kind of the one
whose interacting with Arc for this.

So 1if I was the authoring judge, I would
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take that decision. I would circulate i1t to my
co-panelists and I'd say, hey, here's Arc's -
here's what Arc is saying. Here's their review of
our decision. You know, and then sometimes the
best way to deal with it is to say, hey, do you
want to have a call to talk about this stuff?

And so, 1f it's edits - proposed edits
to, you know, a unanimous decision were all three
of us are signing 1t, you know, we'll confer as to
whether we agree with implementing those edits.

If it's, for example, edits to a concurring
opinion of mine. Well, that portion of Arc review
is kind of up to me to decide what I want to do.

JUDGE NIEDRICK: Okay. So then how do
you get the redline edits from management? Where
does that fit into that whole process?

THE WITNESS: So we submit the Arc - Arc
kind of obligates us to submit it to - to send an
email. To say, hey, we want to submit this to
management because it's got a motion to amend or
because it's got a concurrence for example. And

then we submit it. Again, it's typically the
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authoring judge, not always, but the authoring
judge will probably then take the decision and
submit it to management. And management --

JUDGE NIEDRICK: Okay. So Arc 1is
typically the ones that are telling - that group
is telling you to send it to management?

THE WITNESS: Yes.

JUDGE NIEDRICK: Okay. Thank you.

BY MR. ABRAMIC:

Q We were talking about management
guidance and the process for delivering that
guidance. What is your understanding of what can
happen to an APJ who ultimately refuses to accept
the guidance?

A Well, according to management, you're
not allowed to not follow even internal
confidential guidance. And so, if you don't
follow it, you can be punished including up to
termination. And I know this because they told us
this.

There was a meeting in late 2017 that

management put on for all the judges. And they
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made this point explicitly. They stated that
guidance includes any instructions from a higher
ranking judge. And you need to follow it or
you're insubordinate and could be terminated.

Q Other than threats are there any other
things that management has done to influence
decisions?

A Yes. They've expanded the panels. And
the way that would work, it's kind of like two
different - I don't know if I can say, 1it's only
two - maybe two major ways of how it would occur.
One would be a decision actually got out the door
and maybe they weren't aware of it or, you know,
maybe they changed their mind and only later they
regretted that it went out and they disagreed with
it.

And so, they would expand the panel on
rehearing with judges that I believe they knew how
they would rule. And they were overturn the
initial decision.

And then there was - they would also

expand panels before that unfavorable decision
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even went out. And that had the effect of just
keeping a decision from going out. It would just
delay i1t indefinitely.

0 Going back to Arc just one point of
clarification. You mentioned that all decisions
that have a dissent or a concurrence make their
way to management, but then there's also certain
legal issues that Arc has awareness that they
ought to push up to management. What's your
understanding as to how Arc knows about those
particular sensitive legal issues?

A Management has - there were meetings in
this timeframe where management told us what were
hotline issues. In fact, there was a document
that they called, I think AIA checklist or AIA,
you know, something like that. Where they gave
judges mixed signals of whether it was obligatory
or not. But it was a form that they provided to
all the judges that worked in the AIA cases.

And they said, hey, if you're submitting
a decision to Arc, it has one of these things.

Please check the box. And I mean there were boxes
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on there for like

it's got dissenting opinion
g g op ’

amend.

one that was issued.

very big one that
And so,
Arc was obviously

checklist because

It talks about estoppel.

it's got a concurring opinion,
it's got a motion
That was another
Oh, a joinder that was a
they were interested in.
that was on this checklist. So

completely aware of this

they would receive completed

checklists in the form. The form was prepopulated
with the items that management considered to be,
you know, of special interest.

Q So you've had some disagreements with
management. Do you think that the PTAB means to

do away with APJ management?

MR. HORRIGAN: Objection. Relevance.

JUDGE NIEDRICK: Overruled. Please
answer.

THE WITNESS: No. I don't. I think,

you know, there's - as I said, there's more than

200 of us. We are government employees and we

need to be held accountable. And so, I have no

problem with the concept of being managed or any
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of the official management and I have completed
complied with and done well with the existing
performance appralsal process.

MR. ABRAMIC: So let's - Your Honor,
could we do maybe a five-minute break?

JUDGE NIEDRICK: sSure.

MR. ABRAMIC: I'm about to change of
topic. I just figured it might be - or I'd check
with witness to see 1f he wants to take a break.

JUDGE NIEDRICK: Sure. Why don't we
come back - it's again 9:49. Why don't we come
back at 9:55 so a seven- minute break?

MR. ABRAMIC: Sure.

JUDGE NIEDRICK: Ms. Dodson. Can you
complete that we're off the record?

COURT REPORTER: We are off the record
at 9:47 a.m.

(Recess)

COURT REPORTER: We are back on the
record at 9:54 a.m.

JUDGE NIEDRICK: We're going to continue

with Judge Fitzpatrick's testimony. Judge
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Fitzpatrick, please remember you're still under
oath.
BY MR. ABRAMIC:

0 Judge Fitzpatrick, let's turn to the
disclosures that you made that are specific to
this appeal. What is the basis for what you
believe are the protected disclosures that you've
made that are relevant to your appeal?

A Well, they're all rooted in an IPR that
I worked on. I call it the Nike IPR. I believe
it's IPR 2013-00067.

COURT REPORTER: Mr. Fitzpatrick, can
you repeat that?

THE WITNESS: I'm sorry. Yes. I
believe the number? Is that what you wanted or --

COURT REPORTER: You cut out at the

number.
THE WITNESS: It's IPR 2013-00067.
COURT REPORTER: Thank you.
BY MR. ABRAMIC:
Q And what happened in the Nike IPR?
A Well, originally nothing too
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significant. There was three judges on it. I was
one of them. Judge James Harpin, he goes by Jim.
He was the authoring judge and Josiah Cox was the
third judge. And we had a trial. There was a
motion to amend. The pend. The pend that was
there was a motion to amend it. And we entered a
final decision at the end of the trial and we
denied the motion to amend.

And then it went up to the federal
circuit because the patent owner, Nike, I believe
it was Nike appealed with respect to our denying
them these four substitute claims they wanted to
add to the patent. And the federal circuit
vacated our decision. They didn't reverse 1it.
They vacated that and told us to redo - redecide
the issue of whether or not those four substitute
claims could be added to the patent so then it
came back down to us.

Q And so, then what happened after the
case came back down to you?
A So then the same three judges, Josiah

Cox, James Harpin and I, we conferred. We looked
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over the same briefs that we did the first time,
right? And then the same evidence and then we
also this time further guided by the fed circuit
decision and we decided the case. How we wanted
to rule.

We again decided to deny Nike those four
claims, the substitute claims. But I wanted to
concur because I didn't want to join part of the
majorities reasoning.

0 Okay. Can you turn to your binder tab
16, which is Appellant Exhibit EA, record tab

seven at 154, 1547

A I'm there.
0 What i1s this document?
A So this is - so after we conferred and

decided how to rule. We - and I told you I was -
I drafted a concurring opinion. We took that
decision and this is Harpin submitting it to Arc,
the AIA review committee. And he's saying that
the decision 1s ready to be reviewed by Arc.

And he also noting two things that we

all understood management had a heightened
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interest regarding. And that is that this
decision focuses on the treatment of motions to
amend and also it that it i1ncludes a concurrence.

@) And so, as of this date, September 30,
2016, the decision and the opinion of the panel on
remand was done?

A Yes.

Q Okay. Could you turn to your binder
tab, 15, 15 that's Appellant Exhibit DZ, which is

record tab seven at pages 110 through 153.

A I'm there.
0 What is this document?
A This i1s the decision that we wrote and

wanted to enter and that Jim 1n the prior exhibit

that Jim had told Arc was ready for them to

review.
Q And you mentioned that this decision
contained a concurrency that you authored. Can

you just try to describe your concurrence at a
high level?
A Sure. So I was voting to deny the

patent owner for substitute claims that he was
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seeking just as the majority would rule. But I
didn't want to say - well, one of the requirements
of getting substitute claims in a motion to amend,
which one of the requirements that was announced -
SOrry.

Let me put it this way. One of the
requirements, a patent owner must satisfy in
moving to amend in an IPR is that the number of
claims that it is proposing is a reasonable
number. A reasonable number of substitute claims.
And I didn't agree with how the majority were
handling - were deciding it. They were applying a
- what I thought was a rigid and ultimately
counterproductive test that had been announced in
Idle Free. And I didn't want to follow that. I
thought it was a reasonable number for other
reasons.

Q And you mentioned Idle Free. Is that
another case?

A Yes. Idle Free was another IPR and my
reference to Idle Free was specific to an order

that was entered during that case. I was on the
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panel and we entered an order and providing
guidance to the parties on what to brief.

But in that case, it was early on in the
case and the patent owner said they wanted to file
a motion to amend. We entered this order

basically telling them what they need to prove.

Q And so, you were on the panel on the
Idle Free case. I believe you Jjust said that,
right?

A Yes.

0 And this concurrence that you wrote in

the Nike case was choosing not to follow the Idle

Free case. 1Is that what I heard you just say?
A Yes.
Q And so, if you were on the panel of Idle

Free why didn't you want to follow 1it?

A Well, I had - my view had changed. It
had evolved. And it wasn't just that my review
had changed, but Idle Free had become de facto
precedential. It was treated - I had no idea when
I signed onto that opinion. I couldn't foresee

all what happened in the future. And that was
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after I saw parties start briefing motions to
amend. And I looked at the statutes and the rules
more closely, I think at that point. My views had
changed.

0 You mentioned precedential. So was Idle
Free actually a precedential decision?

A It was not, no. Because I had never
designated precedential.

Q So you mentioned that your decision was
submitted to the Arc committee. What happened
after that?

A My memory is that the next step is that
Arc replied and said, please submit this to
management for their review because i1t had a
concurring opinion and/or because of the motion to
amend. That's my memory.

0 Okay. Could you go to your binder tab

17, which is Appellant Exhibit EB, record tab

seven, pages 155 through 15772
A Yes.
0 And what's this document?
A So this i1s an email string kind of it

Pleading Numherd 202262718burt Relpuissiohidgte+2022008-03 1908380 - -ConfitmatioriNuraher; 863829397 ng . nepage 71 of 1281

MSPB-2023-000184 Fink00071




Day 1

Page:

69

10

11

12

13

14

15

16

17

18

19

20

21

22

originates the first email chronologically on the
last page. Is that email, I guess that we already
looked at that Jim submitted in the decision to
Arc. And then the next email is a response from
Arc stating, you know, asking us to submit it to
the chief judge and Deputy Chief Judge. And they
note because the decision includes a concurrence.

The next thing on here is an email from
Arc doing that submitting it to Chief Judge
Ruschke and Deputy Chief Judge. I'm at the top of
page 156 now. And then going up to page 155.
Let's see. So Jim submits it to - I'm sorry. I'm
going back to page 156, Jim's emaill submitting it
to management was on October 14th. The date 1is
actually on page 155. I'm bringing you back
there.

So he submits on October 14th, 10 days I
think went by and we didn't hear anything. And so,
then this next email is also from Harpin to Chief
Judge Ruschke and Deputy Chief Judge Bullock
asking or noting, you know, that in six days or

seven days, you know, before is going to be the
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seventh month anniversary of the fed circuit's
mandate. It's going to be over eight months since
the actually federal circuit decision vacating and
remanding. And it is Jjust saying that he would
really like to submit this decision soon, by

Friday, October 28th.

Q Why do you --
A And the last --
Q I'm sorry. Why do you believe that you

wanted to submit it sooner?

A I know that Jim was uncomfortable with
the delay. He thought it reflected poorly on the
panel, but in particular himself because he was
authoring judge and it was already known that he
was the authoring judge because he wrote the last
final decision and the institution decision, I
think. But it was known that he was the authoring
judge. And so, it was presumed that he would be
authoring judge of this decision. So he thought
the delay reflected poorly on him.

Q Okay. At the top of page 155, there is

an email from ATIA review committee and that's Arc?
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3 A You can see it says - go ahead. I'm
4  sorry. I just want to connect a dot here. So at
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the top, it says from AIA review committee that's
the email group that they use. And you can see
it's signed shorthand Arc. So I just want to show
- point out those are synonymous, Arc and AIA
review committee.

Q Okay. Thanks. And do you see 1in that
email from Arc at the top of the page of 155, it
states, we understand that David and Scott are
reviewing this decision. Who do you believe are
David Scott?

A That would be David Ruschke and Scott
Bullock, respectively, the Chief Judge and Deputy

Chief Judge.

Q And then it says, and they have conveyed
they have some concerns. Do you see that?

A Yes.

Q Can you go to your tab, binder tab 18?

This 1s Appellant Exhibit EC, record tab seven,
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pages 158 through 162. Do you see that this 1is an
emalil exchange?

A I do.

0 And at the top of page 158, the email
from Scott Bullock. What's your understanding of
what this is referring to?

A So this i1s the Deputy Chief Judge
informing us that the panel is being expanded at
Chief Judge David Ruschke and himself and the
Deputy Chief Judge Scott Bullock. This is the
Nike case, the same case we've been talking about.

0 So does that mean that at this time the
public or the parties know that the panel had been
expanded?

A No. And they were never notified that -
of the panel expansion.

0 Can we go to your binder tab 26, which
is Appellant Exhibit EL, record tab seven, page
193 to 1947

A Yeah. I'm there.

Q And if you look on the page on 194, it's

an email from Jim Harpin. What's your

Pleading Numherd 202202716burt Regsassiondgte+2022(08-03 19:08:380 - -CenfitmationiNureher 863838397 ng . nepage 75 of 1281
MSPB-2023-000184 Fink00075




Day 1

Page:

73

10

11

12

13

14

15

16

17

18

19

20

21

22

understanding of what Judge Harpin 1s sayling 1in
this email?

A So this is after the panel was expanded.
And now, the anniversary, the first one he 1is
referencing is the six- month anniversary of our
third conference of this case. He's referring to
the conference of the expanded panel. We're
seemingly getting nowhere in getting this decision
out.

It's also the l4-month anniversary of
the fed circuit's mandate. So this is many months
later and the decision is still not out. And then
in the second paragraph - and this is one of those
times where Jim told me and everyone, you know,
that he - yeah, that he's concerned with the delay
here. That it looks bad and reflects poorly on
him. Can I read from it? Is that - can I read
this out loud?

I mean he says, what is he saying here?
He says, the original panel has tried to be
patient, but the time for you to act is overdue.

Further - and he's addressing this to Chief Judge
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Ruschke and Deputy Chief Judge Bullock.

Further, because you have prevented us
from informing the parties that the panel has been
expanded, 1t looks to all the world as if the
original panel has, and in particular I as APJI,
have been improperly delaying a decision to remand
of this case. As judges, our reputations are
essentially to our effectiveness. Further delay
in this case, is unfair to the parties and is
unacceptable to the original panel.

And then he asks them for, you know, to
get moving, I think on the case.

Q And did you have - also have any
concerns about the panel expansion?

A Yes. I shared the same concerns that
are 1in that statement that I just read that are in
Jim's email. And in addition, I add concerns
about due process. That the parties' due process

was being violated.

Q Why?
A Because they didn't know who is on the
panel that was presiding over their case. Putting
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it another way, they knew that Judge Cox, Judge
Harpin and I - they were told that the three of us
were exclusively presiding over their case. And
yet, they didn't have a decision. And yet, the
three of us had a decision. We wanted to enter a
decision.

JUDGE NIEDRICK: And can I ask you real
quick? You said that you expressed those same
concerns that were outlined here in the email.
Who did you express them to? And when?

THE WITNESS: Many times, during
conferences with the expanded panel. I think
maybe I maybe I hit it - I mean there was this
same document it looks like no one responded or
Chief Judge Ruschke and they both didn't respond.
And I wrote an email.

JUDGE NIEDRICK: On page what?

THE WITNESS: You want to take a look?
This i1s page 193. Can I take a look at it, Judge,
to see 1f some stuff is in there to answer your
question?

JUDGE NIEDRICK: I'll let Mr. Abramic
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circle back to that. That gives me an idea
though. So you expressed it to the panel that at
that point included Bullock and Ruschke?

THE WITNESS: Definitely. I mean 1f the
due process aspect is actually - ultimately would
get into my later concurring opinion in this case
and so they got it from that. But I think there's
a lot of documents showing, you know, emails where
we're trying to get the Chief and the Deputy Chief
Judge to either let us rule. Let us three judges
rule or notify the parties that you're on the
case.

JUDGE NIEDRICK: Okay. Thank you. I'1l1
let Mr. Abramic fill in those gaps.

BY MR. ABRAMIC:

0 Let's turn to tab - your binder tab 28,
Judge Fitzpatrick. Appellant Exhibit EN. This is
record tab seven at pages 198 through 200.

A Yes, I have that before me.

Q And can you go to page 199 at the bottom
of that page? Do you see that?

A Yes.
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Q Where Judge Harpin is sending an email.
What's he doing here?

A So this if February 24, 2017. So about
- I mean this is - I don't know. This 1is four
months after the panel was expanded. Judge Harpin
is asking management if he can enter an order that
he had drafted. A notification of panel
expansion. And he's noting that Judge Cox and I
approve of this order going out. Yeah, that's -
and he's including a copy of it, a hyperlink to a
copy of his order.

Q And what was the result of his request
to 1ssue that notification?

A His request was denied by the Chief.

Q Were aware of any policy at the PTAB of
not notifying the public of expanded panels?

A No.

Q So we just looked at a couple of emails
that express concern about the delay and
frustration with the failure to notify the public
of panel expansion. Is that the only time members

of the Nike panel raised those concerns?
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A No. The delay would ultimately go on
for almost two years, the delay in ruling in this
case and there were numerous and consistent emails
and telephone conversations about the frustration
with the delay.

Q So after months and months of delay, why
did you believe that it was being delayed?

A I believe it was being delayed because
management did not want my concurring opinion to
go out, to become public.

Q Why not?

A Well, because it was critical of Idle
Free, which 1s a management's preferred views
regarding motions to amend. And it was a
particularly sensitive time because a case at the
federal circuit that had involved a motion to
amend was granted. We'd be hearing en banc. And
so, the full Court of Appeals, the federal circuit
was goling to decide -—-

COURT REPORTER: Mr. Fitzpatrick, could
you begin that answer again? You cut out twice.

THE WITNESS: I'm sorry. I'll take this

Pleading Numherd 202262716burt Regsassiondgte+2022(08-03 19:08:380 - -CenfitmationiNureher 863838397 ng . nepage 81 of 1281
MSPB-2023-000184 Fink00081




Day 1

Page:

79

10

11

12

13

14

15

16

17

18

19

20

21

22

binder out of the way. So I'm going to start with
- I don't know where - I'm going to start with I
think Mr. Abramic asked me - can you, Mr. Abramic,
can you ask me that same question?

BY MR. ABRAMIC:

0 Sure. I had asked you why you believe
that management would want to prevent your
concurrent opinion from becoming public? And you
were talking about the Idle Free case that you
mentioned, I think, another case.

A Yes. So I believe management did not
want my opinion to become public or to go out the
door so to speak because 1t was critical of Idle
Free. 1Idle Free was management's preferred legal
views on motions to amend. And so, if my decision
went out, it would undercut it. In addition, this
was say, perhaps more - or an extra sensitive time
for something like this to happen because a case
that was at the federal circuit that had been
decided in about the motion to amend, rehearing
was granted.

And they told the public it was going to
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1 rehear that case en banc. So it was going to be
2 the full federal circuit ruling on a motions to
3 amend. And the office wanted to intervene in that
4 case and defend its viewpoint on this issue of
5 (inaudible), motions to amend. How they should be
6 decided. And they ultimately did intervene and
7 they defended the views that are set forth in Idle
8 Free.
9 And it would have I think, you know,
10 made their job perhaps harder if my opinion was
11 publicly issued.
12 0 What ultimately happened in the Aqua
13 Products case?
14 A Aqua Products actually --
15 Q I'm assuming Aqua Products is the case
16 that was en banc before the circuit? The federal
17 circuit, the federal circuit.
18 A Right. Yes, it was en banc and so the
19  en banc decision - is that what you're asking, Mr.
20 Abramic? The en banc decision took the same
21 position, held, held the position that I was
22

taking in my concurring opinion.

Pleading Numherd 202262716burt Regsassiondgte+2022(08-03 19:08:380 - -CenfitmationiNureher 863838397 ng . nepage 83 of 1281
MSPB-2023-000184 Fink00083




Day 1

Page:

81

10

11

12

13

14

15

16

17

18

19

20

21

22

Q Okay. So, I want to talk about what
happened in the Nike IPR after the Aqua Products
decision. So could you turn to your binder tab
33. And that's going to be Appellant Exhibit EU,
record tab seven at 310 through 315.

A I have it.

Q And if you could turn to page 312. At
the top of the page there's an email from Judge
Harpin here where he's explaining the ball is and
has been entirely in our court. I firmly believe
that the CASC's decision on Agqua Products should
have no effect on this remand decision so no
additional briefing is necessary. What's he
talking about with this additional briefing?

A So after Aqua Products came down, the en
banc decision, management was pushing us and
ultimately instructed us to grant a briefing by
the parties. And say, hey, do you want to further
brief the motion to amend in view of Aqua
Products? And we didn't want to do that. Jim has
pointed out that he didn't want to do it. And I

didn't want to do and neither did Judge Cox, at
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least originally.

And the reason 1s, 1s because we didn't
think it - we knew that it couldn't be relevant to
deciding the motion to amend before us. So and
that's because we had already decided that even if
the Petitioner or the burden to prove that the
claims are unpatentable and a motion to amend
which is something that Aqua Products declare is
their burden. We had already decided that the
record in the case met that standard.

So not only did patent owner not prove
that his claims are patentable, but petitioner
went above and beyond what was then the burden and
had proved that the claims were unpatentable. And
so, there was no briefing that could really change
our decision. That is what Jim is referring to.

Q Okay. And then on page 311 there's an
email from Jacqueline Bonia. Who is Jacqueline
Bonia?

A She's a Vice Chief Judge of the PTAB.

Q And could you kind of briefly explain

what she's saying here?
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A So this is, yeah. She's --

JUDGE NIEDRICK: I'm sorry, Mr. Abramic,
what page was that?

MR. ABRAMIC: 311.

JUDGE NIEDRICK: Thank you.

THE WITNESS: She's relaying
instructions to an extent from David. It looks
like David Ruschke. David Ruschke is out of town.
But she's telling us, the three judges, to proceed
with a certain course of action. That is to have
a conference call with the parties to discuss the
impact of Aqua Products and see if they want
briefing.

BY MR. ABRAMIC:

0 And that's something that the three
panel members did not want to occur, right?

A Correct.

0 Okay. And further on down in the email,
it states in this case, David has indicated that
the original three judge panel can proceed. Do
you see that?

A Yep.
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0 But David, at this point, is on the
panel, right?

A He's on the panel, but the parties and
public don't know that.

Q Okay. And also, Scott is on the panel
but there's a reference here that says, I'll let
Scott indicate whether he would like to be a
silent participant. What's your understanding of
that?

A I mean so for the part that you just
read right before that she suggests that Scott be
- she's tell us they have a conference call with
the parties. Perhaps with Scott be on the phone
as a silent participant without mentioning the
panel expansion yet.

0 So at this point was Scott on the panel?

A That's Scott Bullock. He's on the panel
but the parties don't know it.

Q Okay. And ultimately did you go through
- end up going through with this call and extra
briefing despite the original three panel members

objecting to that process?
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A We did not end up having the call
because the parties responded. So we were
instructed to contact the parties as you see at
point number one. And in response to that the
parties kind of bypassed the call. They said that
they had met and conferred and they wanted

briefing and they agreed to a schedule for the

briefing.
Q Okay. Can your turn to your --
A We never had that --
0 All right. Go ahead.
A But we never had the conference call

that's being contemplated here.

Q Can you turn to your tab, binder tab 37,
Appellant Exhibit EY, record tab seven at 321
through 3242

A Okay.

Q And on page 321 at the top of this page,
you have an email where you write, I vote no
briefing. But i1f I'm outvoted and the parties are
permitted to brief, they should be told who their

panel is. What are you saying here?
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A I'm very succinctly - well, I'm pointing
out that first of all that I'm against briefing.
And a majority of the panel - well, the publicly
presiding panel, the three judge panel, didn't
want the briefing. So the only way we're getting
outvoted here is by management flexing its muscle
or Bullock and Ruschke, you know, participating as
panel members to kind of out number us.

And I'm putting up that if I am outvoted
because I don't know - I mean like there's no
rules for this. I don't know what's going on. If
it's best of three or best of five. 1It's totally
unclear to me and I'm just letting everyone know
where I stand. I'm against briefing. And 1f I'm
against - if briefing is authorized, the parties
should know who they're briefing. The parties
should know who their panel 1is.

Q Okay. Could you turn to tab 41 of your
binder, Appellant Exhibit FD, record tab seven,
333 through 3387?

A Yes.

0 And I'm directing you to page 333. This
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1 is an email from you to Judges Cox, Harpin,
2 Ruschke, Bullock and Bonia. Do you see that?
3 A I do.
4 0 As part of the email you're addressing
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this issue that the panel didn't want briefing.
Do you see that?

A Yes.

@) And down at the bottom of the email,
there's a paragraph that's numbered three. What
are you explaining in that email paragraph?

A All right. $So in three, I'm pointing
out that - so this is an email on October 31,
2017. And I'm pointing out that the panel has
been expanded now for almost a year. And if the
expansion of the panel is yet to be disclosed to
the parties and it has prohibited by the Chief
Judge disclosing that to the parties. In that we
are now 1t seems going to be authorizing briefing
without disclosing that there's five judges
sitting on this panel and who they are.

And I'm also expressing that I have due

process concerns. I say, I think due process
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requires the parties to be to informed that they
are addressing an expanded panel.

0 And so, after this email did the parties
ultimately brief the issue?

A They did file a post-Agqua Products
briefs addressing, you know, who should win given
what Aqua Products states.

Q And what did you do next?

A So I revised my concurring opinion. So
I had to remove stuff because some of 1t was
expressing my views of what the law, I thought
should be on motions to amend and Aqua Products
pretty much implemented it. And so, 1t was kind
of - it was mooted almost by Aqua Products.

So I removed that and then added
material. And the added material was about the
panel expansion itself. I explained that it - you
know, the history of it and why it was improper.

0 Can we return to your binder tab 23,
Appellant Exhibit FG, record tab seven at pages
391 through 471. Do you see this?

A I don't. Can you - what tab for me?
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1 0 Sure. Your binder tab 43, 43.
2 A Okay. Let me search it. Okay. So I'm
3 looking at it's page 391 to 4717
4 Q Correct.
5 A Okay.
6 0 And what i1s this document?
7 A This is our decision after Agqua Products
8 had come out. So after we revised our decision.
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It now has an opinion written by the Chief, Chief
Judge Ruschke. Harpin has now converted what was
his majority opinion into a concurring opinion.
I'm sure there was some revisions to it. He
didn't just change the title. And there's a
concurring opinion by me.

Q Okay. If you go to page 425 of the
exhibit. Do you see that?

A Yes. This one is my - this is the
beginning of my concurring opinion.

Q Okay. Thank you. And then turning to
page 430. Do you see that?

A I do.

0 There's a section at the bottom of 430
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1 that starts with a heading, Procedural History.
2 Do you see that?
3 A Yes.
4 o) And can you just kind of generally
5 describe what you're writing in that section?
6 A So I'm pointing out that the panel is
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only first - with the filing of this document,
which of course this document didn't actually get
entered. But I'm contemplating that this will be
entered. And that will be the way the parties
learned that they had an expanded panel.

And I'm also stating when the panel was
expanded on November 4th. And I have to look for
more information. Although the files, I need to
look at this.

Q Sure. That's okay. And would you agree
that your concurrence included your views on why
the panel expansion was improper?

A Yes. I think there 1is great details of
my views 1n there.

Q Okay. And just to quickly run through

them. If you look at page 434. At the top
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there's a heading that says, expansion of the
panel was not authorized by the director, do you
see that?

A Yes.

Q And then on 435, there's a heading that
says, expansion of the panel was not authorized by
statute and 1s inconsistent with the statutes. Do
you see that?

A Yes.

Q Okay. And is it your recollection that
you explained that there are due process concerns
in here as well?

A I think so. I definitely talk about
this Alapatrice (phonetic) decision where circuit

Jjudges expressed concern about --

0 Can you turn to page 438. That's all
right.

A 438, okay.

0 In the middle of 438, you see there's a

sentence there that says, thus, neither parties
had an opportunity to argue that the expansion 1is

inconsistent with due process. Do you see that?
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1 A Yes.
2 0 Okay.
3 A So what I'm pointing out there is I'm
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not coming to like an ultimate conclusion on it
because it wasn't briefed. And the reason wasn't
briefed because the parties didn't even know to
argue 1t because they didn't even know the panel
was expanded. So it's kind of chicken and egg
there, but I'm pointing out that, you know, I have
concerns. I'm just not opining 1t on the very
detail because there's no briefing.

Q Can you go to your binder tab 44?7 And

this is Appellant Exhibit FH, record tab seven at

472.

A I have 1it.

0 And what is this email?

A This is Judge Cox 1s submitting a
decision to the AIA review committee or Arc. The

decision being one that we just looked at.

Q That has your concurrence, correct?
A Yes. It's got Harpin's concurring
opinion. It's got mine. And it i1s the version now
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1 that talks about panel expansion and why it is
2 improper.
3 Q And that's being disclosed to the full

10

11

12

13

14

15

16

17

18

19

20

21

22

ATA review committee and all of the cc's on this
email, all right.

A Agreed. Well, yeah. We're telling -
we're identifying or Judge Cox 1s telling the AIA
review committee and everyone on here that this
decision 1is ready for review by Arc. And the way
it works 1s it is submitted into a folder. So
it's like on this folder, it's a PTAB that any
judge can look at.

Q Okay. And that's dated March --

A March 20, (inaudible) 2000.

Q Okay. I want to talk about draft
opinion, but I want to shift gears for a minute
just to something else quickly. So if you could
go to your binder tab 6072

A 60, vyes.

Q This 1s Appellant Exhibit GA, record tab
seven at 685 through 764. And referring to page

685. Do you see this? It is an email that you
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sent to Judges Ruschke, Bullock, Cox, Bonia and

Harpin.
A I do. And it is an email, yes.
Q And in the first sentence, you're

referring to a case that says, 01l States? What
was Oil States about?

A 011 States was a case about challenging
the very constitutionality of IPRs, of this
process. That the patent owner - that he was
arguing that 1t was unconstitutional under article
3 and also under the Seventh Amendment for a body,
the PTAB to be the ones that are taking away a
patent potentially.

Q And what were saying?

A That 1t was constitutional. In O1il
States and it wasn't a unanimous decision but the

majority held that it was constitutional.

0 And what were you pointing out in this
email?
A So for the court rule, of course, there

was oral arguments. And I'm pointing out that the

Chief Justice, John Roberts, he asked a specific
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1 question to the attorney representing the Patent
2 Office in this proceeding. I don't know. I think
3 it was someone with the U.S. Solicitor's Office as
4 opposed to somebody at the Patent Office, but this
5 Mr. Stewart.
6 And so, I'm pointing out that the Chief
7 Justice specifically inquired about changing the
8 composition of the adjudicatory body, which I take
9 to be changing the membership of a panel. And he
10 says, does it comport to due process to change the
11 composition of the adjudicatory body halfway

12 through the proceeding?

13 And through its attorney, the USPTO

14 said, this has been done on three occasions. It's
15  Dbeen done at the institution stage. Later on, you
16 know, shortly later actually. I think it's two

17 pages later in the transcript of the oral

18 arguments, Mr. Stewart then stated that panel

19  expansion or changing the composition of the

20 adjudicatory body has not been done at the merit
21 stage, if you will, when patentability was

22

actually being determined.
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So I took that to be a clear
representation that panel expansion has never
occurred after institution. And yet, that's
exactly what happened in Nike. And so, 1t was a
misrepresentation to the court.

0 And why did you disclose the
misrepresentation?
A I thought the Patent Office had an

ethical obligation to correct the misstatement of

court.

Q Can you turn to page 687 of this
exhibit. What is this document?

A So this an attachment to the email we
were Jjust looking at. And the attachment is a

copy of the transcript of the oral arguments in
0Oil States, which was held November 27, 2017.
Q And so the attachment went along with

your email?

A It did.

Q Did anyone respond to your email?
A No.

0 So what did you do?
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A So I - i1if you look at the last - you
know, in that email that we just look at, at the
end of it, I asked if - I asked the Chief please -
one of the things I asked him was please let me
know if you have any concern with me informing Mr.
Matol (phonetic) of the situation?

Mr. Matol 1s Joseph Matol. He's at the
time the acting director of the Patent Office,
okay. I didn't get any response. So I didn't get
any response to my email to the Chief. I then, in
fact, email Joseph Matol. And I also email the
Chief of Staff for the Patent Office.

Q Okay. Can you turn to your binder tab
61?7 This 1is Appellant Exhibit GB, record tab
seven at 765 through 767.

A Okay.

0 And looking at 765 is this the email to
Joseph Matol you were referring to you?

A Yes. And that Chief of Staff
individual, his name 1s Brendon McCommas
(phonetic) .

0 I'm sorry. What did you say his name
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was?

A Brendon McCommas. I'll spell it.
M-C-C-0 so I'm sorry. M-C-C-O-M-M-A-S.

Q Okay. And did you get a response to

this email?

A I did not.
Q And what did you do next?
A Nothing immediately because this was

kind of the end of the road, but then we had a new

director come in. You know, one appointed by the

President, confirmed by the Senate. Andrew Yonko
(phonetic). He came in February and almost
immediately after he was sworn - I don't know

maybe like two days after he was sworn in,
something like that, I then reported these - the
same material, the same information to him.

0 Okay. If you could turn to your bind
tab 62? This is Appellant Exhibit GC, record tab
seven at 768 through 771. What's this document?

A This is me disclosing the information to
Director Yonko. I have, you know, a short

paragraph to him but then I include my prior
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emails to Acting Director Matol and Chief Judge
Ruschke. And then I also included the transcript
of the oral arguments.

0 In the 01l States case?

A Yes. As an attachment. If you see it
says 1t shows there in the attachments at the top
of this page. 1It's not part of this exhibit maybe
but I did attach it.

0 And just to make one point clear. If
you turn to page 769 in the middle of your email.

You're identifying the Adidas and Nike case there,

right?
A Yes.
Q And so, what happened next after you

sent this email to Director Yonko?

A He didn't reply to the email. I still
got no reply to the email, but I did get at
request to have a phone call with him.

Q Okay. Could you turn to your tab,
binder tab 63, Appellant Exhibit GD, record tab
seven at 7727

A Yep. I'm there.
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@) And what 1is this?

A Yeah. This is - I don't know what
Outlook calls it, but this is a printout from
Outlook showing a meeting that I was going to have
with Director Yonko. It shows he's the organizer.
The subject of it is meet with Judge Michael
Fitzpatrick and 1t's set for March 6th at 1:00
p.m. And my memory though is that after T
received this invitation, he and I actually spoke

on the phone earlier in time, maybe a few days

earlier.

0 And what did you talk about during that
conversation?

A 01l States and the Nike case.

0 And who did the talking?

A I mean we both did, but he asked me
questions. He asked me questions about the
procedural history of Nike.

Q Do you recall anything else from the
phone call?

A And I answered his questions so that's

what it was about.
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Q Do you recall anything else?

A No.

Q Did you ever speak to Director Yonko
again?

A No. I attempted to a couple of more

times, but I didn't succeed in speaking with him.

Q And to your knowledge, did anyone ever
correct the representation that was made in the
O1il State's case?

A To my knowledge, no one ever did.

Q Okay. Let's go back to the draft Nike
decision that we were talking about that had been
sent to the Arc committee.

A Remind me of the tab?

Q We're going to go to a new one. Go to
your binder tab 49 and this Appellant Exhibit FN,
record tab seven at 646 - I'm sorry, 644 through
646.

A Okay.

Q And if you go to page 645, there's an
email there with some highlighting from the AIA

review committee or Arc. Do you see that?
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1 A I do.
2 o) And what i1s essentially the first
3  sentence in that highlighted section say?
4 A Are you asking me to read it or
5 paraphrase it? I'm sorry.
6 Q You can paraphrase it. What is Arc
7 saying here essentially?
8 A Arc is telling us even though the top
9 management officials are actually on the panel,
10 still send it to management review because that's
11 our standard process whenever there's a motion -
12 whenever there's a concurring opinion.
13 0 Okay. And so, then your opinion was
14  sent. The opinion that had your disclosures about
15  the panel expansion was then sent to PTAB
16 management review?
17 A Yes. And I think it's like the next
18  email that bridges those two pages.
19 0 Yeah. The bottom of page 644, if I
20 could direct you to that?
21 A Yeah. That's from Josiah Cox, Judge
22 Cox. He's the one who submitted it this time. He

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmatiandiumben 363820307 ng . neage 105 of 1281
MSPB-2023-000184 Fink00105




Day 1 Page: 103
1 submitted our Nike decision to management review
2 on April 9th.
3 0 Okay. And who is on this group that's
4 called PTAB management review?
S A The group - I don't know the outer
6 Dboundaries of the group, okay? But I do know that
7 it would include the Chief Judge, the Deputy Chief
8 Judge and the multiple Vice Chief Judges. It may
9 also include some Lead Judges, I'm just not sure.
10 0 Okay. And if you look up in response to
11 Judge Cox's email on page 644, there's a response
12 that comes from PTAB management review. Do you
13 see that?
14 A I do.
15 0 And it's signed by Scott W. Who's that?
16 A That would be Scott Weidenfeller.
17 Q So that would mean he was a member of
18  PTAB management review, right?
19 A Correct. And he's a Vice Chief Judge at
20 that time.
21 0 So then he had access to your
22 disclosure?
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1 A Yes.
2 Q So at the top of this page, at the top
3 of page 644, you're discussing edits to your draft
4 opinion. What's your recollection as to what
5 those edits are referring to?
6 A So and we just mentioned on April 9th,
7 it was submitted to management a decision. And
8 then my memory is on a day before is April 20th
9 emails here. On April 19th, my lead judge Susan
10 Mitchell contacted me and said, hey, I want to
11 talk to you about some stuff in your concurring
12 opinion that management has deemed confidential.
13 And I think she said, and would like to
14 omit. And would like you to omit it because it's
15 confidential.
16 JUDGE NIEDRICK: I'm sorry. What date
17 was that?
18 THE WITNESS: April 19th, I believe.
19 JUDGE NIEDRICK: Thank you.
20 THE WITNESS: Definitely April 9th and
21 April 20th, I believe it was April 19th.
22

MR. ABRAMIC: Judge, could you go to
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1 your tab, binder tab 48? And this I believe it's
2 tab seven, page 559.

3 JUDGE NIEDRICK: Okay.

4 MR. ABRAMIC: I believe it's tab seven,
5> but I'm hoping I have the right - well, I'm hoping
6 the judge --

7 JUDGE NIEDRICK: Yes, yes. That makes

8 sense. I see it. It's April 19, 2018 from Susan
9 Mitchell.

10 MR. ABRAMIC: Okay. Thank you. All

11 right.

12 BY MR. ABRAMIC:

13 0 So, Judge Fitzpatrick, you were kind of
14 explaining what had happened when Judge Mitchell
15  was asking you about these edits.

16 A Yes. And I apologize. What was the -
17 so I just toggled over to 48. What was the other
18  document that we were on?

19 0 It was your tab 49.

20 A Thank you. Oh, just the next one, okay.
21 And sorry, what was the question about just now?
22

0 I had asked you what - to describe what
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had happened with these edits and you were kind of
explaining your answer.

A So it was April 19th. She sent me that
email that we just saw and then we had a telephone
call. Ahead of the telephone call, I looked at
the highlighted material from my concurrent
opilnion.

I didn't agree that this stuff was
confidential and mandatory to remove, but I also
was willing to remove it because 1t seemed like
this was the last - was going to be the last hold
up to get this decision out. If I removed this
information, it would go out. And so, I agreed to
that.

Q And did the Nike decision then go out?

A It did not.

0 Okay. Can turn to your tab 54, binder
tab 54. This 1is Appellant Exhibit FS, record tab
seven at 656 through 661? And at the top of page
656, you are writing an email to Judge Ruschke
copying Judges Bullock, Cox and Harpin. And —--

JUDGE NIEDRICK: I'm sorry. I missed
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the citation. It froze on me for a second. What
are we looking at?

MR. ABRAMIC: Sure. Record tab seven at
656 through 661. And I was referring to page 656.

JUDGE NIEDRICK: Thank you.

BY MR. ABRAMIC:

Q And, Judge Fitzpatrick, this 1s an email
from you to Judges Ruschke, Bullock, Cox and
Harpin on May 10, 2018 after you said that you had
agreed to remove certain material from your
opinion. And what are you explaining in the first
paragraph of your email here?

A Well, the expanded panel had a
conference call on May 7th and during 1t, Chief
Judge David Ruschke stated in no uncertain terms
that no decision would ever go out in Nike and
have my concurring opinion in it so long as 1t
continued to discuss panel expansion.

Q Did he say 1t can't go out because of
confidential information?

A No.

0 And so, after you memorialized this
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phone call, did any of the panel members ever
respond to this email to say that your description
of that telephone call was incorrect?

A No. No one ever disputed it. Nobody
every replied.

0 Okay. I want to switch gears again just
for a minute and go back to Director Yonko because
this is all kind of happening at the same time.

Your binder tab 52. This is Appellant

Exhibit FQ, record tab seven at 654. What is this

document?
A This is an email I sent on April 24,
2018 to Director Yonko. This is four or five days

after I agreed to remove the allegedly
confidential information from my concurring
opinion. Stuff that Scott Weidenfeller had asked
me to remove and which I thought if I did would
result in the decision going out. But the
decision didn't go out and now I'm frustrated that
the Chief and the Deputy Chief are never going to
let it go out. And so, I'm trying to get the

Director to intervene, to resolve the issue.
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1 Q Did you get a response to this email?
2 A No response.
3 0 Could you go to your binder tab 55,
4 Appellant Exhibit FT, record tab seven at 6622 Do
5 you see this document?
6 A I do.
7 0 And what's the date on 1it?
8 A May 15, 2018.
9 @) And what is this?
10 A This is our - this is an instant message
11 that I sent to the Director. I saw that his light
12 was green, which indicates he's available and
13 until I sent him this message. Director, may we
14 gspeak? I am free right now and later today.
15 0 And did he respond?
16 A He did not.
17 0 And what happened next?
18 A The next thing that happened was like
19 the next day or two maybe three days later. The
20 next one to three days another judge, Phil Kaufman
21 called me. And he wanted to inform me that he had
22 heard that the Director wanted to terminate me.
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1 Q I'm sorry. Your mike --
2 MR. ABRAMIC: Did the court reporter get
3 that?
4 COURT REPORTER: Yes, I did.
5 MR. ABRAMIC: Okay. Thank you.
6 BY MR. ABRAMIC:
7 Q And did Judge Kaufman say anything else
8 to you in that conversation?
9 A He did. I mean he explained to me that
10 a management level Jjudge - a management Jjudge
11 heard - was at a meeting where Director Yonko - it
12 was a PTAB management meeting and Director Yonko
13 was there.
14 And Director Yonko expressed a desire to
15  terminate me. And this management judge had
16 witnessed it because this person was there. And
17 this person wanted Judge Kaufman to confidentially
18 relay that to me because this individual wanted me
19 to know.
20 0 And at that time did you know who this
21 management official was?
22 A

I did not. I didn't ask. Judge Kaufman
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didn't volunteer it. And it was clear he didn't
want to. And I never asked him at that time who
it was because I felt like he was already
uncomfortable with the situation. And I was
appreciative that he was willing to pass on this
information. I didn't want to get greedy so to
speak and ask more sacrifice of him.

Q Did there ever come a time where you

learned who that person was?

A I did.

0 And when?

A Last week.

Q And how did you learn who that person
was?

A So I called Judge Kaufman to tell him

that he would be testifying in this case. And I
told him or I reminded him because I had told him
once previously that I had identified him, Judge
Kaufman, 1n response to an interrogatory request
in this case.

The Agency asked who was the judge who

relayed the threat to me? And I answered I served
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1 an interrogatory response to that interrogatory
2 and I answered Phil Kaufman. So I reminded him of
3 that and then I said, but I'd never known and I
4 never asked you who it was that told you? And I
5 said, I need to know that now. Will you tell me?
6 And he told me, it was Janet Gongola.
7 Q Can you spell that last name?
8 A Sure. It's G-O-N-G-O-L-A, I think. I'm
9 pretty sure that's it.
10 o) Who is Janet Gongola?
11 A She's a Vice Chief Judge on PTAB.
12 JUDGE NIEDRICK: Do you know how to
13 spell the first name?
14 THE WITNESS: Janet, 1it's J-A-N-E-T.
15 JUDGE NIEDRICK: Thank you.
16 COURT REPORTER: I have the spelling of
17 the last name. I just found it.
18 BY MR. ABRAMIC:
19 0 Judge Fitzpatrick, can we turn to your
20 binder tab 56. And this is Appellant Exhibit FU,
21 record tab seven at 663.
22 A Yes.
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0 What's this document?

A This is an invite that I received on May
29th for a Webex audio meeting with Scott
Weidenfeller and Susan Mitchell that was to be
held and was held the next day at 4:30 p.m. on May
30th.

Q Okay. Can you go to your tab 57, binder
tab 57? Appellant Exhibit FV, record tab seven at
665.

A I'm there.

0 And this is an email during that day of

May 30, 2018. What is going on in this email?

A So this 1s one of many similar emails I
received on May 30th. This is, you know, sent to
- as you can see, four judges. So it's about one

particular IPR. The IPR 1s listed there
2017-00359. And it's from this paneling group.
And it's telling the judges that I'm unavailable
to serve on the above case and I'm being replaced
by Judge Christa Zoto (phonetic).

Q And you had mentioned - I guess, I want

to ask you were you unavailable to serve on those
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1 panels?
2 A No. I was available.
3 0 In the previous exhibit there was phone
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call that had been set up for May 30th between you
and Judges Weidenfeller and Mitchell. Did that

phone call take place?

A It did.

Q And what happened on that phone call?

A Judge Weidenfeller removed me from AIA
cases. He assigned me to ex parte appeals.

COURT REPORTER: Can you repeat the last
sentence?

THE WITNESS: Yes. Judge Weidenfeller
removed me from AIA cases and reassigned me to ex
parte appeals.

BY MR. ABRAMIC:

0 Okay. Could you go to your binder tab
667? Appellant Exhibit BI, record tab six at 11
through 137

A I'm there.

Q Okay. What's your understanding of what

this document is?
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A This is a document that I understand the
Agency has —--

JUDGE NIEDRICK: I'm sorry. Mr.
Abramic, I just want to make sure I'm on the right
thing. Is this Exhibit O it says?

MR. ABRAMIC: Correct. That's the first
page.

BY MR. ABRAMIC:

Q And so, maybe what you can do, Judge
Fitzpatrick, is talk about this document with
reference to page 127

JUDGE NIEDRICK: Thank you.

THE WITNESS: Okay. So page 12 - well,
so this document is something that I think the
Agency referred to as notes for the May 30th
meeting, May 30th that telephone call. They're
not my notes.

And the typewritten portion here on page
12 looks like a script pretty much of what
Weidenfeller told me on the call.

BY MR. ABRAMIC:

0 Okay. And right under the heading you
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1 see where it says, pre-performance summary?
2 A Yes.
3 0 It says if I were to rate your
4  performance today based on the information about
5 which I am aware, I would rate your as marginal in
6 the element of internal/external stakeholder
7 interaction. Do you see that?
8 A Yes.
9 Q And did Judge Weidenfeller say that to
10 you on the May 30th call?
11 A Yes.
12 Q Okay. Now, do you see the reference to
13 internal/external stakeholder interaction?
14 A Yes.
15 Q I just want to refer you back quickly to
16 - if you could go to your binder Exhibit 2, binder
17 tab two? So it's tab 33 at page 139.
18 A Okay.
19 0 And what is this document again?
20 A This is my midyear review for the year
21 of 2018.
22 Q Okay. And what's the last element on
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that midyear review?

A It's customer service, which is the same
as internal/external stakeholder interaction.

0 Okay. And this is dated April 25, 20187

A Yeah. That's the day that I probably
received it because that's when I initialed it.

My lead judge, she signed it April 24th.

Q Okay. So let's go back to the phone
call, which is May 30, 2018. And back to the
exhibit we were just at, which is record tab six
at page 12. I believe you had just said that the
typewritten portion of page 12 appears to be an

accurate reflection of what you were told on the

call?

A Yes.

0 Now, 1f you turn to page 13 of the
document. Do those typewritten notes look to be

an accurate reflection of what was said on the
call?

A No. This 1s definitely - this doesn't
look familiar with respect to what was said on the

call.
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1 Q But page 12 looks accurate to you?
2 A It does.
3 0 Did Judge Mitchell talk at all during
4 the call?
S A She may have said hello. She did say
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hello. And she may have said good bye. But that

is literally 1t. She said nothing subsequent on
the call.

Q Okay. Let's go to page 12 of the
document. The first bullet on the document. Do

you see where it says problems with timeliness are
too frequent and too serious to ignore. Do you
see that?

A Yes.

Q And so, did Judge Weidenfeller tell you

on the call that you had frequent timeliness

problems?

A Yes. I think he read that sentence to
me.

Q So up until this point in your entire

career at the PTAB have you ever heard from anyone

at the Agency that you had a timeliness problem?
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1 A No.
2 0 And what did Judge Weidenfeller base 1is
3  timeliness criticism on?
4 A One case. It's referenced here
5> IPR-2018-00019.
6 Q And do you see the bullet, the first sub
7 bullet where it says that you submitted an
8 institution decision to your colleagues less than
9 12 business days before the statutory due date?
10 A I do.
11 0 What's your understanding of what that
12 12 day refers to?
13 A Okay. So starting with the statutory
14 deadline, there is a statutory deadline by when we
15 need to rule on institution decisions. It's
16 triggered by the closing of the briefing on that.
17 So whatever date that is management asks us to try
18 to circulate our, yeah, our draft opinions to our
19  colleagues that are on the panel with us 12 days
20 ahead of that date.
21 0 Okay. Is this 12 days a requirement
22

that sets forth in the APJ performance appraisal
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1 plan?
2 A No. The Agency says 1it's part of
3 something that they call PAP support document, but
4 to my knowledge it's not in the performance
S5 appraisal plan.
6 Q Okay. Did you miss the 12-day goal in
7 this particular case?
8 A Yes.
9 0 And do you commonly miss this 12-day
10 goal in all your years of working on AIA trials?
11 A No. This may have been the only one.
12 There may have been another, but I have no memory
13 of this being a problem.
14 0 Do you recall others ever failing to
15 miss this 12- day goal?
16 A Yes, yes. Even though I - there were
17 some judges that sometimes, you know, would
18 circulate these decisions very close to the
19  statutory deadline.
20 0 And when that happened did you complain
21 to management?
22 A I did not.
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Q Why not?
A I didn't think 1t was a big deal for
starters. I recognize the demands of the job

because I was doing the same job. We're all busy
and I also know that each case is not a cookie
cutter thing each case is different. Some cases
take longer. The deliberations take longer.

There might be further deliberations after this

articulation of the opinions. And sometimes, Jjust

things just take longer.
So I didn't think it was something that
would be appropriate to complain about.
Q Are you aware of any other APJs whoever

had been punished for missing this 12-day goal?

A I am not.
0 Let's turn back to the notes from the
call. This is record tab six, page 12. Do you

see in that first sub bullet talking again about
this one particular IPR-2018-00019 do you see the
sentence that says neither of your colleagues
agreed with your approach? Do you see that?

A I do.
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1 Q And did Judge Weidenfeller tell you that

N

on the call?

3 A He did.

4 0 Is that accurate?

5 A It is not accurate, no.

6 Q Can you describe for me what happened in

7 that case leading up to the institution decision?
8 A Sure. We conferred. We have this

9 pre-draft conference where --

10 o) Who? Sorry, who's we?

11 A We, so Judge Christopher Paulraj and

12 Judge Zhenyu Yang (phonetic).

13 COURT REPORTER: Can you repeat the

14  first name, Mr. Fitzpatrick? The first name you
15 gave?

16 THE WITNESS: Well, it's spelled, yes.

17 TIt's spelled Z-H-E-N-Y-U.

18 COURT REPORTER: Yes, thank you.

19 BY MR. ABRAMIC:

20 0 Okay.

21 A So the three of us were - we were the

22 panel. And we conferred. I was the authoring
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Judge. I was assigned the authoring judge so I

kind of led the conference before I drafted the

decision.

And I remember talking about multiple
issues 1n this case. One of the issues was real
party in interest. I had - I was convinced that a

real party of interest of the petition was
estopped from bringing an IPR. And there's a
statute about that. But I couldn't convince Judge
Yang and Judge Paulraj that that was the case.
They weren't so sure that this party was estopped
from bringing an IPR.

So Judge Yang said, you know, why don't
we move on from that issue and talk about
something else in the case? And then I raised the
issue that I didn't think the petition complied
with a very significant rule that we have for
petitions. And that is the petitioner is supposed
to set forth a claim construction for the patent
that they're challenging. And then explain why
the claims of the patent are on unpatentable given

that construction.
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And the petitioner didn't do that. It
was trying to avoid, I think taking a position on
the true scope of the claims. And I recognized
this deficiency and we all did actually. I mean
we agreed to deny the petition on that basis.

And I then drafted a decision that there
was, you know, true to that consensus and I
circulated it. After Judge Paulraj received the
opinion, he had second thoughts and then he told
me this. He called me to tell that he was having
second thoughts. And then ultimately, he thought
about it, I believe over the weekend and then
ultimately decided to dissent.

And Judge Yang, she requested an edit on
my decision to remove a case like this, she didn't
like. She didn't like the case. She didn't want
to talk about it and it was a perfectly reasonable
request. And so, I removed it. And then Judge
Yang and I issued our decision and Judge Paulraj
dissented.

So here we're - Weidenfeller is telling

- 1s saying that neither of the colleagues agree
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1 with my approach. It's just not true. Judge Yang
2 agreed with me always and Paulraj actually agreed
3 with me until he changed his mind.

4 o) Just how do you view this kind of the

5 story that you just told of what happened leading
6 up to the institution decision, you know, how do
7 you view the events in that particular IPR as

8 compared to conferences, deliberations, and

9 decision making that you've had in other IPR

10 proceedings?

11 A I thought it was pretty typical. I

12 didn't think there was anything too unusual about
13 it. I certainly didn't -- I had no resentment or
14 111 feelings towards someone switching their

15 minds. That happens. I had done that before.

16 And, you know, I was shocked when during the May
17 30th call when this was brought up as a basis for
18  punishment, I was absolutely shocked.

19 0 Okay. Let's turn to -- going back to
20 the notes of the call on page 12, there's the

21 second black bullet there. It starts out with the
22

judge is expected to. Do you see that?
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1 A I do.
2 0 And then underneath that bullet, there's
3 a sub- bullet that says, you have repeatedly
4 showed a lack of discretion and judgment as to
> when to compromise with your fellow judges. Do
6 you see that?
7 A I do.
8 0 And 1is that something that Judge
9 Weidenfeller told you on the call?
10 A It is.
11 Q And then underneath that sub-bullet,
12 there's another sub-bullet. The first one talks
13 about the case that you already Jjust talked about.
14 But the second sub-bullet, do you see the one
15  where it states --
16 A One about the SAS?
17 0 -- it says, you have refused to sign on
18  to preapproved template decisions applying SAS?
19 Do you see that one?
20 A I do.
21 0 And then the next one says, you stated
22

that you see no need to follow the director's
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1 guidance.

2 A I see the comment. That's not an

3 accurate statement.

4 o) Okay. So, what do those bullets refer

> to?

6 A This is referring to four actually

7 procedurally identical cases. They're, in fact,

8 they're consecutively numbered. I forget their

9 docket numbers. But they were -- I worked -- I

10 was on the panel with two other judges. Thu Dang,
11 it's spelled, her first name is T-H-U, last name,
12 D-A-N-G, and Karl Easthom. And I think that's

13 Karl with a K. And right at the -- the reference
14 to SAS is yet another Supreme Court case. In SAS,
15 the Supreme Court held that it looked at the

16 institution statute for IPRs, which is 314. And
17 it said that institution is supposed to happen

18 upon -- you grant the entire petition if any claim
19 —-- if the petitioner -- if there's a reasonable

20 likelihood that the petitioner will prevail on any
21 single claim that's challenged. So, if you get

22

the one, it's a one claim threshold. That's what
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SAS came out and said.

And it said it right around the same
time that we were, that Judges Dang, and Easthom,
and I were deciding to institute in these four
cases. I believe, I mean, this was April of 2016
-- 2018. It was April of 2018, I believe. Yeah,
this was April of 2018. Excuse me. SAS comes out
and in the same month we're instituting.

And after SAS comes out, I told my
colleagues that I would like to follow the Supreme
Court opinion and only in the institution decision
I propose we Jjust address one claim. And assuming
there's a reasonable likelihood of success for the
petitioner on that one claim, we grant the IPR.

We grant institution. We don't look at all the
other claims at that point. We wait until trial.
And what Weidenfeller, I guess, 1s pointing out
here is that I wanted to file a concurring opinion
stating this.

Q And do you agree that your concurrence
was 1nconsistent with director guidance?

A T disagree. It was clearly not. It was
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clearly not inconsistent.
Q Okay. Could you turn to your binder tab
5? This 1is Appellant Exhibit B-c, record tab 6,

at 246 through 306.

A I'm there.
0 And what is this document?
A This is an email I sent on May 18th

addressed to Scott Weidenfeller but copyling my
lead Judge Susan Mitchell and those two judges
that were on the panel in these four cases with
me, Karl Easthom and Thu Dang. And here we have
the numbers of the cases. So, it was IPR
2018-00129 and then the next case was the same
prefix -00130. The third case was -00131. And
the fourth case was -00132. Procedurally
identical cases. And so, this has a whole string.
So, this is my email on May 18th, but it starts --
I'm sorry, did you ask me about this particular
page? Or what were you asking me?

Q Why don't we walk through i1it? Why don't
you go to page -- let's go to page 249. The top

of page 249.
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1 A Okay.
2 0 Do you see that there's an email from
3 Scott W?
4 A I do. That's Scott Weidenfeller.
5 0 And what is he saying here essentially?
6 A He's asking Karl to see if the panel,
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i.e., Judge Easthom, Karl Easthom, Thu Dang, and
me would allow the institution decisions go out in
the name -- with just the majority opinion without
my concurring opinion.

Q Because he believed -- your
understanding was he believed it was not
consistent with guidance.

A That's what he stated. I don't know

whether he actually believed that or not.

0 Okay. And then if you go the bottom --
A I'm sorry. Can I correct myself here?
I don't know if at this point in time -- yeah, I

don't think he actually ever told me this at this
point in time. So, we submitted it to PTAB
management review and this is his response. He

ultimately would tell me that it was my concurring
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1 opinion was inconsistent with guidance. But I
2 don't think he told me at this time.
3 0 Okay. So, 1f you look at the bottom of
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page 248, after Judge Weidenfeller asked your
co-panelists if they were comfortable with just

submitting a two-judge decision, how did you

respond?
A I said I want to keep my opinion.
0 And then in response, if you look at the

top of page 248, Judge Weidenfeller said, please
mail the decision without the concurrence. Do you

see that?

A I do.

Q And were you on the panel at this point?
A Yes.

Q Was Judge Weidenfeller on the panel?

A No.

Q Are you aware of any authority that he

had to prevent your opinion from going out?
A I am not.
Q Are you aware of any authority that says

an institution decision that analyzes a single
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1 claim is not permissible?
2 A I'm not aware of that and I'm aware of
3  evidence to the contrary.
4 JUDGE NIEDRICK: I'm sorry. Just a
5 quick question just for my benefit here. Does a
6 panel -- is there a requirement that a panel
7 consist of three judges or could you issue a
8 decision with just two judges on the panel?
9 THE WITNESS: So, with my -- without
10 looking at all the, you know -- you know, being
11 out of the game for four years, I'm going to do
12 the best to answer your question. Definitely for
13 some decisions, it's a absolute statutory
14 requirement because there's maybe it's 35 U.S.C. 6
15 that says at least three panel members. However,
16 institution decisions are, in the first instance,
17 given by Congress to the director. So, 1if you
18 look at the institution statute it talks about the
19  director instituting it. The director has
20 delegated that authority to us. And I think he
21 delegated that -- or it's she now, I'm sorry --
22

delegated that authority to us via a rule that's
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in the CFR, in the Code of Federal Regulations.
And I don't know what that rule states. So, I
don't know if that -- i1if there's a minimum for
institution decisions.

JUDGE NIEDRICK: Okay, thank you.

BY MR. ABRAMIC:

Q If you look at page 246 of the same
exhibit we were looking at, and this is an email
from you to Judge Weidenfeller, and your panel
members, and Judge Mitchell. Do you see that?

A Yes.

Q And would you agree that in the first
part of the email, you were trying to explain to
Judge Weildenfeller why your concurrence 1s
consistent with guidance?

A Yes.

0 And then further on down in the second
to last paragraph of your email, there's a
statement that starts with additionally. It says,
additionally other panels have been permitted to
issue institution decisions assessing only one

claim as I proposed to do in my concurring
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1 opinions. Do you see that?
2 A Yes.
3 Q Did you ever get an explanation from
4 Judge Weidenfeller as to the inconsistency you
> were pointing out?
6 A I did not.
7 Q Okay. Let's go back to the notes of the
8 phone call.
9 A Can you give me that tab number?
10 0 Actually. That's okay. We don't need
11 the notes. You recall on the phone call you said
12 that Judge Weidenfeller was using this situation
13 as an example of your refusal to compromise with
14 your fellow judges?
15 A Yes, I remember that.
16 Q And were your fellow judges on the panel
17 frustrated that you wanted to write a concurrence
18 in this case?
19 A Not in the slightest. They welcomed my
20 concurring my opinion.
21 0 Okay. Can we go to tab 7 of your
22

binder? And this is Appellant Exhibit C-j, record
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1 tab 7, at 77 through 80.

2 And looking at page 77, not at the top

3 but the second email in the chain looks to be an

4 email from you on Thursday, April 26th to your

5 panel members and you state, sorry to throw a

6 curveball but I am considering filing a concurring
7 opinion saying that I agree with our analysis on

8 one claim and that that is all that's required.

9 Do you see that?

10 A I do.
11 Q And then is that --
12 JUDGE NIEDRICK: Sorry, 1is that -- I'm

13 sorry, I just need to find this. It's 77, you

14 said? This 1is tab 672

15 MR. ABRAMIC: It is tab 5. Sorry, tab
16 5.

17 JUDGE NIEDRICK: Oh.

18 MR. ABRAMIC: At 77 —-

19 JUDGE NIEDRICK: Okay. Hang on one sec,

20 please.
21 MR. ABRAMIC: Yeah.

22 JUDGE NIEDRICK: Okay, thank you. I
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have it.
BY MR. ABRAMIC:

Q Sure. And so, Judge Fitzpatrick, we
were reading your email, the second email in the
string where you are telling your co-panelists
that you're considering filing a concurring
opinion. Is this the opinion that we were just
talking about, the concurrence where you wanted to
analyze a single claim for institution?

A It is. And this is, you know, this is
on April 26th. SAS came out I think on April
24th. So, it was like right in the middle I was
trying to get these institution decisions going
out the door. SAS comes out and (inaudible).

Q And how does Judge Dang respond to your

idea about a concurrence?

A She welcomed it. As I said, she wrote,
T think a concurring opinion would be great. Let
me know.

Q Could you turn to your tab 8, which 1is

Appellant Exhibit C-i, record tab 5, at 7672

A Yes.
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0 And at the top of this document, it's in

small print there, but who is the top email from?

A Karl Easthom.

Q And what does he say here?

A He's writing to me and Judge Dang. He
says, okay, thanks. And no worries. Concurrences

and descents make the record much more clear in my
view. So, please write that if you feel it.

Q And what was your understanding of the
opinion, proposed opinion that he was referring to
there?

A So, remember there's four cases that are
virtually identical. But there's some cross
emails going around. So, the header of this email
is talking about, I think, case ending 129 and
130. And maybe the other email, which I told the
Board -- or told my panelists I'm thinking about
writing a concurring opinion may have been another
emalil string dedicated to the related case. So,
but this is after both judges received my email
that I wanted to file a concurring -- that I may

want to file a concurring opinion in these cases.
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1 And so, he's responding to that. That's how I
2 read it.
3 0 Going back to the call that you had with
4 Judge Weidenfeller and where your punishment was
5 announced, do you believe that the reasons that
6 Judge Weidenfeller gave you on the call were the
7 real reasons why you were punished?
8 A No.
9 0 Why not?
10 A Two kind of -- well, personally, I mean,
11 I had a good track record. I was a good judge. I
12 have all these written reviews telling me I'm a
13 good judge. And I had just received one of those
14  reviews in late April. And here we are just a
15 1little over a month later and I get a irreqular,
16 impromptu performance appraisal. I'm the only one
17 at the Board as far as I know who got a
18 performance appraisal on May 30th. It's not
19 provided to me in writing. And it's only in
20 regards to one of the four elements by which I'm
21 supposed to be appraised.
22

And it's, frankly, as we looked at those
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things, it was a lot of -- based on false
accusations. And also, on that 12-day -- it was
based on things that other judges do and nothing
ever happens to them. Other judges circulate
decisions less than 12 days before statutory
deadlines and other judges wrote institution
decisions instituting based on a single claim.

So, the things that they criticized me for were
happening at the Board and there was no punishment
for others.

Q After you were removed from the Nike
panel, what's your understanding of what happened
to the panel?

A So, I was removed May 30th. In June,
management named a replacement for me, Scott
Daniels. So, to the expanded panel. So, and that
point in time, it was still expanded, five judges.
Scott Daniels replacing me. And then maybe like a
week later, management unexpanded the panel.
Removed David Ruschke and Scott Boalick. And then
told the parties to rule without further delay.

Oh, excuse me, told the panel, the three-judge
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1 panel, to rule without further delay.
2 0 Can you turn to your binder tab 9. This
3 is Appellant Exhibit D-r, record tab 7, at 15
4 through 71.
5 A Yeah, I'm there.
6 0 What is this document?
7 A This is a disclosure that I made to the
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Inspector General of the Department of Commerce on
July 19, 2018. It regards many of the issues that

we've talk about today and others.

0 And who wrote this document?
A I did.
Q And you believe that your statements in

the document are true and accurate?

A I do.

Q If you could turn to page 55 of the
document.

A Okay.

Q There 1s a paragraph numbered 171 there.

Do you see that paragraph?
A I do.

0 And this paragraph is stating that on

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . npage 143 of 1281
MSPB-2023-000184 Fink00143




Day 1 Page: 141
1 June 28th, Judge Boalick sent an email explaining
2 that the Nike panel was unexpanded to remove Judge
3 Boalick and Judge Ruschke.

4 A Correct.

S Q How did you come across the information
6 in paragraph 17172

7 A Judge Daniels read the email to me so I
8 could copy it down verbatim. He read it slowly to
9 me.

10 0 So, you didn't get the email?

11 A No. This was sent -- Judge Daniels told
12 me this was sent to the three of them, the new

13 panel, Judge Arpin, Judge Cox, and Judge Daniels.
14 0 To your knowledge, did the PTAB ever

15 notify the public or the parties about the panel
16 expansion in the Nike case?

17 A No, they did not.

18 0 You mentioned that you didn't agree with
19  the reasons that were given to you for why you

20 were punished, or that you didn't believe that

21 those were the true reasons why you were punished.
22

Why do you believe you were punished?
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A I believe I was punished because I had
made these disclosures about panel expansion that
it was improper and illegal, and but also
inconsistent with representations that the Patent
Office had made to the Supreme Court. So, this
was a way of retaliating against me for making
those disclosures. And by the same token,
silencing me with respect to those disclosures.

0 And as a result of what went on with
your removal and the un-expansion of the panel,
did your concurrence that disclosed the panel
expansion ever see the light of day?

A No.

Q After you were removed from AIA cases,
what did you do?

A A couple things. I prepared that
disclosure to the Inspector General but I also --
T filed an informal grievance. The Patent Office
has this administrative grievance procedure, which
is a process that you need to follow for certain
personnel actions that you want to challenge. So,

I filed this informal grievance.
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1 JUDGE NIEDRICK: Mr. Abramic, before we
2  Jump into that, can we -- let's take a short
3 Dbreak?

4 MR. ABRAMIC: Sure, sure.

5 JUDGE NIEDRICK: Does five minutes work
6 for everybody?

I MR. ABRAMIC: Sure.

8 JUDGE NIEDRICK: Shake your head if

9 that's okay. Okay. So, let's take a five-minute
10 break. It's 11:42. We'll come back at 11:47.

11 (Recess)

12 JUDGE NIEDRICK: Okay. We're continuing
13 with Judge Fitzpatrick's testimony after a short
14 break. Judge Fitzpatrick, please remember you're
15 still under oath. Mr. Abramic.

16 BY MR. ABRAMIC:

17 o) Judge Fitzpatrick, if you could turn to
18 tab 11 of your binder, which is Appellant's

19  Hearing Exhibit A-s, record tab 6, at 68 through
20 74. Do you see this document?

21 A Yes. This is my informal grievance that
22 T submitted.
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1 @) Who wrote it?
2 A I did.
3 Q And do you believe that your statements
4 in this document are true and accurate?
5 A I do.
6 Q Could you turn to your binder tab 12.
7 And this is Appellant Exhibit B-z, record tab 5,
8 at 54 through 59.
9 A I'm there.
10 o) And if we could turn to page 58 of the
11 document. The bottom of page 58 is an email from
12 Scott Boalick. Do you see that?
13 A I do.
14 @) And in that email he says I have
15  assigned your administrative grievance to the Vice
16 Chief Judge Gongola for decision. Do you see
17 that?
18 A I do.
19 0 And so, was it your understanding that
20 Vice Chief Judge Gongola, at least at this point,
21 was going to be deciding your informal grievance?
22

A It is my -- that was my understanding,
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1 vyes.
2 0 Do you know Judge Gongola?
3 A I do. Not very well but I do know her.
4 o) Have you ever served on a panel with
5  her?
6 A No.
I 0 What interaction have you had with her,
8 if any?
9 A Well, there's -- I think we traded
10 emails about the grievance. I was wondering when
11 she would rule on it. So, there's that. But she
12 also asked me -- she reached out and asked me to
13 serve on the All-Hands Committee. This was a
14 committee that was going to plan a meeting of all
15  of these judges on the PTAB. So, we're spread out
16 across the country. I'm in Illinois. And there's
17 more than 200 of them. And we were going to have
18 an all-hands meeting, bring everybody together in
19  Alexandria, Virginia, at headquarters. And she
20 asked me to serve on that. And, I'm sorry, I
21 should add, and I did serve on that. However,
22

that meeting never occurred because of the
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pandemic.

Q If you could just quickly turn to tab
67. Your binder tab 67. This 1s Appellant
Exhibit A-h. And this is record tab 33, at 540

through 547.

A Yeah, I'm there.

Q And then do you recognize this document?
A I do.

Q And on page 540, the top of that --

JUDGE NIEDRICK: I'm sorry, Mr. Abramic,
can you hear me?

MR. ABRAMIC: Yes.

JUDGE NIEDRICK: I'm sorry, Mr. Abramic,
I just froze here. Everybody froze actually. I
think it was my line. Can you just repeat like
the last -- I lost about the last 20 seconds. We
Just turned to some exhibit, but I didn't get the
exhibit number.

MR. ABRAMIC: Okay. So, the exhibit
that I turned to is Appellant Exhibit A-h, record
tab 33, at 540 through 547.

JUDGE NIEDRICK: Thank you.
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BY MR. ABRAMIC:

Q And we had just turned to page 540. And
at the top of 540, Judge Fitzpatrick, do you see
that that's an email from Judge Gongola to you
dated Friday, September 21, 201872

A Yes.

0 And do you see that in this email here,
she is asking you to join this All-Hands Planning
Team that you just mentioned?

A Yes.

MR. ABRAMIC: Your Honor, this is
actually one of the exhibits that is not yet in
the record. So, I'd like to move Appellant's
Exhibit A-h, which is record tab 33, pages 540 to
547, into evidence.

JUDGE NIEDRICK: Any objection, Mr.
Horrigan?

MR. HORRIGAN: ©No objection.

JUDGE NIEDRICK: Okay, thank you.
That's admitted.

BY MR. ABRAMIC:

0 Let's go back to the previous exhibit we
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were looking at. Judge Fitzpatrick, it's tab 12
in your binder. It is record tab 5, at 54 through
59. On page 57, there's an email kind of
three-quarters of the way down when you're asking
when you can receive a response to the grievance.

You see that?

A I do.
Q Why were you asking?
A So, the court, according to the Agency's

own procedure, they're supposed to answer it
within 30 days, within 30 calendar days insofar as
is practicable. I submitted this on June 14th and
like two weeks -- I'm sorry. Let's see, yeah, I
submitted it on June 14th and two weeks goes by
before anyone even, you know -- then on June 28th
Judge Boalick says I'm assigning it to Vice Chief
Judge Gongola, okay? So, 1it's already kind of I'm
thinking, okay, that's two weeks wasted. I wonder
when they're going to rule. And so, I 1nquired
about it. I was anxious.

Q And then on that same page, page 57, do

you see a responsive email from Judge Gongola that
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1 says, I appreciate your patience and don't expect
2 to take much longer. You see that?

3 A I do.

4 0 Okay.

5 A That was on August 8th.

6 0 And what happened after that?

I A That's Augqust 8, 2018. So, we're now

8 already well past 30 days. And then I didn't hear
9 anything. And so, for several more, maybe a

10 month. Yeah, for four more weeks, I still didn't
11 get a decision. And so, on September 5th, I

12 inquired again. And that's on that next page, on
13 the bottom of page 56.

14 0 Okay. And then on September 17th, and
15  this is on page 55, you get notice that Judge

16 Gongola has been replaced by Judge Fink for the
17 resolution. Do you recall that?

18 A Yes.

19 o) And then what was the ultimate

20 resolution of your informal grievance?

21 A Later that month, Judge Fink denied my
22

informal grievance.
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1 0 And what did you do next?
2 A I filed a formal grievance. So, the
3  administrative grievance procedure that the USPTO
4  has it requires you to go through two levels of
> in-house grievances. So, I did that. I filed a
6 formal grievance.
7 0 Could you go to tab 1 of your binder.
8 This is Appellant Exhibit B-x, record tab 5, at 24
9 through 52.
10 A I'm there.
11 o) What's this document?
12 A This is my formal grievance. I
13 submitted it on --
14 o) And who wrote it?
15 A I submitted it on October 9, 2018.
16 o) Who wrote 1it?
17 A I did.
18 Q And do you believe that your statements
19 in the document are true and accurate?
20 A I do.
21 0 Judge Fitzpatrick, you were punished by
22 2018. That's almost four

the Agency on May 30,
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1 years ago, correct?
2 A Correct.
3 Q What impact has the Agency's actions had
4 on you?
5 A Quite a big impact. It's been very
6 negative and stressful experience trying to undo
7 what happened to me going through all the legal
8 portals that I've had to go through, the two
9 grievances that we just mentioned. After that I
10 had to go to the Office of Special Counsel. I
11 answered questions they had, but ultimately after
12 almost two years, they decided not to pursue it.
13 And then I was kind of left on my own.
14 And I filed the instant appeal. And it was only
15 after I filed the appeal that I had any counsel
16 representing me in this. So, that was -- a lot of
17 that was done on my own. It was hard work. It
18  was very demanding and it was stressful. And it
19 was in addition to my day job. I took leave at
20 times to be able to have the time to work on
21 stuff.
22 o) What impact has it had on you
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professionally other than all of the everything
that went along with the appeal?

A Well, I understand. So, I don't -- so,
setting aside all of this process of the trying to
undo it, being assigned ex parte appeals 1is not
enjoyable for me. I don't get the kind of job
satisfaction or fulfillment that I used to get
when I worked on AIAs. I really miss working on
ATIA trials. They're more intellectually
stimulating. They're more challenging. They're
more collaborative. I get to interact with my
colleagues more. I have, you know, a council of
the parties appearing before me. It's just a —--
it's truly litigation and that was my background.
And I really miss working in that.

@) So, if that were the case, why didn't
you Just remove the panel expansion stuff from
your opinion?

A Because as I explain 1n the concurring
opinion, I think what happened in Nike was
illegal. I think the parties' constitutional due

process rights were violated. I think the
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parties' statutory due process rights under the
APA were violated. There's myriad problems with
it. And it was something that I couldn't stomach.
I wouldn't go along with it. It would be
inconsistent with the oath I took when I was
appointed.

MR. ABRAMIC: Your Honor, with that, I
will pass the witness. And if there's a good time
to talk timing, if now would be good, I'm happy to
do it off the record or we can wait until after
the cross.

JUDGE NIEDRICK: Sure. So, 1it's noon
right now. We can take a break and then, Mr.
Horrigan, you can do your cross. Or we could push
through now depending on how long it's going to
take. Mr. Horrigan, any idea how long you think
it'll take you to do cross?

MR. HORRIGAN: I don't imagine it'll
take more than half an hour. But I would like to
take a break to review my notes.

JUDGE NIEDRICK: All right.

MR. HORRIGAN: And to make some
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communications with the witnesses.

JUDGE NIEDRICK: Okay. So, I would
imagine that even with redirect, we should be done
with Judge Fitzpatrick in another hour at the
most, an hour and a half, I would think. I don't
have a lot of questions either. So, why don't we
take a 45-minute lunch break now. So, we'll come
back at say 12:50. And then we can hear from
Judge -- after Judge Fitzpatrick finishes, we can
hear from Judge Kauffman and then go from there.
Does that work for everybody?

MR. ABRAMIC: Yeah, that sounds great.

JUDGE NIEDRICK: Okay. So, let's do
that. We'll come back on at 12:50. If you could
just let Judge Kauffman know that, you know, given
things, he'll probably be testifying around 2:00,
a little after 2:00. We can pick up with his
testimony, okay? All right. Anybody have any
questions before we break for lunch?

MR. HORRIGAN: When do we come back?
I'm sorry, I missed it.

JUDGE NIEDRICK: 12:50.

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08046113081B080 - -Confirmationdiumben 363820307 ng . neage 157 of 1281
MSPB-2023-000184 Fink00157




Day 1

Page:

155

10

11

12

13

14

15

16

17

18

19

20

21

22

MR. HORRIGAN: Okay, thank you.

JUDGE NIEDRICK: About 45 minutes, okay?
All right. Thank you all very much. If we may go
off the record, Ms. Dawson?

(Recess)

JUDGE NIEDRICK: Okay. We're going to
continue on after a short lunch break with the
cross examination of Judge Fitzpatrick. Judge
Fitzpatrick, just please remember you're still
under oath. Mr. Horrigan, your witness.

MR. HORRIGAN: All right, actually, I
had one subject for you before we started in on
this, 1f you don't mind.

JUDGE NIEDRICK: Sure, go ahead.

MR. HORRIGAN: Okay. So, the name Janet
Gongola in the context of this allegation about
Mr. Yanku, this is -- today is the first time I
ever heard that name in that context. In fact,
Mr. Kauffman last week refused to give me that
name. She 1s standing by and she is ready to
testify. So, rather than get a hearsay witness,

we could just call Ms. Gongola.
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JUDGE NIEDRICK: What are you talking
about? Are you talking about for later on, I
presume?

MR. HORRIGAN: Well, in lieu of Mr.

Kauffman, who is just a hearsay witness, we could

actually talk to the witness herself.

JUDGE NIEDRICK: Okay. Well, I'll make

that determination once we get to Judge Kauffman
because I don't know if that's the only reason
they're calling Judge Kauffman, so.

MR. HORRIGAN: Okay, fair enough.

JUDGE NIEDRICK: Good. So, go ahead.

CROSS-EXAMINATION
BY MR. HORRIGAN:

Q All right. $So, Mr. Fitzpatrick, good to
see you again. You described your extensive IP
background and then you mentioned 121 decisional
units. Do you recall that?

A I do.

Q Okay. And so, how would you describe

the volume of work when you were doing AIA cases

in the 2018 time period?
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1 A It was a lot of work.
2 0 And like how many different cases would
3 you be looking at at the same time would you say?
4 A It varied. It varied a lot. Because I
5 was working on AIA at the time and you might get
6 two decisions and they're always -- they tend to
7 be big. Two big decisions might go out in a month
8 and maybe you don't have any decision go out the
9 next month. So, you might get like 10 decisional
10 units in February and then none in March.
11 Q Okay. But you got --
12 A It's not as consistent.
13 0 I'm sorry, go ahead.
14 A It's not as consistent. I was going to
15 say it's not as consistent as in ex parte appeals.
16 o) Okay.
17 A Where you just do one unit.
18 0 And you had a docket, right?
19 A Yes.
20 0 How many matters would you say were on
21 your docket at any one time?
22 A In 20187
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1 @) Yes.
2 A Okay. So, when I'm working -- I was
3 working on AIA cases in 2018. I don't know is the
4 answer. I don't know how many cases I would have.
5 I'm sure it changed --
6 0 Well --
7 A -- as the year went on.
8 0 Would it be a handful or more like 307
9 A I think it would be less than 30. I
10 think it would be -- because it would -- it would
11 -—- I get assigned as soon as —-- or as soon after a
12 petition's filed. So, it would include cases that
13 are pre-institution. It would include cases that
14 are post-institution. And it would include cases
15 in which I was the authoring judge and cases in
16 which one of the other two judges was the
17 authoring judge. 1It's hard to -- I don't -- 1
18 don't recall what the --
19 @) Okay.
20 A -— number.
21 0 And the decisions that are produced,
22

would you say that they are legally exacting?
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1 A I don't understand your question. I'm
2 not sure which decisions you're referring to.
3 0 Well, as a —-- it could be a lead
4 decision. It could be a concurring opinion.
5 Aren't they fairly legally detailed?
6 A It depends on what -- I don't know what
7 decision you're asking me about.
8 0 Just generally. In your work, aren't
9 these very legalistic documents?
10 A Okay. So, I'm going to -- I'm going to
11 1imit it to AIA cases. In AIA cases an
12 dinstitution decision and a final decision I would
13 say those are pretty detailed.
14 0 Okay. And it's important to be clear in
15  your analysis, right?
16 A I would think so. I agree.
17 0 Yeah.
18 A (Inaudible) .
19 0 And why is that? From your perspective,
20 why 1is that?
21 A I think it's self-evident. Why would --
22 you don't want to be -- you should explain the
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basis for your ruling. This 1s my view. And so,
in order to explain it you would want to explain
it clearly so that it can be understood.

Q Okay. So, I'm going to ask you and I
don't know how your counsel is referring you to
documents. So, hopefully someone can help me.
But I would like to ask you to turn to what has
been marked as tab 5, page 22.

A Is that tab 5 referring to like the MS
-— like in the pleading, the fifth pleading?

Q Correct, yeah.

A I don't --

JUDGE NIEDRICK: That's the decision on
the formal grievance 1is what we're looking at?

MR. HORRIGAN: Yes, correct.

JUDGE NIEDRICK: Yeah.

MR. HORRIGAN: Yeah, uh-huh.

BY MR. HORRIGAN:

Q Is there a way I can be more clear to
you, Mr. Fitzpatrick?

A Yeah, I think Mr. Abramic if he's

allowed would tell me where it i1s in the binder
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1 that I have for my direct.
2 o) Well, that's certainly fine with me.
3 A Yeah, that's fine with me too.
4 MR. ABRAMIC: I don't -- I'm not certain
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that the decision on the formal grievance is 1in
his binder. Do you want to just pull it up and
share 1t?

MR. HORRIGAN: Administrative Judge,
I'll have to defer to you.

JUDGE NIEDRICK: Yeah, I'll go ahead and
give you permission to do that.

MR. HORRIGAN: Okay. I don't know how
to do that so I'll have to figure it out.

JUDGE NIEDRICK: Okay. You can go ahead
and share it, Mr. Horrigan.

MR. HORRIGAN: Okay.

JUDGE NIEDRICK: It looks like they all
froze.

MR. HORRIGAN: Yeah, I had you frozen
for a sec. Okay. So, I'm trying.

JUDGE NIEDRICK: Maybe it was Jjust me.

MR. HORRIGAN: Okay. I'm going to drag
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1 over the document hopefully. Do you all see this?
2 JUDGE NIEDRICK: Yes, that works.

3 THE WITNESS: I do.

4 BY MR. HORRIGAN:

S 0 Okay. And so, you'll see that this is

6 Mr. Boalick's decision on your formal grievance,
7 correct?

8 A This is the first page of it, yes.

9 Q Okay. And so, just for the record, we
10 can see we're in tab 5, it's page 22. And so, I'm
11 going to scroll down to page 23. Do you see that
12 paragraph there that starts, in addition?

13 A I do.

14 @) Now, have you reviewed that sentence --
15  or that paragraph prior to today?

16 A Not recently.

17 o) Would you like to take a look at it?

18 The question's going to be is there anything

19 inaccurate in there?

20 A Okay. In this paragraph?
21 0 Yeah.
22 A Or in the first sentence? Should I read
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the whole paragraph?

Q The in addition paragraph.

A Okay. Okay. What's your question?

0 Is there anything inaccurate there?

A There's a lot that's inaccurate.

Q Why don't you tell us what that is.

A Okay. The first sentence he says, I

note that your difficulties seem to arise from a

misapprehension of the nature of your employment.

0 Yes.

A That's not accurate.

0 Okay. So, I think maybe the substance
of the paragraph that follows that would you -- do

you have an quarrels with anything else beyond

what's on the first paragraph -- or first
sentence?

A So, we'll go sentence by sentence I
guess. So, the next sentence —-- excuse me --

says, your grievance arguments appear to be based
on the mistaken premise that you need not comply
with PTAB management's supervisory direction

because of some special status or authority
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1 conferred upon you by your position as an
2 administrative patent judge. That's also
3 inaccurate.
4 0 Okay. And why is it inaccurate?
S A My grievance arguments are based on the
6 punishments that were cited by management for
7 removing me from the AIA panels.
8 0 Okay.
9 A So, I don't even understand the
10 foundation for Boalick to say that they appear to
11 be based on a mistaken premise that -- and I won't
12 read the whole thing. I will also add that it
13 appears that he's imputing that premise to me that
14 I've made the mistaken premise that I have some
15  special status that I have -- I don't have any
16 mistaken premise.
17 0 All right. And the third sentence
18  Dbegins, the administrative patent Jjudges. 1Is that
19  an accurate statement?
20 A It says, well, this is a legal
21 conclusion here.
22

0 Is it accurate?
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1 A It's accurate that I'm not -- oh, sorry.
2 JUDGE NIEDRICK: I'm sorry. There was
3 something that just popped up on the screen. I
4 think somebody was --

5 MR. HORRIGAN: Oh, I'm sorry. Sorry.

6 One of the witnesses I'm in communication with. I
7 don't --

8 JUDGE NIEDRICK: Oh, okay.

9 MR. HORRIGAN: -- even know how to drag
10 that way, sorry.

11 JUDGE NIEDRICK: That's okay. I just

12 want to make sure it's nothing that's

13 confidential.

14 MR. HORRIGAN: Nope.

15 JUDGE NIEDRICK: So, as long as you can
16 see it and you're okay with it. It's fine with

17 me.

18 MR. HORRIGAN: Yeah, I don't know how to
19 make it go over to the other screen.

20 BY MR. HORRIGAN:

21 0 Okay. So, we were at -- I was asking

22

you about the third sentence, administrative
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patent judges and the question was 1s there
anything inaccurate there? And what was our
response?

A Yeah. Is there anything inaccurate?
Yeah, so, I certain -- I agree let me put it this
way that administrative patent judges are not
Article III judges. We're not appointed for life.
I am confused by the line that says that we --
that we are not subject to special provisions
under Title 5 of the U.S. Code. Because later in
the paragraph you say we are subject to evaluation
under Title 5 of the U.S. Code.

Q But you understand that administrative
patent judges are subject to Title 5, correct?

A I don't even know what you're saying
here. Because 1n this sentence, you're saying we
are not subject to Title 5. Or --

0 Right --

A -— excuse me, Boalick. And then later
on in the same paragraph he says we are.

Q Okay. So, from your understanding, are

administrative patent judges subject to Title 57
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A It's a difficult question to answer

because I don't know the scope of the entire Title

5. It's I imagine a very large set of laws. So,
I can't answer that. I don't know.
0 Okay. And are administrative patent

judges evaluated under a PAP like everybody else
at the USPTO?

A I don't know about everybody else, but
administrative judges are evaluated pursuant to a
performance appraisal plan that sometimes referred
to as a PAP.

0 And that final sentence is accurate too.
Is that right?

A I don't know what you want -- if you
could show me what 5 U.S.C. 75 says, maybe I could

answer that.

0 So, you're not familiar with that.
A I don't know. I don't know what --
0 You're not familiar --

A -— that -- I don't know what that

chapter says.

Q Okay. And so, looking down to the next
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1 paragraph, which I hope they have moved up a
2 little bit. I guess we should take it one
3 sentence at a time. So, under that first
4 sentence, 1s that accurate or not accurate?
S A Are you referring to the sentence that
6 starts, under your PAP?
7 0 Yes, I am. Thank you.
8 A Okay. What are the authorities above?
9 Do you know what -- I can't see the whole thing.
10 It says under your PAP any authorities above.
11 0 We just reviewed that didn't we?
12 A Is that what it's referring to? I mean,
13 that was -- you didn't start me at the beginning
14 of this document, so.
15 Q Let's assume for the sake of the
16 question --
17 A Are you representing authorities above?
18 Q Let's assume for the sake of the --
19 COURT REPORTER: Excuse me.
20 MR. HORRIGAN: -- question that that --
21 COURT REPORTER: This is the court
22

reporter. Can you please speak one at a time?
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1 THE WITNESS: Yes, I'm sorry.
2 BY MR. HORRIGAN:
3 0 All right, Mr. Fitzpatrick. I think we
4 have your answer. Let's go then to the next
> sentence, which is a reference to your PAP. Do
6 you see that? The CEG?
7 A The citation, right? Yep, I see the
8 citation.
9 0 Okay. 1Is that accurate?
10 A I don't know. I would need to look at
11 the PAP.
12 0 Okay.
13 A It doesn't sound --
14 0 And do you have any reason --
15 A I don't know that it's worded that way.
16 But I don't dispute that decisions should be
17 consistent with binding legal authority and
18 written guidance applicable to PTAB proceedings
19  dissued by the director or the director's delegate
20 if the director, in fact, delegated it. I don't
21 know what the PAP actually says. But that sounds
22 reasonable to me.
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1 Q Do you have any reason to dispute the
2  two quotations from 35 U.S.C. Section 37
3 A No.
4 0 Okay. And then what is your position on
> that final sentence in that paragraph?
6 A I think that's a vague sentence. So,
7 it's hard to form, you know, to have a very
8 succinct position. I mean, certainly my legal
9 wviews are independent of the director's legal
10 views. That's why I am named to preside over
11 panels.
12 Q All right. Let me change subjects and
13 talk about that May 30th meeting. I'm going to
14 stop sharing for now at least. All right. 1Is the
15  screen back like it should be?
16 JUDGE NIEDRICK: Yes. Yeah, you're
17 good.
18 BY MR. HORRIGAN:
19 0 Okay. Except I can't see you. So, let
20 me figure out why that is. Okay. There we go.
21 All right. 1In your informal complaint, you wrote
22

that Vice Chief Judge Weidenfeller's stated reason
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1 for the hypothetical and irregularly timed

2  performance appraisals were based on alleged

3 timing and his problems on my decisions, as well

4 as an alleged failure to compromise with my fellow

5 Jjudges. Is that what he told you?

6 A That was the best that I could recall at

7 that time. That was before I was provided what

8 appears to be a script that Weidenfeller used.

9 So, I was going by memory and I think it was --

10 you can compare those documents. I think it was
11 pretty accurate.

12 Q Okay. And in your formal grievance, you
13 wrote that Vice Chief Judge Weidenfeller asserted
14 that his May 30th performance appraisal was based
15 on negative views of me allegedly and exclusively
16 from Chris Paulraj, Zhenyu Yang, Karl Easthom, Thu
17 Dang, and unidentified AIA review ARC judges. Is
18  that right?

19 A Can I see the document? I'm not sure.
20 0 I don't know if you have it. 1It's your
21 -- it is your formal grievance. 1It's at tab 5,

22 page 24.
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MR. ABRRAMIC: This one we do have in his

binder. Judge Fitzpatrick, it's I believe your

binder, tab number 1.

THE WITNESS: Okay. And, Mr. Horrigan,

I'm sorry, can you tell me what page you're
reading from so I can Jjust jump to that page?
MR. HORRIGAN: Twenty-four.
JUDGE NIEDRICK: And just for the
record, the informal grievance is at tab o,
starting at page 68.

BY MR. HORRIGAN:

Q All right. Do you have page 24, Mr.
Fitzpatrick?

A I have page 24. And, Judge Niedrick,
don't know, I assume you meant to say —-- the

document I have in front of me is my formal
grievance. And 1t is --
0 Yeah, exactly.

JUDGE NIEDRICK: Oh, okay. We're

I

talking about the formal grievance or the informal

grievance. I'm sorry.

MR. HORRIGAN: We had been talking
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1 previously about the informal. So, your citation
2 was correct. We are now currently on the formal.
3 And so --

4 JUDGE NIEDRICK: Okay.

5 MR. HORRIGAN: -- we're at tab 5, page
6 24,

7 JUDGE NIEDRICK: Got it, thank vyou.

8 BY MR. HORRIGAN:

9 0 Okay. So, you'll see the final

10 paragraph on that page. That's what I've quoted
11 from.

12 A Yeah.

13 0 Is that accurate?

14 A I think so.

15 Q Okay. And so, let me ask you to move
16 down to page then. It's still in tab 5.

17 A Okay.

18 0 And Mr. Weidenfeller -- you wrote that
19  -- you wrote an example. So, it says, for

20 example, in sustaining Vice Chief Judge

21 Weidenfeller's actions against me, the response --

22

A That was looking -- I'm sorry.

Can you
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tell me where you are? I don't see where you are.
Q Okay. I'm on page 30. Okay. And so,

it's under C, the second sentence. And that would

save me to having to read it. All right? Do you

see that the four examples section?

A Yep.
Q Okay. Is that also accurate?
A It's accurate that -- so, what happened

was I filed my informal grievance and it was based
on the reasons that I was given at the May 30th
performance appraisal. In denying my informal
grievance, Judge Fink injected new reasons, okay?
And these are two of them.

O Is the statement accurate? Is your
statement accurate?

A This is -- my statement that Judge Fink
in sustaining Vice Chief Judge Weidenfeller's
action against me, he heavily relies on
allegations regarding these two cases.

Q Okay. And so, I was referring you to
four examples through the remainder in the

sentence. You wrote this, correct?
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1 A I wrote everything that is in --
2 everything that's on page 30, I wrote. Put it
3 that way.
4 0 All right. So, you testified earlier
5> about three -- there was a question from the
6 Administrative Judge about three-judge panels,
7 two-judge panels. And you said that you were not
8 aware of -- well, why don't you say. Why don't
9 you repeat what you said.
10 A About what? I don't recall.
11 0 So, he had asked you if there were
12 occasions where two-judge panels -- I don't want
13 to mischaracterize his gquestion. But something
14 along the lines of were there times when we use
15 two-judge panels?
16 A I don't think that's what he asked me.
17 But I'll tell you what -- I think he asked me if
18 it was allowed. Or he asked me about --
19 JUDGE NIEDRICK: That's what I asked
20 him. Yeah, whether it was permitted to have less
21 than three judges on a panel.
22 BY MR. HORRIGAN:
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1 @) Okay.

2 A My answer is --

3 0 Do you call that then?

4 A Yeah, I remember, yes.

5 Q Yeah, why don't you give us what you

()}

recall your answer to be.

I A The answer was -- so, this was about
8 institution decisions. And --

9 0 Right.

10 A -- this was -- I didn't know -- okay.

11 So, I didn't know definitively.

12 Q Okay. And so, if I could ask you --
13 A I didn't know what --

14 0 -- to turn --

15 A I'll make an elaborative one as I did

16 with Judge Niedrick when he asked me that.

17 0 Well, why don't we just get -- move

18  forward and perhaps this will answer the question.
19 I'm at tab 6, page 71.

20 MR. ABRAMIC: I don't know if we have

21 that one.

22 MR. HORRIGAN: All right. Let me. Do I
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1 still have permission?
2 JUDGE NIEDRICK: Yes. You can go ahead.
3 MR. HORRIGAN: All right. Do you see
4 this document?
5 JUDGE NIEDRICK: It hasn't popped up
6 yet, Mr. Horrigan.
7 MR. HORRIGAN: Oh, that's not good. I'm
8 having -- my Adobe does not like this. It keeps
9 freezing. Okay. Let me try again.
10 JUDGE NIEDRICK: I think I -- I can
11 share it but it -- okay, you got 1it?
12 MR. HORRIGAN: That might be the better
13 way to go. But, yeah, hopefully you see this?
14 JUDGE NIEDRICK: Yes, it's appearing.
15 BY MR. HORRIGAN:
16 Q All right. Mr. Fitzpatrick, can I take
17 you to the third sentence, which says, instead of
18 dissenting. Could you read that?
19 JUDGE NIEDRICK: And just for the
20 record, this is at tab 6, page 71 that they're
21 reviewing.
22 THE WITNESS: Yes.
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BY MR. HORRIGAN:

Q Okay. Could you read that sentence?

A Instead of dissenting, I allowed
two-judge orders to be entered without an opinion
from me in order to avoid the evitable delay that
management would take in reviewing my dissenting
oplnions.

Q Okay. And you're referring here to

institution decisions, right?

A No.

Q No, you're not. What are you referring
to?

A I'm referring to orders that went out in

cases that were already instituted.

Q Okay. So, this doesn't help you refresh
your recollection about whether two-judge orders
in institution decisions can go out?

A Well, it doesn't -- it doesn't inform my
opinion as whether it's legally -- whether it's
kosher, I would say. But this certainly happened.
And this was at management's request.

Q Okay. And so --
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1 A So, 1t's not -- this 1s management
2  asking me to do it. 1In this instance, I allowed
3 it.
4 Q Well, is that what's happening in this
S5  paragraph?
6 A Is what what's happening in this
7 paragraph?
8 Q I see it that says, I allowed two-judge
9 orders to be entered. Doesn't that say that?
10 A Right. He asked, right.
11 o) Okay.
12 A So, he asked me and allowed it. Or --
13 @) Okay.
14 A -— I don't even know who he was in this.
15  He asked me and I allowed it.
16 0 Okay. And so, your position now 1is that
17 this does not speak to institution decisions,
18  correct?
19 A I don't think so. But I would need to
20 see these orders for sure. I believe that this is
21 after institution in all of these cases. And this
22 In

is my memory without looking at the document.
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all these cases, we had partially instituted a
petition, okay? And then SAS came down. And SAS
said, hey, all you need is one claim. If you
establish a reasonable likelihood for prevailing
on one claim, the director, or his delegate, which
is us, needs to institute on everything, okay?
So, at this time when this case came down, SAS, we
had cases pending at the Board that had been
partially instituted. And so, we had to -- we had
to do something about it because it was something
that in retrospect the Supreme Court said was
erroneous to have done.

Q Okay. Then I'm going to move down to
page 72 and we're still in tab 6. And --

JUDGE NIEDRICK: Can I just ask some
questions? I just want to clarify I'm sure as to
what you were testifying to earlier, Judge
Fitzpatrick. When I asked you the question you
sald that there are some decisions that by statute
require three panel members. But you said
institution decisions are different and in some

cases they may be allowed with less than three.
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Is that accurate? 1Is that what you testified to?

THE WITNESS: It's not an accurate --
that's not -- that's not entirely accurate of my
view. My view 1s that it's extremely rare. 1In
fact, I don't know of any cases that ever went out
with two judges other than the ones that we talked
about today. I'm not aware of any that went out
with two judges other than the ones we've talked
about today.

JUDGE NIEDRICK: Okay. But --

THE WITNESS: And --

JUDGE NIEDRICK: -- but the question was
is 1t allowed?

THE WITNESS: And I don't know -- yes,
I'm sorry.

JUDGE NIEDRICK: Okay. So, that 1is
accurate with regard your testimony as to whether
it's allowed or not. You essentially said that it
may be allowed with less than three.

THE WITNESS: Well, I didn't -- so,
there's a statute that says that IPRs are to be

conducted and heard by a panel of at least three

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08041130813080 - -Confirmationdiumben 363820307 ng . npage 184 of 1281
MSPB-2023-000184 Fink00184




Day 1 Page: 182
1 judges or something to that effect. But before
2 you institute, there isn't an IPR that's being
3 conducted or heard. And also, there's a statute
4 that says the director is the one who's supposed
5 to -- who's responsible to institute. And the
6 director has delegated that authority to us. I
7 don't know. I think it's a somewhat gray area. I
8 would have to research. I don't know whether the
9 three-judge -- the at least three-judge
10 requirement applies to institution decisions. I
11 do know that it applies to conducting and hearing
12 dinstituted IPRs and in issuing final decisions. I
13 hope that is clear.
14 JUDGE NIEDRICK: Okay, thank you. All
15 right, thanks.
16 BY MR. HORRIGAN:
17 0 All right. 1I've scrolled us down to
18  page 72, of tab 6. And I'm going to ask you to
19  look at the sentence that begins, further and then
20 all the way through the question mark. Do you see
21 that?
22 A Further on May 12th?
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1 Q Right, further on May 12.

2 A And then through the first question mark
3 I hit? Did you say there was a question mark?

4 0 Oh, sorry. Let me just read the -- let
5 me just read what I'm asking you to look at, all

6  right?

7 A Okay.

8 Q Here we go. Further, on May 12, 2018,

9 Vice Chief Judge Weidenfeller asked the panel if
10 it would be amenable to issuing two-judge DIs in
11 these cases, i.e., by Judges Easthom and Dang
12 only. He did not ask me to change the tone or
13 wording of my concurring opinions, nor did Vice
14 Chief Weidenfeller even broach the idea that there
15  was any problem with my tone or wording. Do you
16 see that?

17 A I do.

18 Q Okay. Now, first of all, just for the
19  record, what's DI?

20 A Decision to institute or institution
21 decision.

22 o) Okay. And so, this is on May 12th,
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correct?

A This sentence 1s about something that
happened on May 12th. I didn't write this --

Q Well, you --

A -— on May 12th.

Q Right. But you're referring to
something that happened on May 12, correct? Is
that right?

A Yes.

0 Okay. And so, let's go to page 188 of

still in tab 6. Okay. Now, you see this is May

8th, right?

A Yes.

0 And this i1s a different case than what
we were just talking about, right?

A I hate to ask you to go back but I don't
know. I don't know what case I was just looking
at.

0 Okay. Well, you can see the Scott W.
here is Mr. Weidenfeller, right?

A Correct.

Q Okay. And do you see that Mr.
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Weidenfeller's explaining to you that they're not
comfortable with the way you're handling SAS,
correct?

A Let me see. They're not comfortable

with the draft order that the three of us

unanimously decided to enter. This is --

0 Right.

A -—- Judge Smith and Judge (inaudible),
yeah.

Q Well, he wrote to you that the draft

order selectively quotes Dicta and SAS, or SAS I
guess you guys refer to it, to imply that SAS
requires institution on all grounds in a petition
which 1s contrary to the interpretation of the
case that the director has instructed us to use.
Do you see that?

A I can see that, yes.

Q Okay. And so, not only had he mentioned
this to you on May 8th, but he says in a recent
email. So, he had already brought this to your
attention, right?

A No. This is, first of all, this is
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1 addressed to me, but it's written to the entire
2  panel. And the reason I think it's addressed to
3 me is because there's an email below. I can't see
4 what it says. But there's an email below. I
5 probably or I may have been --
6 Q Well, I --
7 A -- referring to what's the last --
8 Q I'm sure your counsel can --
9 A -- so —-
10 o) -- get to that if they want to. My
11 guestion though is it says, as I explained in a
12 recent email, doesn't that mean there was a
13 previous email?
14 A Yes.
15 Q Okay. So, you're going to want to see
16 this. I'm sorry, I'm going to refer you to tab 5,
17 page 36, which is the formal grievance. He does
18  have that, right?
19 MR. ABRAMIC: He does have his formal
20 grievance.
21 MR. HORRIGAN: Okay.
22 MR. ABRAMIC: That is in --
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MR. HORRIGAN: Every time this happens,

by the way, I'm sorry, Judge. Every time this
happens, I have to close out Adobe because it
freezes.

JUDGE NIEDRICK: Okay.

MR. HORRIGAN: That's what I'm doing
right now.

JUDGE NIEDRICK: All right.

BY MR. HORRIGAN:

0 So, I was referring you to tab 5, page
36.

A Okay, I'm there.

Q Yeah, unfortunately I'm not quite.

JUDGE NIEDRICK: Do you have that in

front of you, Judge Fitzpatrick?

THE WITNESS: This document I do. This

is the --

JUDGE NIEDRICK: And this is the

institution decision template version two, 1s that

what you're looking at?
THE WITNESS: No, I'm looking at my

formal grievance.
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JUDGE NIEDRICK: Okay. I'm sorry. I'm
on the wrong tab for mine. I think he's got this
one in front of him. So, I'm thinking he --

BY MR. HORRIGAN:

Q Great. So, I'm going to, yeah, good.
So, I'm on the middle of the page, right under B,
the response confirms. You see that? Do you see

that, Mr. Fitzpatrick?

A I do.
Q Okay, great. So, I'm actually getting
to the next sentence. Vice Chief Weidenfeller's

order was unlawful at least under 35 U.S.C. 6, and

it goes on. Do you see that?
A I don't. It says -- it doesn't say Vice
Chief (inaudible). It says Vice Chief Judge Fink.

I think it's referring --

0 Okay, I'm --

A -- to Fink in all of my --

0 Okay.

A -—- informal grievance.

Q Maybe I put you in the wrong place.

We're at tab 5, page 36, under B, in the middle of
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1 the page.
2 A Yes.
3 Q The paragraph starts, the response
4 confirms, correct?
S A I apologize. Yes, confirms that Vice
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Chief Judge Weidenfeller ordered the institution

decisions —-- do you want me to keep reading or? I
see 1it.
Q No, no, no. I just want to make sure

you understand what I'm saying. Okay. And so —--

A Okay.

0 -— I'm actually interested in the second
sentence. Do you see that?

A Yeah. And that's down -- okay, and
that's -- that was what tricked me up. So, the

next paragraph or are you talking about the

citation. Oh, I see —-

Q That's --

A —-— Vice Chief Judge Weidenfeller's order
was unlawful. That sentence.

Q Correct.

A I'm there.
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1 o) Now, we talked --
2 A Okay.
3 Q -—- about how important it was to be
4 clear in your legal writing. So, could you refer
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us to the language in 35 U.S.C. 6, which was

violated by Mr. Weidenfeller here?

A Can I get a copy of the statute?

Q So, nothing is off the top of your head?

A I would need to see the statute.

Q Are you aware of any --

A Because the --

0 -— case which holds that?

A Which holds what? His order?

Q That that's illegal.

A I mean -—-

Q Right.

A -- no one really knows about his orders,
yeah.

0 Pardon me?

A No one knows about these -- no one knows
about Vice Chief Weidenfeller's orders. So, of
course, there wouldn't be a case talking about it.

Pleading Numben d202202718burt Subpissied daje -2022-08:04511908B080 - -Confirmatianddumben 33820887 ng . neage 193 of 1281

MSPB-2023-000184

Fink00193




Day 1 Page: 191
1 0 Okay. Well, I think you must have been
2 referring to some previously existing law, right?
3 In order to accuse him of doing something illegal,
4 right?

S A So, this is my formal grievance. I'm

6 not accusing him of anything. I'm defending

7 myself against unwarranted attacks. That's all

8 that's happening here. And I'm pointing out that
9 what he did there was unlawful.

10 Q Right, exactly. And so, I'm asking what
11 case would you point to to establish that fact?
12 A I pointed to a statute, actually

13 multiple statues, and the Constitution.

14 0 Right, and I've asked you about -- I've
15  asked you about the first one, 35 U.S.C. 6.

16 A Yeah.

17 o) And I've asked you for the specific

18  language that was violated, correct?

19 A Yeah.

20 0 And you couldn't refer to that, right?
21 A I couldn't -- I would -- I'm sure I

22

could if you give me the statute. It's not that
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1 long. 1If you let me look at the stature, I'm sure
2 I could answer the question.
3 0 And so, now, I'm asking you what case
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comes to mind that would establish that what you
-— that the allegation --

A Okay.

0 -- that we just read, what case comes to
mind to establish that?

A So, you know, I look at -- there's
multiple cases. I think Arthrex, the holding that
came out by the Supreme Court, totally supports
this that management shouldn't be doing this.

That the director, I mean, Weidenfeller was acting
on behalf of the director here. 1It's the
director's power to name panels and so, him in
taking that opinion off and having to go out
effectively removing me, I guess, in a way from
the panel, that was the director's -- that was the
director's authority he was exerting there. And
in Arthex, the court held that the director cannot
-— doesn't have these kinds of -- these kinds of

supervisory authority over judges. Which his why
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the Supreme Court gave the power to rehear our
decisions at the end. So, that's one case.
I have another case for you. It's

Nidec. I think you put something in there. It
was one of your exhibits. But during oral
argument in that, the Patent Office argued to the
Federal Circuit, i1t was 1n response to a direct
question from Judge Reyna, and Nate Kelley, on
behalf of the Patent Office, argued. He said, I
don't know if this will be a satisfactory response
to you —-- to your question, Judge Reyna, but the
names of the judges that appear on decisions are
the names -- are the people that decided the case
without any influence by others. And when others
do influence cases, their names get on the -- get
on the decision. He said that in no unclear -- no
uncertain terms. So, that's to hopefully that
answered your question.

Q Your testimony then is the legal
authority for your allegation here taking away
your concurrence from these institution decisions,

Mr. Weidenfeller violated 35 U.S.C. 6 is to point
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1 to the decisions in Nidec and in Arthrex. 1Is that
2 itw
3 A No. My view that it was unlawful is set
4 forth here. 1It's a violation of 35 U.S.C. 6, 310,
5 the APA, the Constitution. You asked me, I
6 Dbelieve, if I could name any cases that support my
7 position there and I just did that. And then I
8 think you just --

9 Q Oh, I'm sorry.

10 A -- yeah, okay.

11 o) Oh, I wasn't clear. I meant when you

12 wrote this. Did you have any legal authority for
13 that?

14 A Well, those two -- so, I don't know 1if
15  Nidec that case was already argued. And so, if

16 that quote had already happened. But when that

17 gquote happened, I knew of it immediately because I
18 listened to that oral argument and I was shocked
19  to hear it. So, I don't know the time. If that
20 existed, I'm sure that was part of my thought

21 process. Arthrex definitely did not exist at this
22

point in time. So, 1t couldn't have been.
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Q So, when you allege that Mr.
Weidenfeller violated U.S.C. 316, what language do

you point to?

A Again, I'd like to look at the statute.
Q What case would you point to?

A Those same two cases.

Q Then when you accuse him of violating

Administrative Procedures Act, what exactly in the
Administrative Procedures Act did he violate?

A So, it's a big act. But there is --
there are provisions that require government
officials when they are making determinations that
affect parties appearing before them, to explain
the reasons for those decisions and to be, I

think, transparent about it.

0 And could you cite the specific
language?

A No, not sitting here.

0 All right. And so, what case would you

refer to to say that Mr. Weidenfeller violated the
Administrative Procedures Act?

A Maybe those -- I mean, I think -- well,
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there's cases that certainly support it. So,
there's this Alappat case that judge -- I forget
which judge at the Federal Circuit wrote a

concurring opinion in and said, hey, 1n this case

it was about expanded panels. So, it was a
different thing. Instead of removing someone, it
was about adding someone. But 1t was changing the

outcome of a decision.

And there, that judge wrote a concurring
opinion and said something along the lines of like
this 1s not to bless, even though we're not going
to reverse with the PTAB did here -- actually it
was the Board of Patent Appeals at the time --
even though we're not going to reverse it, this is
not to bless that this 1s -- this 1s not a
violation of the parties' due process. We're not
going to get into that though because the parties
-- neither party argued that their due process had
been violated. So, 1t was basically a suggestion
that they were very uncomfortable, or at least
this judge was very uncomfortable with what

happened there. And I would also add --
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1 o) So, is it fair to say that --
2 A I would like to also add the 0il States
3 case. Chief Justice John Roberts is clearly
4 bothered by the idea of changing the panel while
5 decisions are being made. He doesn't -- it's --
6 and he specifically I think he asked, he
7 challenged the government to speak to the due
8 process concern that he had.
9 0 Sure. And Mr. -- I'm sorry -- the Chief
10 Judge's expression of concern was in oral
11 argument, correct?
12 A The one I just referred to, yes.
13 0 Yes. And i1t did not, 1in fact, make its
14 way into the holding of the court, did it?
15 A The transcript of the oral arguments did
16 not make it into the decision, correct.
17 0 Well, this point did not make it into a
18  holding of the Supreme Court, did it?
19 A Not, maybe not in that form. But I
20 think what happened there -- well, I know what
21 happened there. The Agency told a false story
22

about panel expansion, thereby putting the Chief
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1 Justice at ease that this isn't an issue.
2 Q As an expert in the law and in legal
3  writing, would you agree that that sentence is
4 mere argument?
5 A What sentence?
6 0 The one we've just been looking at in
7 great detail.
8 A That Judge Weidenfeller's order was
9 unlawful? That one?
10 o) Yes.
11 A Is that argumentative?
12 Q That it's mere argument. What's your
13 answer?
14 A Well, I would -- no, I would disagree.
15 TI'm citing law.
16 Q Okay, all right. Then let's --
17 A It may be conclusory -- it may be
18  conclusory, but it's not mere argument. It's I'm
19  citing authority.
20 0 Okay. And then I'm going to turn this
21 to page -- excuse me -- tab 7, page 559.
22 A What would that be?
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MR. ABRAMIC: I don't know that we have
this one.

MR. HORRIGAN: All right. Hold on just
a second.

JUDGE NIEDRICK: All right. I believe
you do because you brought it up --

MR. ABRAMIC: Yeah.

JUDGE NIEDRICK: -- on your direct.

MR. ABRAMIC: Yeah.

JUDGE NIEDRICK: This is the April 19,
2018, email from Susan Mitchell? It's the one
that says I wanted to give you a call to discuss
what management identified as confidential
information in your concurring opinion. I don't
know where that is 1n there.

THE WITNESS: You're right it is in
here. I just don't know where it 1is yet.

MR. ABRAMIC: Yeah. It is, Judge
Fitzpatrick, it 1s tab 48, of your binder.

THE WITNESS: Okay. Thank you. Okay,
I'm there.

BY MR. HORRIGAN:
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1 Q You have that? Okay, good. So, you see
2  that this is from Ms. Mitchell to you and she says
3 that she wants to talk about highlighted
4 information in yellow, right? Second sentence on
5 pages 6 to 9 of your concurring opinion.

6 A Yes.

7 0 Do you see that? Okay. And so, I'm

8 going to take you then to that which starts at

9 page 599 of tab 7.

10 A Okay.

11 o) All right. And so, you see the

12 highlighted information and can you see that on
13 your copy?

14 A I can.

15 QO All right. 1Is that, in fact, what Ms.
16 Mitchell brought to your attention?

17 A Yes.

18 Q Okay. And I'm going to scroll down all
19  the way to 602, just to make sure that we're all
20 in agreement. Okay? So, do you see that?

21 A Yes.

22

0 Through page 6027

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08041130813080 - -Confirmationdiumben 363820307 ng . neage 203 of 1281
MSPB-2023-000184 Fink00203




Day 1

Page: 201

10

11

12

13

14

15

16

17

18

19

20

21

22

A Some more highlighting.

0 All right. And so, that was what she
asked you, correct?

A The highlighted stuff on pages 601, 602,
and 599.

Q Right. And so, as I just I read from
her email that she was referring to pages 6
through 9 of your draft. Do you see that?

A Yes, and they correspond to the page 599
to —-

0 Right. And so, right now, page 9 is
actually 602 of tab 7, correct?

A Correct.

Q Okay. And then we see after that part 4
of your concurrence, correct?

A Correct.

0 And that's where you begin your
discussion about your position on the legality of
expansion of the panel, right?

A That's where I get into detail. I may
-— I may -- I may introduce the concept above 1it.

I think I probably do.
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Q Okay. But you agree that there's no --
no one asked you to make redactions in that
section, right?

A Section 4, no.

Q Okay. All right. ©Now, do you think
that it was illegal for Ms. Mitchell to ask you to
take this language out?

A No, because she didn't threaten me. She
asked me. And I willingly implemented the
request.

0 Okay. When you wrote about this in your
I believe it's your informal grievance, you said
that management's efforts in this regard violated
at least, and then a number of things. Does that
sound right?

A It sounds like something I wrote, but it
sounds like you're taking it out of context. So,

I don't know what efforts in this --

0 Well, let's --
A -— regard would be.
Q Then let's go back. So, tab 5, page 46.

Do you have that?
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A I can't I'm sorry.

MR. ABRAMIC: We have i1t organized
according to tabs and exhibit numbers. What is
the document? The informal grievance or the
formal grievance?

MR. HORRIGAN: I'm sorry. Let me get to
it. It looks like the formal because it's very
long. Yes —--

JUDGE NIEDRICK: Are we back to the
unlawful order under the statutes? Is that what
we're looking at, Mr. Horrigan?

MR. HORRIGAN: Correct.

JUDGE NIEDRICK: Again, what you wrote,
Judge Fitzpatrick, as you said, VCJ Weidenfeller's
order was unlawful under at least 35 U.S.C.
Section 6 and 316, the Administrative Procedures
Act, and then you provide citations to 5 U.S.C.
551 and through 559. And the due process clause
of the 5th Amendment.

BY MR. HORRIGAN:

Q Okay. I think I might have got the

wrong page here. So, why don't we just move on.
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1 A Okay.
2 o) So, then you also claim that the panel
3 was secretly expanded, correct, the Nike panel?
4 A When you say then, where are we? I'm
5 sorry. I'm having trouble figuring out.
6 Q I'm not on any page at the moment. I'm
7 Jjust asking a question. Are you claiming that the
8 Nike panel was secretly expanded, right? You've
9 said that, haven't you?
10 A Oh, we met -- yeah, I cite on the claim
11 that, yes.
12 Q And when you say secret, do you suggest
13 it was illegal?
14 A It was illegal when that by virtue only
15  of being secret. But, yes.
16 0 Okay.
17 A I (inaudible) of the term secret.
18 0 So, let's focus on secret. Is this what
19  you consider to be secret, illegal?
20 A I don't understand that question. A lot
21 of secret things that are --
22

0 Right, but we're talking about --
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A -— I don't understand.

0 We're talking about your use of that
word with respect to the concurring opinion and it
was the expansion of the panel in Nike, correct?
Yes?

A I don't know, sir. What are you
referring to? I don't --

Q Let's back up then. Have you used the
word secret to describe the panel expansion in
Nike?

A Yes.

Q When you use that word, are you implying

that there was some sort of 1llegality taking

place?
A Yes, on the basis of at least due
process. Let me think here. It also brings up,

you know, I don't know if it's illegal to lie to
the Supreme Court. I imagine I know it's
unethical. But it brings that up.

0 So, 1f we could focus on my question,
which was about your use of the word secret.

A Yes.

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . neage 208 of 1281
MSPB-2023-000184 Fink00208




Day 1 Page:
1 Q Right? Do you consider that to be
2 tantamount to being illegal?
3 A I think the panel being secret was
4 illegal because it was in violation of due
5 process. And I think the government took steps to
6 maintain the secrecy that were also illegal. That
7 step including misrepresenting to the Supreme
8 Court and the Federal Circuit of what happens.
9 Q Specifically, what about due process was
10 violated when this secret expansion happened?
11 A So, many things. Well, you said when it
12 happened. It happened on maybe November 4, 2016.
13 I don't know if it was the biggest deal
14 immediately. You know, maybe if they got notified
15  the next day, everything would be fine. But
16 during this two years, a lot of things happened.
17 So, first of all, the parties were deprived of the
18 decision. Their panel had already reached a
19  decision. They could have gotten their decision
20 in the fall of 2018. And because of what happened
21 here, it was delayed for two years.
22

In addition, they briefed an issue that
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was never going to affect the outcome of the case.
So, they wasted client resources, presuming the
clients paid for it, all because judges that were
on the panel secretly ordered us, the ones who
were publicly on the panel, to invite and
authorize briefing. So, they were not on the
panel and they affected the case by delaying it.
And they affected the case by having the parties

waste resources briefing Aqua Products.

0 And what specific aspect --
A At least --
Q -— of the due process clause do you

refer to when you say i1t was i1llegal?

COURT REPORTER: Mr. Fitzpatrick, could
you finish your last sentence before you answer
that question?

THE WITNESS: Thank you. I appreciate
it. I was just going to say that I'm sure there's
-- that's not my definitive response to the
parties' due process violations. I imagine the
parties would, 1if they knew what happened, they

could have advocated for themselves all these due
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process violations that they suffered because of
this. But, of course, they don't know. This 1is
their -- these are their rights we're talking
about. But then to answer the next gquestion, Mr.
Horrigan, you asked what provision of the due

process of the APA, is that what you asked?

Q No, I didn't.
A Okay. I'm sorry.
Q Okay. So, we're still on the secretly

expanded idea. But you were involved in the Idle
Free panel, correct?

A Correct.

0 And what happened there, right, there
was a three- judge panel who initiated on that
case?

A I believe so. I'm virtually certain of
that.

Q And then the panel was expanded, right,

to address an issue, correct?

A Not exactly. So —--
0 And the first time --
A -—- the panel was —--
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1 @) I'm sorry.
2 A No, I said not exactly. And I was going
3  to explain. So, what happened was parties -- we
4  dinstituted and then the parties we had this
5 initial conference call. And the patent owner
6 wanted to file a motion to amend. This would have
7 been maybe the first motion to amend in any AIA
8 case. This was early on. I think this was a 2012
9 docket number case. So, this was early on. We
10 had this order and we told them we would issue --
11 I'm sorry. We had this conference call and we
12 told the parties we would issue an order providing
13 guidance of what to put in the motion to amend.
14 What to argue, what they need to prove.
15 Judge Jameson Lee, I believe was the
16 authoring judge, and he wrote what he thought it
17 should be. And the panel was just all of a sudden
18 I was told that the panel was expanded. There
19  were six judges now on it. Three judges that I
20 believe were all management level Jjudges.
21 Definitely senior judges. They joined the panel
22

and then the order went out. It was like all very
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fast.

So, I had no -- this order went out,
this expanded panel order in Idle Free went out
probably the day I was told that it was expanded.
I never had a conference with all six of those --
with all five of those fellow judges. So, I had
no idea ahead of time that it was goling to be an
expanded panel. But it went out. And then every
other decision and order in that case, I believe,
was a three-judge panel.

Q Well, a decision went out on the motion
to amend, correct? From the expanded panel,
right?

A Oh, no, an order providing guidance

about motions to amend. This 1s before —--

Q Under the --

A -— the party even filed a motion to
amend.

Q Okay. But under all six judges,
correct?

A Yes.

Q And then the panel was de-expanded and a
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final decision was rendered by three APJs, right?
A Not in that order. The case went

through trial. It was like a, you know, this --
the order that went out, the so- called Idle Free
order, I believe was very early on after
institution and there was like a year long period
where they were arguing. They're submitting
briefs and evidence. And then ultimately a
three-judge panel, including me, I think I was
still on, ruled in that case. Or maybe it was
even settled.

JUDGE NIEDRICK: Can I ask --

THE WITNESS: I don't know.

JUDGE NIEDRICK: Can I ask real quick?
So, when you're talking about the Idle Free order
that went out expanding the panel, the order
notified the parties that the panel was being
expanded? Is that what we're talking about when
we're talking about the Idle Free order?

THE WITNESS: Is that a question for me,
Your Honor?

JUDGE NIEDRICK: Yes.
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THE WITNESS: So, the order -- so, I'm
referring to -- when I refer to the Idle Free
decision, I'm referring to this one order that has
six judges on it. The parties -- it's captioned
with six judges. So, that's how they know that
there was six judges that signed onto that case --
onto that order -- excuse me -- onto that order,
okay? Every other decision or order in that case
before and after, I believe, was a three-judge
panel.

JUDGE NIEDRICK: But what was the order?
What did the decision say? What was the purpose
of sending that out with the six judges on 1it?

THE WITNESS: So, my memory 1s that --

this is what I was told at the time. So, these

motions to amend were -- those were going to be
brand new. Nobody had ever -- nobody at the PTAB.
This is a whole new process. The IPRs, in

general, and the motions to amend aspect was also
new. And the PTAB management wanted, apparently
wanted to get out their preferred views for

motions to amend. And this was the vehicle that
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1 they chose to use it. To use to do that. I think
2 because of chronologically it was there. It was
3  presented early on. So, we had a party. The
4  patent owner said, hey, I want to file a motion to
5 amend and then we said, okay, we're going to issue
6 an order providing guidance to the parties on
7 what, you know, what you should prove and,

8 petitioner, what you should do, you know, to

9 oppose the motion.

10 And then that order was drafted and it
11 —--= T had -- I personally had no idea that it was
12 going to be a big deal. That is was going to have
13 six judges or that it was going to be some big

14 deal. And next thing I know, it was entered in

15 the case with all six of them on there -- with all
16 six of us on there. And then it became this

17 guiding decision for people to follow when they

18 wanted to file motions to amend and for the Board
19  to follow when they wanted to decide a motion to
20 amend.

21 JUDGE NIEDRICK: Right. So, but the

22 order itself wasn't some sort of decision on the
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merits in the case. The order itself was just
simply guidance on how to handle this type of
motion.

THE WITNESS: Correct. And my
understanding it was guidance for that case and
that case only. It was for --

JUDGE NIEDRICK: And so, for purposes of
the parties in seeing that they knew who would be
—-— or they at least thought, I guess, who would on
the panel because the notice of the six judges,
they were notified at that point before any
decision on the merits of the issues were
addressed by the panel. They knew who the panel
was because the panel issued the guilidance saying
here's what we want. Is that correct?

THE WITNESS: Not exactly. I would have
to look at the docket. But I think after this
order went out with six judges, okay, once that
goes out, they knew that six judges signed onto
this, right? Then I think there were more orders
after that. You know, like any things that come

up. There definitely was at least one order that
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1  set the hearing, right? And that order was only
2  had three judges on it. So, by the time like as
3 the case progresses, they then become under the
4 impression that it's back to the original three
5 Jjudges that are presiding over their case. Did
6 that answer your question?
7 JUDGE NIEDRICK: Yeah, I think so. Mr.
8 Horrigan, you can go ahead and move forward.
9 BY MR. HORRIGAN:
10 Q Okay. And so, none of the parties in
11 the Idle Free complained about that, right?
12 A Not to my knowledge.
13 0 Okay. And you actually did not complain
14 about it either, right?
15 A I complained about the decision
16 internally early on after it went out.
17 0 Okay. All right. But you did not file
18 a concurrence with that decision, right?
19 A I did not. At the time that it went
20 out, I had -- I thought I was providing guidance
21 to the parties before me. I didn't know that this
22

was going to become the bible for the next decade
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1 on motions to amend. And I was led to believe
2 that because the case was never -- PTAB has a
3  system to designate decisions and orders as
4 precedential and it chose not to. It didn't. But
> it was being treated like that. And as the cases
6 evolved, I came to know that it was wrongly
7 decided. And I internally shared that with my
8 colleagues at meetings long before I wrote my
9 concurring opinion in Nike.
10 o) Well, it wasn't designated as
11 precedential, but it was designated as
12 informative, wasn't 1it?
13 A Correct, it was not designated as
14  precedential and it was designated as informative.
15 0 Okay. And then I think to the
16 Administrative Judge's point, I would refer you to
17 tab 32, page 253, if you have that.
18 A I'll let you know when I do, but I think
19 I a cue as to if it's in my binder or not.
20 JUDGE NIEDRICK: Mr. Horrigan, what page
21 was 1t? Tab 32, what?
22

MR. HORRIGAN: Two fifty-three.
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JUDGE NIEDRICK: Thank you.

MR. HORRIGAN: Mr. Fitzpatrick --

JUDGE NIEDRICK: And Mr. Abramic, this
is —-— 1t looks like the decision from Idle Free.

MR. ABRAMIC: I do not believe that's in
his binder.

BY MR. HORRIGAN:

0 All right. Well, I will show it to you
briefly but we don't need to spend much time on
it. So, this is what you've been referring to,
Mr. Fitzpatrick?

A This is what we —-- this is the Idle Free

order that we've been talking about.

Q That says, Decision Motion to Amend
Claims.

A Correct.

0 Okay. That's all I have for that
document.

JUDGE NIEDRICK: Is that part of the
record already?
MR. HORRIGAN: It has not been moved

into evidence yet.
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JUDGE NIEDRICK: Okay. Did you want to
or? It's totally up to you.

MR. HORRIGAN: I have a witness for it,
but if you'd like to it now, that's fine with me.

JUDGE NIEDRICK: Sure, any objection to
that coming in, Mr. Abramic?

MR. ABRAMIC: I guess 1'd just like to
make sure that the Judge is able to see the whole
document and agree that that's the decision.
Unless -- 1f the --

JUDGE NIEDRICK: Okay.

MR. ABRAMIC: -— witness 1s comfortable

THE WITNESS: The first page looked --
the first page looked right, but I don't know
about the other pages, so.

MR. ABRAMIC: I highly doubt there would
be an objection, but all I saw was the first page
and I could try to track down the document here
somehow.

JUDGE NIEDRICK: Yeah, I don't know how

to give him time to actually sort of review it 1in
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1 any meaningful way. It is let's see -- what's the
2 gcope of that document, Mr. Horrigan?

3 MR. HORRIGAN: It goes from 265 to 293,
4 I believe.

5 JUDGE NIEDRICK: Yeah, I mean, I could
6 scroll through it for you really quick if you want
7 to look at, Judge Fitzpatrick, but.

8 THE WITNESS: That would be great, Your
9 Honor.

10 JUDGE NIEDRICK: Okay. Let me pull it
11 yp.

12 THE WITNESS: Thank you. Actually,

13 given the page numbers you just said, it sounds
14  1like it's too long from my memory.

15 JUDGE NIEDRICK: So, let me just get to
16 the beginning of it. This is where it started,

17 right, 253 is that correct?

18 THE WITNESS: Yeah.

19 JUDGE NIEDRICK: Mr. Horrigan?

20 THE WITNESS: That first page --

21 MR. HORRIGAN: I'm checking.

22

JUDGE NIEDRICK: I'm sorry. You gave it
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to me and then I flipped onto something else.

MR. HORRIGAN: I believe so. It's paper
26. Yeah, that's -- yes, that's the one.

JUDGE NIEDRICK: Okay, this one. Yes,
okay. So, it goes from here to -- just tell me if
I'm scrolling too fast.

THE WITNESS: Thank you. This 1s a good

pace.

JUDGE NIEDRICK: Okay.

MR. ABRAMIC: 1I've got a hard copy here,
Your Honor, I can give it -- I can hand -- I can

walk towards the witness and hand it to him if you
want me to.

JUDGE NIEDRICK: Yeah, why don't you do
that. Then he'd feel comfortable --

THE WITNESS: Thank you.

JUDGE NIEDRICK: -- making sure.

THE WITNESS: Okay. So, it's 253 and
it's -- and 1t goes to 264. And it 1is what I was
talking about. Although I do want to make a
clarification. I can't -- I didn't remember this.

But I think what happened is the patent owner
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filed the motion to amend like one that we thought
was maybe it was Jjust completely out of whack and
it, you know, it was a nonstarter. And then we
held a conference call and said, hey, this is what
we want to see in your motion to amend. So, in
this order, we actually do deny a motion to amend.
However, we provide guidance for the patent owner
to file -- to file a renewed motion to amend
claims, yeah.

So, I misspoke earlier when I said it
did not decide a motion to amend. I think it
decided a motion to amend but not on the merits.
It denied it and then provided guidance and told
the patent owner they could refile.

JUDGE NIEDRICK: Okay. Mr. Horrigan, 1is
it 253 to 264? Is that what you wanted to admit?
Because I know there's --

MR. HORRIGAN: Yes.

JUDGE NIEDRICK: -- paper 14 follows
starting on page 265. Did you also want to
introduce that?

MR. HORRIGAN: Correct. I'd intended to
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have Mr. Boalick walk through all that. But
whatever you prefer.

JUDGE NIEDRICK: Okay. It doesn't
matter to me. Why don't we just go ahead. Let's
admit it all just so we have it in the record
since we're going to be using it later anyways.
Do you have that in front of you, Judge
Fitzpatrick?

THE WITNESS: Well, I have the one we
just talked about. That's dated June 11, 2013,
paper 26.

JUDGE NIEDRICK: Yeah.

THE WITNESS: The next one was 1t paper
147

JUDGE NIEDRICK: Yeah. No, the next
one's January 31lst, and it's paper 14.

THE WITNESS: Yes, pages 265 to 293.
This is in this -- I have that in front of me.

JUDGE NIEDRICK: Correct.

THE WITNESS: I have 1t in front of me,
yes.

MR. ABRAMIC: What he has right now is a
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binder --

JUDGE NIEDRICK: I'm sorry, I don't know
if you can hear me. Everybody froze on my screen.

COURT REPORTER: Yes, I can hear you.

MR. HORRIGAN: Yeah.

JUDGE NIEDRICK: I'm sorry. I don't
know 1f you can hear me. I'm getting a message
saying I have an unstable internet connection here
in the office. Okay. Looks like we're back. I'm
sorry. I just heard you say at the end that you
were looking at through 293, Judge Fitzpatrick,
and then it froze on me.

THE WITNESS: Yeah, I was asking 1if I'm
supposed to turn to pages 265 to 293. It wasn't
clear to me.

JUDGE NIEDRICK: If you can, yes,
please. Take a look.

THE WITNESS: I'm there.

JUDGE NIEDRICK: Okay. And does that
look like that's the decision that you were part
of?

THE WITNESS: I was part of this. This
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looks like it's the institution decision in this
same IPR. And that it predates. It's dated
January 31, 2013. It predates, and this makes
perfect sense, it predates the what's called the
Idle Free decision that's dated June 11, 2013.

JUDGE NIEDRICK: Okay. Mr. Abramic, any
objection to those coming 1n?

MR. ABRAMIC: No.

JUDGE NIEDRICK: Okay. Those are
admitted without objection.

MR. HORRIGAN: Okay. And just to be
clear, what we've admitted is the document on 265
to 293. And the document at 253 to 264. Is that
correct?

JUDGE NIEDRICK: That's correct.

MR. HORRIGAN: Okay, great. Thank you.
All right. So, I'd like to switch subjects. I'd
like to go to tab 7, page 434.

JUDGE NIEDRICK: How much more time do
you think you're going to need, Mr. Horrigan?

MR. HORRIGAN: Well, I said I thought it

was only going to be half an hour to begin with.
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1 At least half an hour.
2 JUDGE NIEDRICK: Okay. Do you want to
3 Jjust give Judge Kauffman a call or text or
4 something just letting him know it's probably
5 going to be another hour, Mr. Abramic?
6 THE WITNESS: Your Honor, may I -- I've
7 been the one -- I texted him.
8 JUDGE NIEDRICK: Oh, sure. Yeah, if you
9 need to go ahead and text him and just let him
10 know it's probably going to be closer to 3:00.
11 THE WITNESS: Okay.
12 JUDGE NIEDRICK: Yeah, we'll just give
13 you a second to do that.
14 THE WITNESS: Okay. I'm sorry. I'm
15  trying to get my -- you said around 3:00, eastern
16 time, right?
17 JUDGE NIEDRICK: Yes, yes. That's
18 correct. So, in another hour. It'll probably be
19  another hour for him to wait.
20 THE WITNESS: Okay. I have sent that to
21 him.
22

JUDGE NIEDRICK: Great, thank you.
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1 Okay, Mr. Horrigan, please continue.
2 BY MR. HORRIGAN:
3 Q Sure. I was referring us to tab 7, page
4 434,
S A I don't presently have that in front of
6 me. Can you describe the document?
7 0 Sure. It's -- just a second. Sure,
8 this is your concurring opinion. We're at the
9 beginning of the argument of about panel
10 expansion.
11 JUDGE NIEDRICK: I can share it with the
12 group i1f that'll be faster, Mr. Horrigan. Is it
13 something you can just --
14 MR. HORRIGAN: That's fine with me.
15 JUDGE NIEDRICK: Okay.
16 THE WITNESS: Can I just get
17 clarification on the numbers? What is the first
18  number? The first like well, it's tab something
19  at something.
20 JUDGE NIEDRICK: So, it's tab 7, at 434.
21 That's on the Board's record. It's tab 7, page
22

434, out of 1,077.
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THE WITNESS: Okay. All right, I am
there.

MR. ABRAMIC: Are we -- I think he has
this document.

THE WITNESS: I do and it's the middle.
It's like in the middle of the decision, right,
Mr. Abramic?

JUDGE NIEDRICK: Yeah, it's Roman
Numeral IV, yes.

THE WITNESS: Yes, okay.

MR. ABRAMIC: It's your binder tab 43, I
believe.

THE WITNESS: Thank you. I have it.
And I'm on that page now.

BY MR. HORRIGAN:

0 Okay. And this is the beginning of your

argument about the panel expansion being illegal,

correct?
A This may be the beginning of my detailed
argument. But I'm -- no. So, like on page 426,

you know, I introduce that the panel expansion 1is

contrary to law.
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1 0 Okay. And so, what do you think we're
2 looking at page 4347
3 A Did I say -- I meant to say page 426.
4 0 Right. I'm on 434. What are we looking
> at there?
6 A Oh, okay. Well, you told me that -- you
7 asked if that was the beginning of my argument.
8 And I'm saying I don't think so. I think I start
9 talking about it being contrary to law before this
10 page.
11 0 And so, then the question that follows
12 was what are we looking at here?
13 A Okay. So, this is a section entitled,
14 expansion of the panel was not authorized by the
15  director.
16 0 Okay. ©Now, you refer to MPEP. You see
17 that?
18 A Yes.
19 @) What is that?
20 A That's the Manual of Patent Examining
21 Procedure.
22 o) And what do you understand that to be?
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A I mean, it's pretty descriptive to me.
It's something the Patent Office puts out.
Examiners, patent examiners who review in the
first instance, patent applications, this is like
the bible for their job. They refer to this all
the time.

Q Okay. And the director's authority to

designate panels has been delegated to the chief

jJudge. That's what we see here?

A Director's authority under the 35 U.S.C.
6, Section 6. Yes, is designated to the chief
Jjudge.

Q Okay. And then you're quoting, or
you're -- yeah, you're quoting the section from

MPEP 1002.02f, paragraph 3. You see that?

A Yes.
Q Okay.
A But also part of it above too. Not just

paragraph 3.
Q Okay. But I'm referring you though to
paragraph 3, okay. And you see that it follows

into page 435, correct?
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1 A Correct.
2 0 Okay. And you've highlighted initially
3 and on request for reconsideration, correct?
4 A I've italicized it, yes.
5 Q And in your argument, you're trying the
6 distinction between those two things, right?
7 A No. Or --
8 @) No.
9 A -- maybe I do. But the italics -- I'm
10 sorry. The italics are I'm trying to draw
11 attention to that whole phrase.
12 0 Well, isn't your argument here that the
13 director did not delegate authority to expand the
14 panel in Nike because, in your opinion, it wasn't
15 dinitially or on request for consideration. 1Isn't
16 that your argument?
17 A Right. Right, it was --
18 Q Okay.
19 A -- neither of those. That's one of --
20 one of my arguments.
21 0 Great. And so, what's the authority for
22

your position that there's only two categories of
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1 cases that are referred to here?
2 A What I quote.
3 0 What do you quote?
4 A The MPEP, which --
5 0 Okay. So --
6 A -- also cites --
7 Q But the --
8 A -- 35 U.S.C. 6.
9 0 The logic of your position is there's
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the third category that was not delegated to the
chief judge, right?

A What? I don't know what you're talking
about.

Q So, you're saying that Nike wasn't
initially and it wasn't on request for
consideration, therefore, the authority to expand

the panel was not delegated by the director to the

chief judge. Isn't that your argument?
A It's one of my arguments. But the --
0 Okay. And so —--
A -- only thing that was -- the only

designation of panels authority, the only power
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that came from the director to the chief judge was
limited to situations where it was initially and
on request for reconsideration.

Q Great.

A But I think if the logic of my argument
implies that there is some third category, I would
disagree with that.

Q Okay. So, in this particular case,
Adidas had filed an IPR against a patent held by
Nike, right?

A I think those are the right parties. I
think that Nike's the patent owner and Adidas is
the petitioner.

Q And back in 2014, a three-judge panel,
including you had issued a decision, correct?

A Correct.

0 The Federal Circuit reversed and
remanded that in 2016, right?

A Correct —-- no.

0 And so, 1in --

JUDGE NIEDRICK: They wvacated 1it,

correct?
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1 THE WITNESS: Vacated.
2 BY MR. HORRIGAN:
3 @) Vacated, sorry. And so, in 2016, Adidas
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did not have an answer to its complaint, right?

A I'm sorry. Can you ask that last
question again?

Q In 2016, when they got the decision from
the Federal Circuit, Adidas still had no answer to

their initial request, right?

A What's their initial request?
0 Their IPR.
A They had an answer to their petition.

We instituted years earlier.

Q But on the merits of their IPR, they
still don't have a decision, did they?

A They did not have a final decision that

was not appealable.

Q And they didn't get one until 2018,
right?

A I don't know.

0 Well, they didn't have one in March

2018, did they?
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1 A They did not. When I left the panel,
2  they did not have a final decision.
3 0 Okay. So, wasn't it still an initial
4  action?
5 A No.
6 Q Okay. And so, what case would you point
7 to that says that?
8 A So, first of all, the premise of your
9 question 1s erroneous. You Jjust said initial -- I
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think you said initial request, okay. There's
nothing in this MPEP or 35 U.S.C. 6 that talks
about initial request. It says it talks about
designation of members of the PTAB and it lists
the various proceedings. And 1t says 1nitially
and on request for reconsideration. So, I was
designated -- whenever I was designated to be on
the Nike case, and my colleagues, I would consider
that the initial designation. And that is what
initially is referring to.

0 And so, after remand, it's no longer
initially, in your opinion?

A Initially is an adverb that's describing
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1 designation of panel members.
2 0 And so, my question was when it's on
3 remand, and you're still contemplating it, isn't
4 it still initially?
5 A Isn't what initially? 1Initially, you're
6 trying to use this word initially, I'm just
7 telling you I'm looking at the MPEP. That's where
8 that word comes from. Any significance that I put
9 to the word initially, and I did in this opinion,
10 is its use. 1It's in reference to its use as an
11 adverb to describe, to modify the adjective -- I'm
12 sorry -- to modify the verb, designation. Or I'm
13 sorry, the full verb phrase to be grammatically
14 correct is designation -- wait.
15 JUDGE NIEDRICK: I think we need to move
16 on from this line of questioning, Mr. Horrigan.
17 We're not getting anywhere with this.
18 BY MR. HORRIGAN:
19 0 Mr. Fitzpatrick what is your legal
20 authority for that argument? Point to something.
21 A Okay. MPEP 1002.02f and 35 U.S.C. 6.
22

0 That's it. Okay. So, let me ask you to
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go down to —--

A Also, that -- I'm sorry. I'd like to
add one more authority and that is -- and
unfortunately I can't give you a specific cite of
the provision, but there is a provision in the
CFR. I think it's part 42 that applies to inter
partes review and 1it's about requests for
rehearing. And so, I would -- I would without
being able to reference that particular provision
by number, I would say that is what -- that is

what the rehearing is referring to in request for

reconsideration.
Q Maybe I could put it this way. In
2018 -- or 2016, when Mr. Ruschke expanded the

panel, was there affirmative law that told him
that was illegal?

A There i1is not a statue that specifically
addressed that, okay? Because quite frankly, you
know, this i1s a common law jurisdiction as we all
know. But there are -- the Chief Justice of the
Supreme Court is clearly uncomfortable with it.

Q Okay. And so, when you -- in the second
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part of your argument, you argue that the director

doesn't have authority to expand panels too,

correct?
A Correct.
Q Okay. And you argue that In re Alappat

doesn't give that authority, right?
A I do. That's on the rebuttal, I think,
to maybe the Patent Office position. I don't know

if they were telling me internally that Alappat

supports them. But, I mean, I -- Alappat is not
the most significant thing there. As you could
see, the first paragraph is about statutes. And

also, a Supreme Court holding that says an agency
1s but a creature of statute. Any and all
authority pursuant to which an agency may act
ultimately must be grounded in an express grant
from Congress. So, to me it wasn't dispositive
that there's not an express prohibition from
Congress for Boalick -- I'm sorry —-- for Ruschke
for an expanded panel. To me what was significant
is that there was no express grant from Congress

for him to do it. In addition to —--
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0 What --
A -— the fact that it was consistent with

several other statutes and also Alappat.

0 What affirmative —--

A And the --

Q -—- law between -- pardon me?

A And the MPEP. I added, I'm sorry.

Q What affirmative law would you point to

between 2016 when the panel was expanded and 2018
when you were taken off of it, what affirmative
law would you point to to establish that Mr.
Ruschke did not have authority to expand that
panel under the director's authority?

A I think all of --

JUDGE NIEDRICK: I think we've been over
this again and again and again. I don't think we
need to revisit this. He's explained what the
authority is that he's relying on five different
times.

MR. HORRIGAN: But I asked -- I am
asking with respect to his argument Alappat, what

affirmative law would he point to to support his
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position?

JUDGE NIEDRICK: Go ahead and answer,
Judge.

THE WITNESS: So, I, I mean, are you
asking if there's a statute by Congress that

refers to Alappat? Because, of course, there's

not.
BY MR. HORRIGAN:
Q All right. Just a couple of follow-up
questions. How often did management review happen

on your cases?
A I don't know but every time I had a

concurring opinion or dissenting opinion.

0 How often would that be?
A I don't know the answer to it. And
there would be two answers. There would answers

like whether I wanted to have those and then there
would be answers did they actually was I allowed
to file a concurring opinion or dissenting. It
would be two different numbers and I don't know.
It was —-

Q Okay.
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1 A -— by far minority of my cases.
2 Q Okay, great. That answers my question.
3 Thank you. Nothing further.
4 JUDGE NIEDRICK: Okay. Judge
5 Fitzpatrick, I have a few questions I Jjust want to
6 kind of clear up in my own mind before I turn you
7 over to Mr. Abramic. You'd referenced I think you
8 said it was a 2017 meeting or some get together
9 where you heard from management officials that
10 either you comply with their guidance or you face
11 termination. Can you just give me some more
12 detail on what exactly happened there? Like give
13 me some context for it. Was it for a agency-wide
14  meeting? Was it a APJ meeting? How did that
15  transpire?
16 THE WITNESS: There was a lot of, I
17 guess, maybe grumblings about the heavy handedness
18  of management. And there were many Jjudges that
19  were uncomfortable with how we were being told to
20 rule and the mechanisms for it that we were told
21 to rule. You know, that we needed to follow
22 internal rules and we can't -- and that we cannot
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cite it. I mean, we're being told to follow
purported rules that aren't published and that
we're not allowed to cite. And there were some
grumblings and there were, you know, 1t became a
big issue I would say.

And management's response to it or at
least one of the responses to it was to have a
meeting. And this was just for judges is my
memory. I don't know if there was high security
that court staff could have joined. But the
meeting was for judges. And during that meeting,
we were told what you just stated a moment ago.
We were told that you need to follow guidance 1in
whatever form it comes from and comes in or you
risk being punished up to and including
termination.

And several judges asked questions. And
the way you typically you ask gquestions at these
meetings you would send them to this chat box and
1t was a Webex usually was how these meetings were
going. And you would ask gquestions and another

judge who was helping to facilitate the meeting
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might collate the questions and kind of lump them
together and group them together and ask
questions. But a lot of us were asking gquestions
and I could see i1it. Because some people asked the
publicly and some privately. So, the public ones
are showing up on my screen and I'm asking
questions too.

And the questions are trying to figure
out what they mean by guidance. What is the outer
boundary of guidance? And what do we do i1f we are
being told we have to follow the guidance and rule
a certain way but we can't cite it. How on earth
do we write that? Those were the kinds of
questions that were being raised.

In response, we were being told in no
uncertain terms, you can't cite internal guidance.
What they would call sometimes internal guidance
or confidential guidance. You can't cite it. And
1t includes 1in terms of the mechanisms through
which it can be relayed, it includes, for example,
that meeting and other meetings. It also includes

emails and phone calls or in-person orders from
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any management level judge above you. And that
was —-- that was it. It was pretty shocking to
hear. That was what happened at that meeting.
JUDGE NIEDRICK: Okay. And was anything
ever reduced to writing? Was there an email that
followed from management summarizing things? Was
there an email from an APJ to everybody saying I
Just want to put into writing what I was just --
what we were just told? Any follow-up in writing?
THE WITNESS: 1It's possible that other
people memorialized it. I remember
contemporaneously at the time receiving emails
from, you know, receiving emails or phone calls
afterwards talking about it with other judges like
I can't believe what we just heard. Things like
that. But nobody, to my knowledge, memorialized
it in like, you know, published it within the PTAB
like so I'm aware -- I'm not aware. And I
testified today they had slides that they
presented to us but they were not distributed.
JUDGE NIEDRICK: Okay. You talked about

sort of you cited these different authorities in
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response to Mr. Horrigan's questions about why
you believed it was a violation of law. And
ultimately, it seems as though one of your
responses suggested that it was a violation of law
because the director was essentially exceeding his
scope under the authorities that you were citing.

THE WITNESS: Yes.

JUDGE NIEDRICK: So, 1s your position
that unless the authorities explicitly provided to
the director if he exceeds the scope of that, that
that's a violation of the statutes that provide
him with the scope? Does that make sense?

THE WITNESS: Well, 1it's, I mean, I read
-- that was a holding from the Supreme Court case
that one sentence about the -- where agencies are
creatures of statute. And they need to find an
express grant of authority to do whatever they do.
Now, of course, there's deference to agencies, of
course. And so, then when i1t comes to sometimes
there's enabling statutes that kind of let the
agencies do stuff within a certain range, okay?

So, but that is -- so what we have here
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1 is a statute that says that the director, I
2  believe, 35 U.S.C. 6 says the director shall
3 designate at least three members of a panel to
4 hear a case, you know, or to conduct a case. I
5 would need -- if I had the statute in front of me
6 I could be more exact. But it commands the
7 director to designate these judges. I think the
8 only reasonable interpretation of that is to
9 designate them in a way that the party knows that
10 they are the panel members.
11 So, it's not Jjust that there's a lack of
12 express consent for the director to have panel
13 expansion after a decision's already been decided,
14 but before he lets it go out or panel expansion
15  that is never notified to the parties. It's not
16 merely that there's not an express grant of
17 authority in the statute to support it, but it's
18 inconsistent with those statutes. And I explained
19 it, I think, pretty well in that concurring
20 opinion my legal views.
21 Since that time, I've only been more
22

convicted in that in my thinking -- my conviction
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has been strengthened, I guess, should say. And
that i1s because of what's happened in Arthrex
because of what they held in Arthrex. And also,
the Government Accountability Office, which is an
—-— Oor a creature of Congress seems to be -- I put
it in the record. There was a letter from two
members of Congress asking about these types of
things and implying that they would be

inconsistent with the American Invents Act.

So, there's -- I'm all over maybe the
place, but there's a lot of reasons. But I think
I explained most -- all the ones that existed at

the time, I explained well 1n my concurring
opinion, and I would add to it what happened in
Arthrex, and what is going on with the GAO.
JUDGE NIEDRICK: You'd mentioned that
when you were removed from the Nike three-judge
panel and Judge Daniels took your place, that he
ultimately was the sort of third member of the
panel after it was unexpanded. Were the parties
ever notified that you were being taken off the

panel and he was being placed on the panel prior
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1 to the issuance of the decision from that panel?
2 THE WITNESS: Yes. And actually, that
3 makes what happened worse because it implies --
4  there was an order. I believe it was in September
> of 2018, very shortly before that new panel ruled
6  finally. And I think the order went out in
7 Boalick's name, Jjust Boalick, who wasn't on the
8 panel at the time because he had already taken
9 himself off -- or Ruschke had already taken him
10 off -- excuse me. He issued a one-judge order and
11 it said that Judge Daniels replaces Judge
12 Fitzpatrick. And it makes -- it made no mention
13 of the other moves with the panel.
14 So, 1t was kind of an omission —-- what's
15  the saying -- it was a misrepresentation by
16 omission. I forget the saying. But, you know, it
17 was only -- it purported to describe what happened
18 to the panel's makeup, but it was very incomplete
19  Dbecause it didn't mention Boalick and Ruschke
20 being on the panel for almost two years and then
21 being removed. And in addition, my memory is that
22

order also gave, 1in my view at least, a false
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1 reason for the delay in ruling.
2 JUDGE NIEDRICK: And is that normal when
3 —-- I'd imagine on occasion, judges are replaced on
4  panels either because they get sick or they retire
5 or something happens. Is it normal for the Agency
6 to issue an order if a decision hasn't already
7 been issued saying we're replacing a judge with
8 another judge and letting the parties know who
9 that new judge is?
10 THE WITNESS: I don't think it's normal.
11 I think for sure it's not normal that it would be
12 from the vice chief judge when he's not even on
13 the case.
14 JUDGE NIEDRICK: Okay. So, 1if I'm a
15 litigant -- if I'm a litigant and I have a case
16 before a panel and there's three judges and I know
17 who they are, would it be normal for a decision to
18 be issued in my case, an order to be issued in my
19  case, where all of a sudden there's different
20 jJudges on there without me having been previously
21 notified that there was a change in the panel?
22

THE WITNESS: If it's only one judge
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that's changed, I don't think that would be too
unusual. I don't know -- I've been out of these
AIAs for four years -- I don't know if like if
it's typical for an order to go out to say that we

replaced one of the judges with another judge. I

mean, it definitely happens. People go on medical
leave. They go on -- when they have children,
they go on leave. They retire. So, this does

happen when there's just, you know, completely
innocent reasons and it's just we're swapping one
judge in for another. I just don't know the
mechanics of it.

JUDGE NIEDRICK: Okay. And, you know,
not being in this area, not practicing in this
area, this all seems very peculiar to me to not
know who the judges are on the panel. And I can
think of a lot of, you know, a lot of reasons
there might even be conflict issues. Some reason
as a litigant, a party in the case, that I don't
want a certain judge on there. And so, if I know
who's on the panel, then I could at least file

something saying, hey, I don't want this judge on
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there. There's a conflict. There's an interest
issue here that that judge may not be disclosing
to the Agency, but that I'm aware of and I want to

disclose it so that I'm sure that I can get a fair

THE WITNESS: Yeah.

JUDGE NIEDRICK: -- shake in my case.
And I just wonder with the idea of this panel
expansion and un-expansion what the position is of
the APJs with this going on? I mean, you'd
mentioned earlier that there were some grumblings
about the guidance. But what is the -- what is
your position or your understanding of sort of the
group of judges that work for the Agency, what's
their position on that? Is that something that
was sort of okay? Or was there a problem with it?
Did they feel that their autonomy, their decisions
were being, you know, unfairly manipulated? It's
Just strange to me this whole process. So, I
wanted to know what the position of your judge
community was on this issue.

THE WITNESS: It's very hard to gauge
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everybody. There's -- people are afraid to talk
about certain things. They're afraid to be open
about it. Sometimes -- I mean, judges have told

me that they, even with this GAO thing, the
Government Accountability Office is trying to
gather information and I've told judges if you
have any information, I mean, you should talk to
them. I have people saying I'm not talking to
them. No way. I said, you know, why not?
They're just I keep my head down and do my work
and, you know, I got to put my kids through
school. There's that kind of mentality.

With respect to the conflicts, 1it's a
total can of worms because nobody even talks about
that. So, if you have in addition to people being
possibly on the panel but the parties don't know
it, there's also the reviewing committees, you
know, as helpful as they may be, at times, I don't
think there's any conflict checking that's going
on to make sure that those judges who aren't
actually on the case, but who are, you know,

providing some input, that there's not a conflict.
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And there's no way for the parties, of course, to
protect any conflicts of interest that they might
have because they don't know.

JUDGE NIEDRICK: 1Is the private bar, are
they aware of this issue of expansion and
un-expansion that you know of?

THE WITNESS: They've seen some
expansions because they've been public. As I
testified earlier, sometimes they've expanded
after a decision's gone out, they've expanded and
had the effect of packing the panel but in a
public way. So, the public knows that the panel
is packed and then they reverse, you know, the
decision on rehearing.

But the bar has no idea what happened
that there are secret panel expansion and
un-expansion and that there's internal guidance
that judges need to follow and they can't even
cite it. I mean, they're being told two different
things. So, like for example, there's with the
SAS guidance, there was guidance that was

published and that was, you know, available to the
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public. And my concurring opilnions were perfectly
consistent with that. But then there was the
internal guidance in the form of, you know, Judge
Weidenfeller saying, hey, remove your concurring
opinion. The director doesn't want you to write
that. So, they're saying two different things.
And the bar has no idea about what's going on.

JUDGE NIEDRICK: When Judge Weidenfeller
reassigned you or told you to take out the
decision and then ultimately you were reassigned,
did you have any idea that that was a possibility
that you could be reassigned if you refused to
take out the problematic language from your
concurring opinion? Did they tell you that in
advance? In other words, did they give you the
ultimatum, either you take it out or we're taking
you off these cases?

THE WITNESS: Not in that case. I have
been given ultimatums before. And because of the
risk of suffering the punishment that i1s in that
ultimatum, I have capitulated. But not on that

case. On that case, he asked me in an email. He
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asked 1f the panel was amenable. He actually
asked Karl. But he asked about the whole panel 1if
you're amenable and I said no. We had no further
conversation about it. He didn't say, hey, well,
I don't like the tone of your decision or,
Michael, I know I asked you originally, but now
I'm telling you. So, you need to take it off. He
didn't do that. He just told Karl to mail the
decision without my opinion.

JUDGE NIEDRICK: And so, when you were
reassigned and taken off the panel, was that a
surprise to you? Did you think that could happen
or was that a total surprise?

THE WITNESS: It was not a total
surprise because we had this meeting where we were
told -- or these threats were made explicit to us.
I mean, and I don't know when this -- I think by
the time of the incident we were just talking
about with taking my concurring opinion out, I
think it was after Judge Kauffman told me that the
director was interested in terminating me. And if

it was after that, you know, i1f I could think of

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . neage 257 of 1281
MSPB-2023-000184 Fink00257




Day 1

Page:

255

10

11

12

13

14

15

16

17

18

19

20

21

22

that, I could for sure contemplate being removed
from the case.

JUDGE NIEDRICK: Okay. I think that's
all T have. Mr. Abramic?

REDIRECT EXAMINATION

BY MR. ABRAMIC:

Q Just a couple of very quick things.
When Mr. Horrigan was questioning you about the
Nike case after it came back on remand, and you
had made a statement about how the original panel
was ready to go with a decision and you said the
parties could have had their decision in the fall
of 2018. Did you mean that date 20187

A I misspoke. Fall of 2016. I think it
was September 30, 2016.

Q Okay. Thank you. And then the only
other question is, as Judge Niedrick was just
asking you about whether or not you were surprised
that you were punished after kind of the incident
with Judge Weidenfeller telling you to remove your
SAS opinion, ultimately, do you think you would

have been punished if the Nike thing wasn't going
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on and you were not essentially threatening to
expose the secret panel expansion?
A No.

MR. ABRAMIC: That's all I have, Your
Honor.

JUDGE NIEDRICK: Okay. Mr. Horrigan,
any follow-up from Mr. Abramic or myself?

MR. HORRIGAN: ©No. No thanks.

JUDGE NIEDRICK: Okay, great. All
right. Thank you for your testimony, Judge
Fitzpatrick. You can just sort of hang on. We'll
move on to the next witness. And I know we maybe
put Mr. Kauffman in a tough spot. If you want to
reach out to him, Judge Fitzpatrick, and ask him
1if he's available now?

THE WITNESS: Yes. It might be most
efficient 1if I call him. Is that okay if I mute
myself and give him a call?

JUDGE NIEDRICK: Yeah, go ahead and mute
yourself --

THE WITNESS: All right.

JUDGE NIEDRICK: -- and then why don't
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we —-—- let's see if he's available and then what
we'll do 1s we'll tell him we'll start at 2:45
with his testimony if he is.

THE WITNESS: Okay.

JUDGE NIEDRICK: So, if you can call him
and just I think we'll probably be okay. So, what
we can do 1s take a break until 2:45. When we
come back, we'll hear from Judge Kaufmann.

THE WITNESS: Sounds good.

JUDGE NIEDRICK: Okay, great. Let's go
off the record.

(Recess)

JUDGE NIEDRICK: All right, Judge
Kauffman, this is Administrative Judge Andrew
Niedrick. Can you hear me?

THE WITNESS: I can hear you.

JUDGE NIEDRICK: Okay, fantastic. Thank
you for appearing today. Just to kind of give you
a little idea who's on the call here. We have Mr.
Kappers, Mr. Abramic, and Mr. Suarez. They're
representing Judge Fitzpatrick. And then William

Horrigan is representing the Agency. And then we
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have our court reporter, Ms. Dawson, okay?

So, do you have any objection to
swearing an oath?

THE WITNESS: Your Honor, the sound is
coming through my laptop. I'm going to try to
switch it to my headset because I think that'll
give us better quality sound.

JUDGE NIEDRICK: Sounds good. Just let
me know when you've done that. I could test it
for you if you'd like.

THE WITNESS: I'm not as familiar with
Zoom as I'd like to be.

JUDGE NIEDRICK: It sounds like you're
on your headset. Certainly, the microphone sounds
like it's on the headset. The sound is coming out
of your computer?

THE WITNESS: Okay.

JUDGE NIEDRICK: Yes, does it --

THE WITNESS: Is 1t working now? You
can hear me well enough?

JUDGE NIEDRICK: Yes, we can hear you

fine.
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1 THE WITNESS: Thanks, Judge.
2 COURT REPORTER: Put him on the mute
3 button. The mute button is on the Zoom. You see
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that little, tiny arrow?

THE WITNESS: I do.

COURT REPORTER: Go ahead and press that
and it will give you options to switch the system.

THE WITNESS: How about now?

JUDGE NIEDRICK: I think you're good.

COURT REPORTER: Yes.

JUDGE NIEDRICK: Are you —-- yeah.

COURT REPORTER: I can hear you clearly
enough --

THE WITNESS: I can hear you.

COURT REPORTER: —-- but can you hear us
clearly enough as well?

THE WITNESS: I can, thank you.

COURT REPORTER: Okay.

JUDGE NIEDRICK: Okay, great. Do you
have any objection to swearing an oath?

THE WITNESS: No, I do not.

JUDGE NIEDRICK: Okay. Can you please
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raise your right hand?
Whereupon,
PHILLIP KAUFFMAN
was called as a witness and, having been first
duly sworn, was examined and testified as follows:

JUDGE NIEDRICK: Great, thank you very
much. And i1f you can please state and spell your
first and last names for the record.

THE WITNESS: Yes, sir. My first name
is Phillip, P-H-I-L-L-I-P. My last name 1is
Kauffman, K-A-U-F-F-M-A-N.

JUDGE NIEDRICK: Great. And as we
proceed, 1f there's an objection during your
testimony, please stop. I'll rule on the
objection and then instruct you on how to proceed,
okay?

THE WITNESS: Yes, sir.

JUDGE NIEDRICK: Okay. And Mr. Kappers
1s going to do the examination and then followed
by Mr. Horrigan with some cross, okay? Mr.
Kappers, your witness.

DIRECT EXAMINATION
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1 BY MR. KAPPERS:
2 o) Thank you, Your Honor. Good afternoon,
3 Judge Kauffman. My name is Robert Kappers and I
4  represent the appellant in this appeal, Judge
5 Fitzpatrick. Thank you for joining us today. Why
6 don't you start by telling us what you do for a
7 1living.
8 A I'm an administrative patent judge at
9 the Patent and Trademark Office. 1I've been here
10 with the Agency since 2006 and at the Board since
11 2008.
12 Q Okay. And what type of matters have you
13 worked on as an APJ?
14 A I began with appeals. Shortly after we
15  started having trials, I worked predominantly
16 trials. I currently have a mixed docket, and I
17 have run training for the Board I think it's
18 pretty close to 10 years now.
19 Q And when did you move from doing AIA
20 trials to having a mixed docket?
21

2

N

A We had a patent attorney who was

struggling and doing appeals and they asked me to
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1 help with that. And I want to say that was two

2 and a half years ago.

3 0 Okay. And why did you switch over to a
4 mixed docket?

5 A We had a judge who had sort of been

6 demoted to being a patent attorney and they were
7 sensitive to who would be the judges working with
8 him. And they put together a special panel to try
9 to help get him production up to speed and so,

10 that's when I picked up appeals cases.

11 0 And how do you know Judge Fitzpatrick?
12 A I don't remember exactly when, but a

13 number of years ago, I started a group where we
14 would meet every week or every other week and we
15 would discuss cases. What had come out from the
16 circuit, how we were analyzing something we had
17 seen, that type of stuff. One of the folks at

18  that meeting said can we invite Mike Fitzpatrick
19  and we did. And that's how I came to know him.
20 0 Okay. And have you had any other

21 involvement with Judge Fitzpatrick other than this

22 discussion group?
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1 A No. I mean, I think I should tell you I
2  was very impressed by his judicial philosophy, how
3 he thought through cases, how he resolved cases.

4 T thought that he was a good judge and that kind

5 of colored what we'll get to here in a little

6 while.

7 Q How about committees? Have you ever

8 served on a committee with Judge Fitzpatrick?

9 A Yes. I run the Training Committee and
10 he is a member of the Training Committee.

11 o) And describe your work with Judge

12 Fitzpatrick on the Training Committee.

13 A When I give a topic to Mike, he does a
14 really good job with it. I gave him the objective
15  indicia because it's a difficult topic and he did
16 a very nice job with that. So, I've been grateful
17 to have his help.

18 0 So, would it be fair to say overall you
19  have a positive impression of Judge Fitzpatrick?
20 A Yes.

21 0 Has your impression of Judge Fitzpatrick
22

changed since he's been removed from AIA trials?
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A Maybe we're getting ahead here. But
when I heard about Mike and him maybe they were
talking about what consequences he would get for
being pulled off the case, that's when I asked him
if he would be on Training Committee because I
thought that this would improve the situation,
give him a chance to show that he's a good judge
and he's doing more than Jjust cases. That this
was something extra for him to do to improve the
situation.

MR. KAPPERS: Okay. Your Honor, could I
show Judge Kauffman an exhibit?

JUDGE NIEDRICK: Sure.

MR. KAPPERS: Okay.

JUDGE NIEDRICK: Can you just tell us
for the record what exhibit?

BY MR. KAPPERS:

0 Sure. I'd like to show you what's
Appellant's Exhibit D-e, and it's tab 5, at page
333 of 340. Judge Kauffman, can you see the
document on your Zoom screen?

A I can see the document, exhibit. Looks
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1 like 7z-5.
2 Q Okay. And do you recognize this letter?
3 A I haven't seen it or thought about for a
4  long time, but, yes.
5 0 Okay. And what is 1it?
6 A It's a letter I wrote about Mike's
7 situation.
8 0 Okay. And why did you write it?
9 A You know, Mr. Kappers, I don't remember
10 if T was asked as part of this investigation or
11 why I wrote this letter. I don't remember what
12 dinitiated it.
13 0 Well, you made some positive statements
14 about Judge Fitzpatrick in this letter. 1Is that
15 fair?
16 A Yes.
17 o) Do you stand by what you wrote in this
18  letter?
19 A I do.
20 0 Okay. Judge Kauffman, I'd like to talk
21 to you about your time when you were presiding
22

over ATA trials exclusively. Does PTAB management
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have oversight of the panels that are presiding

over IPRs?

A Yes, they do.

0 Can you describe that oversight for the
Board?

A I can give you a specific example that's
maybe what you're looking for. I was on a panel

where we were faced with a decision about joinder
and the decision of my panel was to not allow
joinder. At the time the agency was in litigation
over whether or not you may join a party to
themselves, and management's position was you may;
and the decision I wrote said you may not, you
can't join a party to themselves. Later in the
Windy City decision the Federal Circuit agreed
with that and said you cannot join a party to
itself; so, the decision the way it was written
ended up being the way the Federal Circuit came
out. Management called us in and said we just
can't have a decision go out the door written the
way this is when we've taken the opposite position

in litigation, and because one of the panel
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members was willing to deny joinder on the merits,
as was I, we could not change the outcome but
change the reasoning, and management said they
would allow it to go out the door that way. 1In
retrospect I did not like doing that, but you have
to understand in March of 2018 Department of
Justice came in to give us training about the
Administrative Procedure Act and I set that up
because I run training. In that briefing they
told us their position about what the
Administrative Procedure Act requires and
afterwards an employment law attorney spoke, and
that attorney said "If the director's powers
include the powers to change the decision of a
panel, that is his prerogative as policy and if
you do not follow that policy you will be fired";
and I have to tell you I was a judge advocate in
the Air Force, I retired after 20 years, I
represented decision making authorities many
times, and I was very sensitive to the way that
was worded because I would never have allowed a

decision making authority, or the person speaking
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on their behalf, to say something that indicated
they had pre-decided the case, right. I mean, he
didn't say "you might be fired", this employment
law attorney said "you will be fired if you don't
follow the director's policy"; and so, when we
were called in we felt like we didn't have any
choice but to change the reasoning of our case.

Q So, this meeting, you said it occurred
in 2018; is that right?

A That's right, that's when Department of

Justice spoke to us.

Q Okay, and who else attended the meeting?
A The judges were there -- to training, we
typically invite judges —-- the patent attorneys

which are essentially the equivalent of clerks in
the district court system and other court systems,
and detailees. I think for this event -- and I'm
not positive -- but it think for this event we
only had judges. Sometimes the chief judge will
ask me just to invite them rather than including
patent attorneys. There's a variety of reasons

for that; our patent attorneys are Union members
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1 for one thing and sometimes it's the intended

2 audience's judges. I think it was just judges.

3 0 And what was your reaction when it was

4 communicated to you that you would be fired if you

5 did not follow this guidance?

6 A This has been an important topic to me

7 for a long time. In 2013 the Federal Circuit

8 decided the Nidek case -- which I can give you the

9 cite to if you want that -- it's 863 F3d 1013 Fed
10 Circuit 2013. 1In that case it was a unanimous

11 decision, but two of the three circuit judges took
12 the time to write a separate concurrence where

13 they said that they had serious questions about

14 whether a panel member could be selected with an
15  outcome in mind; and this was all dicta, but they
16 made it a precedential decision which requires not
17 just the panel, it's the circuit as a whole has to
18 decide whether it's going to precedential. So, I
19  felt like the circuit saying to us they have

20 serious concerns about picking a panel member with
21 an outcome in mind was a huge warning to me that
22 that was behavior that should not be done and I
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1 can't think of a legal distinction between picking
2 a panel member with an outcome in mind and telling
3 a panel member what to do; I just don't see a
4 difference between that. So, I've always thought
> that management and their steering of cases and
6  outcomes is an Administrative Procedure Act
7 problem.

8 Q Other than yourself, do you know of any
9 other APJ's that shared your views from that

10 presentation where a threat was communicated?

11 A I do know plenty of APJ's that think

12 that it violates the APA to steer a panel, and I
13 haven't given you all the reasons for that, but
14 there are certainly more. Do I know of anyone

15  else that noticed that the labor attorney said

16 "you will be fired"' I haven't talked to anybody
17 about that because I've done that kind of work

18 Dbefore, I'm probably more sensitive to that than
19  most people, but I haven't talked to anyone about
20 that; other than I spoke to Jackie Bonilla about
21 it recently.

22

Q Can you describe that communication with
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Judge Bonilla?
A I have told --

MR. HORRIGAN: Objection; relevance,
hearsay.

JUDGE NIEDRICK: What's the relevance of
that, Mr. Kappers?

MR. KAPPERS: I think it goes to the
knowledge of the PTAB management of other APJ's
reasonable belief that what was occurring was
illegal, that 1t violated the APA, 1t violated due
process.

JUDGE NIEDRICK: Remind me of Judge
Bonilla's position, was she a management official?

THE WITNESS: Yes, Judge Bonilla is the
number two in charge of the Board.

JUDGE NIEDRICK: Okay. I'm going to
overrule the objection. Please answer.

THE WITNESS: Just a couple of weeks ago
we were at a meeting and Judge Bonilla brought up
that what management tells people and management
review 1s a suggestion, and I said to Judge

Bonilla "How can we say that that was a suggestion
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when we had a labor tele attorney tell people they
will be fired -- not might be -- will be fired 1f
they don't follow policy?"; and she said that was
a matter that they were considering. I have
spoken to her about that on previous occasions, I
have spoken to other members of management about
that on previous occasions.

BY MR. KAPPERS:

Q Were other members of management present
when you had that discussion with Judge Bonilla?

A It was Vice Chief Haapala's division
meeting, so Judge Haapala was there and the other
members of her division.

Q I want to go back just briefly to the
Nidek case. Do you recall the other party to that
appeal?

A No, I don't remember who the other party
was in that.

Q Does a party by the name of Zongshen
ring a bell?

A No, I'm sorry it doesn't.

0 And what was your recollection of the
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arguments made to the Federal Circuit by Nidek in
that appeal?

MR. HORRIGAN: Objection, relevance.

JUDGE NIEDRICK: What's the basis for
the question -- relevance?

MR. KAPPERS: This goes to -- again --
the Judge Fitzpatrick's reasonable belief that the
expansion of panels at the PTAB was illegal.

JUDGE NIEDRICK: Okay, overruled.

Please answer the question, Judge Kauffman.

THE WITNESS: So, when we have a case —--
a PTAB case —-- that's appealed to the Federal
Circuit, the representation is done by the
Solicitor's Office and not our office, it's done
in conjunction with our management. In addition
to running training, I'm a section lead as a
fill-in; I'm doing that now, but that's typically
what we call executive committee; it's not section
lead judges, 1t's management at the second level;
and I was not involved in discussions about how
they were defending the Nidek case.

BY MR. KAPPERS:
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Q Do you recall the arguments made by
Nidek itself?

MR. HORRIGAN: Objection, relevance.

JUDGE NIEDRICK: I'm going to sustain
the objection at this point.

BY MR. KAPPERS:

Q Judge Kauffman, you mentioned concerns
with the APA, are there at times concerns for the
due process rights of parties as a result of PTAB
management intervention?

A I think so. For me, Section 6 of Title
35 says that decisions are made by panels
appoilnted by the director, and that very strongly
implies for me that if you're not appointed to the
panel, you can't make that decision. That also,
for me, makes a lot of logical sense 1f we say
Smith, Brown and Jones decided this case, but
really they just did what management told them; I
don't see how that can be due process for the
parties. I think it's a problem under 35 USC 6
and it's a problem under the APA. I also think

that the Administrative Procedure Act requires
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that the parties know the procedures being used to
decide their case. There was —-- at the time -- to
my knowledge —-- no written procedure for
management review, no criteria for which cases
would be reviewed. That to me is -- I can't
understand how that's not arbitrary, if you don't
have a set policy and in addition the parties are
supposed to know that policy. I want to write a
decision on my case that tells the story on
appeal; I have to tell that story or it's not a
meaningful appeal for the Federal Circuit. If
there's things happening that are reasons for
deciding a case that are not in that decision, I
think that that's a due process problem.

COURT REPORTER: Mr. Kauffman, is there
someone else in the room with you?

THE WITNESS: No, that noise is not
coming from here.

BY MR. KAPPERS:

Q Has management ever identified to you

what they believe is the legal authority for their

exercise of control?
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A I heard many times that the director had
the power to do this under 35 USC 3 as a matter of
policy and the director's desire to have
consistent policy -- which of course you can't
argue with -- of course you'd love the agency to
be consistent -- but for me, there is a lot of
problems with that approach. First of all, if you
look at Arthrex, nothing in Arthrex says "Oh, the
director had the power under Title 35 Section 3 to
hear that"; they said "No, the director didn't
have that authority to review. In fact, we were
principal officers prior to that time and so it
should've been just the decision of the APJ's that
were appolnted to the panel and no one else". So,
that didn't make sense to me that it would be part
of policy. I think it also has rule making
concerns. I don't know of another agency where
the head of an agency decides a case based on only
policy as his legal authority for doing that. I
think you'll find that other agencies —-- there's a
specific statutory provision that says that the

head of that agency can make a decision. For me,
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1 there's a case called Utica Packing versus Block
2 and it's not precedent -- it's from the 6th
3 Circuit, it's 781 F.2d 71 -- but in that case the
4 head of an agency picked a judge for their
5 Jjudicial body with an outcome in mind, and the
6 court said "Director, you have the authority to
7 take your case, put your name on it and decide
8 whatever you want, but you cannot tell one of your
9 judges what to do"; and for me, I know that's not
10 precedent, but that's exactly the legal principle
11 that's involved here.

12 0 When PTAB management tells its judges
13 what to do, are APJ's allowed to cite that

14 dinstruction or guidance in their decisions?

15 A I have heard several times people were
16 told not to put what management considers inside
17 Dbaseball discussions and decisions.

18 Q Has that ever happened to you?

19 A When they changed the reasoning in our
20 case they didn't specifically say to us "and you
21 may not say that the reasoning was changed by

22

management”", but I believe that to be the case,
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that I could not have said that.
Q Judge Kauffman, you're aware that Judge

Fitzpatrick was removed from AIA trials, 1s that

right?
A Right, yes I am.
Q Okay. And before he was removed from

ATA trials, did you communicate with Judge
Fitzpatrick about the risk of him being
terminated?

A I'm not sure this is directly responsive
to your question, but in a discussion with a
member of the executive management team I was told
that the director wanted to fire Mike, but that it
looked like PTAB management -- Board management --
was going to be able to talk him down from that
position; and I called Mike and I told him that --
my goal being -- I was hoping he would see --
"Hey, you're probably not going to be fired, hang
in there" and that's when I asked him if he would
be willing to be on training team. I was -- for
me —-- it seemed like management was steering a

case when they shouldn't be and then removing a

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08046113081B080 - -Confirmationdiumben 363820307 ng . npage 281 of 1281
MSPB-2023-000184 Fink00281




Day 1 Page: 279
1 judge for not following that policy, and I was
2  trying to make that situation better by getting
3 him to hang in there and then maybe over time he
4 could be put back on trials.
5 o) And who was the management official that
6 communicated that to you?
7 A I would really rather not say who that
8 was because that person -- it might be a costly
9 thing for them to have told me that.
10 o) Was it Janet Gongola?
11 A I'd really rather not answer that
12 guestion. For me, because that came shortly after
13 the employment law attorney at the DOJ training
14 saying "you will be fired", I completely believed
15 it and that's why I conveyed it to Mike.
16 o) Okay. Let's put a pin that. You
17 mentioned -- I think you mentioned -- Michael's
18 position, what were you referring to when you said
19 that?
20 A I'm not sure I remember what context
21 that was in.
22

0 I think you said something along the
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1 lines of PTAB management wanted Michael to change
2  his position --

3 A Oh, that's probably --

4 0 —-— What's your understanding --

5 A -— I'm sorry. That's probably poorly

6 worded. They were changing his docket from

7 working on trial cases to working on appeal cases.
8 Management has moved people from trials to appeals
9 in the past, it's kind of an informal firing at

10 times when they do that.

11 0 Okay. So, we won't name the official

12 now, but when was this communication with PTAB

13 management about Director Iancu wanting

14  Fitzpatrick terminated?

15 A So, I don't have an email, a phone

16 record, anything to give me an exact date and it's
17 1ike about four years ago; but it was a few months
18 after the March 2018 presentation from DOJ, maybe
19 May/June, somewhere around there of 2018.

20 0 Did this management official identify

21 any other members of management that were present
22

when Director Iancu suggested that he wanted to
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1  terminate Judge Fitzpatrick?
2 A No, but I will say that the context it
3 was in seemed like it was an executive team
4 discussion -- I assumed that -- meaning the other
5 members of the executive team.
6 0 And at the time in May or June 2018, who
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were those members?

A It would've been Mike Tierney, Scott
Weidenfeller, Scott Bullock, Jackie Bonilla, Janet
Gongola, Mike Tierney; I don't remember when Mike
Kim joined that group, but he may have been a
member as well already. Kal Deshpande was acting
and filling in a lot of the time and may have been
acting then, but he wasn't officially a member.

Q How about Chief Judge Ruschke?

A Yes, of course he was.

MR. KAPPERS: Your Honor, obviously
there's a very sensitive issue here in which we
want to be respectful. Could we have maybe five
minutes to caucus with our team?

JUDGE NIEDRICK: Yes, you can. We'll go

ahead and take a quick five minute break. It's
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about 3:18, we'll come back at 3:23; so, I'm just
going to stay on. We can go off the record for
five minutes, Ms. Dawson please.

(Recess)

JUDGE NIEDRICK: We are going to
continue with Judge Kauffman's testimony. Mr.
Kappers, you may continue. Judge Kauffman, you're
still under oath.

THE WITNESS: Yes, sir.

MR. KAPPERS: Thank you, I have no
further questions at this time. I will pass the
witness.

JUDGE NIEDRICK: Okay. Mr. Horrigan,
your witness.

COURT REPORTER: Mr. Horrigan, we can't

hear you.
MR. HORRIGAN: Oh, my apologies, I'm
SOrry.
JUDGE NIEDRICK: There you go.
CROSS-EXAMINATION
BY MR. HORRIGAN:
0 Mr. Kauffman, earlier today we were told
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1 that you had identified Janet Gongola as the
2  person who told you this information, is that
3 correct?
4 A Yes, that is correct.
S 0 Okay. And so, you said you didn't know
6 precisely when this happened, but when roughly did
7 it happen?
8 A What I said before was it was a couple
9 months after the briefing from DOJ, probably in
10 May or June of 2018.
11 0 Okay; and this is clear in your mind,
12 this conversation with Ms. Gongola?
13 A The when 1s not clear, but the content
14 is clear.
15 0 Okay. And what precisely did she say?
16 A That the director wanted to fire Mike,
17 but it looked like PTAB management was going to be
18 able to steer him away from that.
19 o) Did she quote Mr. Iancu, or how did it
20 come about?
21 A She did not quote Mr. Iancu, she was
22

just conveying what he meant.
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Q Okay. As closely as you can, tell us
what exactly she told you.

A I really can't add any more detail than
that. She said he -- I have a little bit of
detail -- she said he was very angry and that he
wanted to fire Mike Fitzpatrick, but it looked
like PTAB management was going to be able to steer
him away from that.

Q And did you understand what the context
for this statement was; who was there, why were
they there, that sort of thing?

A I assumed that it was the executive
management because that's who normally debates
issues for PTAB.

Q Okay. And you're sure it was -- like --
a direction rather than sort of a gquestion; you
sure about that?

A She did not say that Director Iancu
asked 1f it was possible for him to fire him, she
indicated that that was his desire; which for me
1s consistent with what was said back in March.

Q Okay. Now, I --
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1 MR. ABRAMIC: We lost audio here.
2 JUDGE NIEDRICK: We can hear you. Can
3 you hear me, Mr. Abramic? Mr. Abramic, can you
4 hear me? Mr. Kappers, are you able to hear? It
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looks like there may be some internet issues

because everybody's --

COURT REPORTER:

frozen?

JUDGE NIEDRICK:

screen's freezing.

COURT REPORTER:

office, is that correct,

JUDGE NIEDRICK:

you hear me? It doesn't

here.

COURT REPORTER:

the record?

JUDGE NIEDRICK:

Is Michael Fitzpatrick

It looks like they're

They're all in the same
Your Honor?

Judge Fitzpatrick, can
look like they're on

Yeah, should we go off

I can hear you, Mr.

Abramic. Can you hear me, this 1is Judge Niedrick?
MR. ABRAMIC: Yeah, something happened
with Mr. Kappers' computer, which is the only one

that we were getting audio from because we wanted
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to not have feedback. So, we haven't heard the
last few minutes. So, he is going to step to my
computer because mine appears to be working.

JUDGE NIEDRICK: Okay, that sounds good.

MR. ABRAMIC: But we might have to go
back to a previous question.

JUDGE NIEDRICK: Okay, I'm not sure --
Mr. Kappers, 1f you could sort of tell us what the
last thing that you heard -- did you hear the
questions about the meeting and who was in 1t?

MR. KAPPERS: We heard that question and

the answer was to the extent that he remembered it

was the executive committee --

JUDGE NIEDRICK: Yes.

MR. KAPPERS: -- That was about where 1t
started to cutoff.

JUDGE NIEDRICK: Okay. Mr. Horrigan,
can you backtrack and add anything you want up to
that point -- past that point?

MR. HORRIGAN: So, as I recall, I just
asked the context -- what he understood the
context -- for the statement was. Why don't you
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go ahead and answer that again, Mr. Kauffman?

THE WITNESS: I don't remember how Mike
came up 1n my discussion, but she said that the
director was very angry and that he wanted to fire
Mike, but it looked like PTAB management was going
to be able to steer him away from that -- to steer
the director away from that action.

BY MR. HORRIGAN:

Q Sure, and my question was the context in
which Ms. Gongola got that information. What is
your understanding of how she came across that
information?

A I assume -- she did not say -- I assume
that she was in those discussions at the PTAB
management level.

0 And do you have any idea why Mr.

Fitzpatrick's name would have come up?

A In my discussion with Ms. Gongola?
Q Correct.
A She was, at the time, my boss and it was

probably a weekly meeting where we were going over

the things that are in work and for whatever
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reason Mike's name came up.

Q Did Ms. Gongola have any oversight of
Mr. Fitzpatrick?

A No, but common practice is -- from what
I hear secondhand -- that my executive committee
-- when there are personnel decisions like that --
they discuss that as a group, those kinds of
things. So, even 1f Mike was not in her direct
chain, it would probably be likely she'd be in on
discussions.

Q She was sharing personal information
about another employee with you?

A Yes.

0 Okay. Now, I mentioned to you that the
attorneys this morning told us about a
conversation between you and Mr. Fitzpatrick; 1is

that right?

A Yes.
Q And when did that happen?
A That was in probably May or June --

shortly after the conversation with Janet Gongola

-- of 2018.
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Q Oh, I'm sorry; so, I meant recently.
A Oh, I have not had a discussion with
Janet recently. I had a discussion with Jackie

Bonilla recently about management review of cases,
not about Mike Fitzpatrick.

0 Yes, sir. What I'm trying to get an
understanding of i1s, do you agree that you had a
conversation with Mr. Fitzpatrick in which you
named Ms. Gongola?

A No. At the time I called Mike, my
intention was not to say who said that, I did not
tell Mike at that time that I heard it from Janet
Gongola; I just told him I heard this from
management. I was trying to balance here fixing
what I thought was an improper situation by giving
him a chance at maybe proving himself more on
training committee.

0 Sure, I understand that part, but I'm
trying to focus you on the last few days; have you
had a conversation with Mr. Fitzpatrick about
this?

A Yes.
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1 0 In which you named Ms. Gongola as the
2  person who said this?
3 A Yes.
4 o) Okay. And do you recall speaking with
5 me early last week?
6 A I do.
7 Q And do your recall refusing to provide
8 that name to me?
9 A I did say I'd prefer not to answer that,
10 yes; I was not expecting this to come out here.
11 o) Now, do you have some reason to believe
12 that Ms. Gongola doesn't want you to identify
13 her?
14 A Yes.
15 0 And what's that?
16 A What you implied earlier, she was
17 talking about a personnel action; Mike didn't work
18 for me at the time, there wasn't really a -- you
19  know -- I think folks could be unhappy with her
20 for sharing that information with me.
21 0 Okay, and just to confirm; between May
22

of 2018 and now, you haven't discussed this with
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1  Ms. Gongola again, right?
2 A And when you say "this", what do you
3 mean?
4 0 This allegation that she told you that
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Mr. Iancu wanted to fire Mr. Fitzpatrick.

A No, I haven't. We'wve discussed Mike
because of his work on the training committee, but
we haven't discussed that specific issue, no.

MR. HORRIGAN: Okay. No further
questions.

JUDGE NIEDRICK: Okay. I have a couple
of questions. With regard to this training that
you setup with DOJ and this employment law
attorney that came over, do you know which section
within DOJ this attorney was working?

THE WITNESS: My best guess is that --
this was pre- pandemic and so some people were
in-person and someone else had setup the general
law attorney to come to the training in- person, I
didn't do that -- I think it was from the Patent
Office's Office of General Law and not an

employment attorney from DOJ; rather 1t was
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1 somebody from the Patent Office, but I don't
2 remember who that person was.
3 JUDGE NIEDRICK: Okay, so it was an
4 agency attorney that came and spoke about that?
5 THE WITNESS: I think so; I'm not
6 positive, but it think so.
7 JUDGE NIEDRICK: And with regard to the
8 APA and sort of the discussion of the APA, was
9 that a DOJ attorney who provided that information?
10 THE WITNESS: It was; in fact, we still
11 have those set of slides from them and it was a
12 man and a woman -- I don't remember each of their
13 names -- who talked about the principles of the
14 APA.
15 JUDGE NIEDRICK: And so the attorney
16 that -- the employment law attorney for the
17 Commerce -- that came and spoke, your
18 understanding was that they were speaking on
19  behalf of management when they gave that sort of
20 threat that you could be fired and would be fired
21 if you didn't comply with the guidance?
22

THE WITNESS: So, the Patent Office has
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a General Counsel's Office and within the General
Counsel's Office is the Office of General Law --
OGL -- and that's where the employment law
attorneys work; not directly for Commerce, but
within our agency that's within the Department of
Commerce; so, 1t was that person. I'm not sure I
answered your question though.

JUDGE NIEDRICK: No, I think that
answers it. So, I guess what you're -- my
question was, was 1t your understanding that they
were speaking on behalf of sort of management,
telling you what management's expectations were
with regard to the guidance?

THE WITNESS: Because this was all in
the context of the director's authority, I assumed
-- 1t was not stated by anybody -- but I assumed
that this was what the director wanted. My
experience with labor law attorneys is -- or
really with any attorney -- if you said something
on behalf of who you're working for and that's not
what they wanted, it would have been corrected.

They would've said "No, he had no authority to say
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that" or "That's not what he meant", but that
never happened to my knowledge.

JUDGE NIEDRICK: And what they were
referring to specifically was guidance that PTAB
management provided to APJ's, 1s that correct?

THE WITNESS: Yes, Your Honor; guidance
in the form of steering outcomes of panels. They
were very specific that his policy authority under
Title 35 Section 3 included steering panels.

JUDGE NIEDRICK: And the word "guidance"
is the word that they used?

THE WITNESS: I think they just referred
to 1t as "his policy" and that we had to follow
his policy, I don't remember the term "guidance".

JUDGE NIEDRICK: Okay. With regard to
the meeting -- the call -- that you received from
the management official letting you know that the
director was very angry and wanted to fire Judge
Fitzpatrick, what was your understanding of the
reason that he wanted to fire Judge Fitzpatrick;
if you have an understanding of that?

THE WITNESS: I did. Mike was a member
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1 of the case discussion group that I mentioned
2 earlier and he had told us some about how the case
3 had been held up for a very long time, the panel
4 had been expanded, he wasn't permitted to say that
5 the panel had been expanded, they weren't
6 permitted to explain why there was such a lengthy
7 delay.
8 JUDGE NIEDRICK: But, so what was your
9 understanding of the reason that Director Iancu
10 wanted to fire him?
11 THE WITNESS: So, my understanding from
12 Mike was -- and this is from him as I remember it
13 -- is that he wanted to tell the story, he wanted
14 to say the panel had been expanded, he wanted to
15  explain why there had been a delay, he wanted it
16 to come out a certain way in that case; and for
17 all of those reasons they removed him so that the
18 decision wouldn't be that way -- I think he was
19  replaced by Scott Daniels, another friend of mine
20 who helped broker a decision afterwards.
21 JUDGE NIEDRICK: I understand what Judge
22

Fitzpatrick believes the reason was, but my
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question 1s, when you were talking on the phone
with the management official that told you about
what they had heard from Director Iancu, did you
get an understanding of what the reason was that
the director wanted to fire Judge Fitzpatrick?

THE WITNESS: Yes, Your Honor. My
understanding from that person was that it was
because of his failure to follow the guidance --
the policy -- to write the case up a certain way
-—- to handle the case a certain way.

JUDGE NIEDRICK: Okay, thank you. I
don't think I have anything else. Any follow-up,
Mr. Kappers, Mr. Horrigan for my questions? Mr.
Kappers, any follow-up?

MR. KAPPERS: Nothing, Your Honor.

JUDGE NIEDRICK: Mr. Horrigan, anything?

MR. HORRIGAN: Yes.

REDIRECT EXAMINATION

BY MR. HORRIGAN:

Q So, you just told the administrative
Judge what your impression was, what exactly did

Ms. Gongola say to you that gave you that

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08041130813080 - -Confirmatiandiumben 363820307 ng . neage 299 of 1281
MSPB-2023-000184 Fink00299




Day 1

Page: 297

10

11

12

13

14

15

16

17

18

19

20

21

22

impression?

A You know, Mr. Horrigan I don't remember
exact words, it's been a long time, but I remember
the meaning conveyed to me was what I just said;
that because Mike was not following the direction
he was given, he was being removed from that trial
and from all trials.

Q Alright. So, let me try a question T
asked earlier again. Can you tell us exactly what
she said?

A No. I find that when something happened
quite some time ago, I remember the gist of what
happened, but I don't ordinarily remember people's
exact words.

MR. HORRIGAN: Okay. No further
questions.

JUDGE NIEDRICK: Great. Thank you very
much, Judge Kauffman; I really appreciate you
testifying here. If you have any questions about
your testimony, please contact Mr. Horrigan or
any of the attorneys for Judge Fitzpatrick, okay?

Please don't discuss your testimony with anyone.
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Understand?

THE WITNESS: Yes, sir.

JUDGE NIEDRICK: Great. Thank you very
much and you can go ahead and leave the meeting
now. If you are unable to do it, I can go ahead
and remove you too.

THE WITNESS: I can leave, Your Honor;
thank you.

JUDGE NIEDRICK: Great, thank you.
Okay. It looks like we're going to hear from
Judge Weidenfeller now?

MR. HORRIGAN: I believe (audio cuts
out) .

JUDGE NIEDRICK: I'm sorry?

MR. HORRIGAN: I understand Ms.
Mitchell's up next and I have a motion to add Ms.
Gongola to the witness list.

JUDGE NIEDRICK: Let's deal with one
thing at a time. So, Judge Mitchell is who you're
going to call now?

MR. HORRIGAN: I'm not calling -- my

understanding is they are calling Judge Mitchell
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1 right now.
2 MR. KAPPERS: That's correct, Your
3 Honor.
4 JUDGE NIEDRICK: Okay. Alright, so
5> let's go ahead and hear from Judge Mitchell and I
6 don't know if we're going to need to hear from
7 Judge Gongola. We may be able to get that
8 information from the other people that are in the
9 meeting. I'll make a determination on that after
10 the fact.
11 MR. HORRIGAN: Well then I would
12 certainly like representation of what I expect her
13 to testify to on the record.
14 JUDGE NIEDRICK: Well, let's see what
15  the other folks have to testify to. If it's
16 consistent with what we just heard, then there's
17 no need to call her, right?
18 MR. HORRIGAN: Well, my proffer would be
19  that it's not.
20 JUDGE NIEDRICK: Okay. Well, I'll make
21 that determination later once we hear from them,
22

okay? So, let's go ahead and we'll hear from
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1 Judge Mitchell. 1Is she available?
2 MR. KAPPERS: Your Honor, Judge
3  Fitzpatrick's going to reach out to her now --
4 JUDGE NIEDRICK: Okay.
S MR. KAPPERS: -- And for Judge Mitchell,
6 my colleague Mr. Abramic is going to step out.
7 JUDGE NIEDRICK: Okay.
8 MR. KAPPERS: And, Your Honor, I think
9 it should be clear, but -- you know -- when and if
10 Mr. Horrigan makes that proffer, we would object
11 and we'll make our objection and provide our
12 arguments at that point.
13 JUDGE NIEDRICK: Okay, we'll talk about
14 that after I hear from all the witnesses.
15  Typically if there's going to be some sort of
16 rebuttal witness like this, I'll listen to that
17 after I hear everything and rule -- decide -- I'll
18  make a determination at that time and then I'll
19  give both of you an opportunity to clearly state
20 what the request is and then if there's any
21 objection; okay?
22

MR. KAPPERS: Great, thank you.
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JUDGE NIEDRICK: Sure. It looks like
Susan Mitchell just signed on here, so let me go
ahead and admit her. Hi, Judge Mitchell. Hi, how
are you? If you can go ahead and just unmute
yourself? On the bottom left-hand corner you'll
see a little microphone and hover over --

THE WITNESS: Oh, I'm sorry.

JUDGE NIEDRICK: —-- There you go.

THE WITNESS: Yeah, thank you.

JUDGE NIEDRICK: No problem. Great.
IT'm Administrative Judge Andrew Niedrick and I'll
be conducting the hearing today --

THE WITNESS: Okay.

JUDGE NIEDRICK: -- Thank you for
appearing. Just to give you a little lay of the
land, Mr. Kappers and Mr. Suarez are Judge
Fitzpatrick's representatives in the case, and
William Horrigan is the representative for the
agency, and Ms. Dawson 1s our Court Reporter; and
then the other two -- sorry -- the one with the
telephone number and then the one that says

"Chandra Morrell"™, those are backups for Ms.
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Dawson; okay?

THE WITNESS: Okay.

JUDGE NIEDRICK: Alright. Do you have
any objection to swearing an oath?

THE WITNESS: No.

JUDGE NIEDRICK: Can you please raise
your right hand?

Whereupon,

SUSAN MITCHELL
was called as a witness and, having been first
duly sworn, was examined and testified as follows:

JUDGE NIEDRICK: Great. Can you please
state and spell your first and last names for the
record?

THE WITNESS: Susan Mitchell, S-U-S-A-N
M-I-T-C-H-E- L-L.

JUDGE NIEDRICK: Thank you. If you hear
an objection while you're testifying or you hear
some commotion, please stop your answer; I'll rule
on the objection or figure out what's going on and
then we'll proceed. We're having a few little

issues with some audio and every now and then
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1 things freeze, so Jjust bear with us; and other
2 than that, I'm going to turn you over now to Mr.
3 Kappers, okay? Mr. Kappers, your witness.
4 MR. KAPPERS: Thank you, Your Honor.
5 DIRECT EXAMINATION
6 BY MR. KAPPERS:
7 0 Judge Mitchell, thanks for your time
8 today. You're a lead judge on the PTAB, is that
9 right?
10 A Yes, 1 am.
11 0 Okay, and as lead judge you are Judge
12 Fitzpatrick's direct supervisor or first in line
13 supervisor, is that right?
14 A Yes.
15 Q How long have you been his first in line
16 supervisor?
17 A Gosh, I should know this off the top of
18  my head. Probably at least five years. I've been
19 a lead for about seven and I'm trying to remember
20 because Judge Fitzpatrick wasn't with me at the
21 very beginning, he was with Judge Giannetti and
22

then got transferred into my section. So, I think
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1 about five years, or maybe more.
2 0 Okay. So, you've worked quite a bit
3 with Judge Fitzpatrick over that time, is that
4 right?
5 A Yes. I mean -- not -- as his lead judge
6 certainly and on a few cases, not a lot, but on a
7 few cases, yes.
8 0 What are your impressions of him?
9 A You know -- I like working with Judge
10 Fitzpatrick. I think he -- my favorite thing
11 about him is that when we're on a panel together
12 he makes me kind of think about things in
13 different ways, which I think is very healthy for
14 the panel and sort of gets me out of my
15  assumptions sometimes. I don't always agree with
16 —-— you know -- his conclusions, but I enjoy that
17 process of making me really think and make sure I
18 am on all fours with what my final decision would
19 Dbe. So, I do enjoy working with him.
20 0 As part of PTAB management, should --
21 let me ask you this question -- should an APJ
22

follow guidance given to them from PTAB
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1 management?
2 A In my view, yes. I mean -- I feel like
3 -- and this may or not totally match up I guess
4  with what is legally true -- but as I understand
5 it is I would follow it -- we're in the executive
6 Dbranch, we're not in the judicial branch, so we
7  really are beholding to the political appointees
8 that come in to set policy for the agency. So, I
9 do believe that we need to follow -- when a
10 director comes in and sets policy that -- you know
11 -- we should follow the policy to the best of our
12 ability.
13 0 And what i1if the directive that
14 management gives an APJ is illegal; should an APJ
15 follow the directive then?
16 A I've never been in that situation where
17 I felt like I was told to do something that I felt
18 like was illegal. Honestly, I don't know. I
19  haven't thought enough to think because I haven't
20 been faced with that to -- you know -- think
21 through how I would respond if I felt like that
22

were the case. I would certainly raise it up the
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chain and say I think is not appropriate under the
law, but I just haven't faced that situation.
Q Alright, Judge Mitchell, I'd like to

play a voicemail that you left Judge Fitzpatrick

A Okay.
MR. KAPPERS: And actually, Judge
Niedrick, 1f I could share my screen for a second?
JUDGE NIEDRICK: Was this part of the
record -- was this prehearing submission?
MR. KAPPERS: This is in the record,
yes, Your Honor.

JUDGE NIEDRICK: Where i1s it 1n the

record?

MR. KAPPERS: This is tab 5 at page 61
of 340.

JUDGE NIEDRICK: 1Is this an email? I'm
trying to figure out -- I don't remember any
audio.

MR. KAPPERS: So, this is an email, Your
Honor, and there is a wave file attached to the

email and that's embedded in the email, and it is
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in the record.

JUDGE NIEDRICK: I can't access this T

don't think. I mean -- a lot of these hyperlinks
and stuff, they're not -- so I don't this is in
the record as -- all that's in the record is this
email. The wave file -- even though it says it's
attached -- unless it's been uploaded -- 1t's not
attached. So, I guess at this point -- any

objection, Mr. Horrigan to him playing the
voicemail?

MR. HORRIGAN: Yes, I do object. 1In
fact, the witness is right here, why don't you
Just ask her?

MR. KAPPERS: Well, I'll find the

exhibit and we can move the voicemail into

evidence.

JUDGE NIEDRICK: Okay. Well, do you
want to ask her some questions about it -- I mean
-—- you could short circuit -- you want to

summarize it and ask her if she left a voicemail
-—- something to that effect -- that might help?

MR. KAPPERS: Okay, sure; I can try
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1 that.
2 BY MR. KAPPERS:
3 0 Judge Mitchell, do you remember leaving
4 a voicemail with Judge Fitzpatrick on May 31,
5 20187
6 A Not this specific date, but it think I
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might know which voicemail you're talking about.

If you --
Q Okay --
A -— Start the summary and I think I know

which one you're talking about.

Q -—- Alright, I'll try to do that. And
that voicemaill on May 31st related to the meeting
that you had with Judge Weidenfeller and Judge

Fitzpatrick the day before, is that right?

A Was 1t that one or was it the one with
Judge Tierney -- BCJ Tierney? I mean --

0 Now, that one --

A -— Go ahead.

©) -— That one was in 2017. So, no, I'm

referring to the voicemail on May 31, 2018

regarding the meeting you had with Judge
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Weidenfeller and Judge Fitzpatrick on May 30th.
A I don't remember that one offhand.
Q Okay.

JUDGE NIEDRICK: I'm lost here just a
little bit because I recognize that you all
thought this was accessible, so it kind of puts us
in a peculiar circumstance here; but again, I
can't access it. So, even though you thought it
was in the record, it's not. So, Mr. Horrigan,
what I propose is that Mr. Kappers plays the
voicemail message, she can authenticate and then
he can ask questions on it.

MR. HORRIGAN: Okay. My objection is in
the record.

JUDGE NIEDRICK: Okay. Mr. Kappers, go
ahead i1f you can and play the audio. I'm not sure

if it's going to work on your end, but give it a

shot.
MR. KAPPERS: Thank you, Your Honor.
(Voicemail audio is played)
VOICEMAIL AUDIO: Hey, Michael, it's
Susan again. I know you don't want to talk to me,
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1 I would not want to talk to me after yesterday. I
2 do want to tell you that I wasn't there for the
3 meeting, I was there as your lead, I was not
4  dinvolved at all in that decision to pull you off
5 AIA. I had heard stuff as they were getting
6 towards making that final call, which is why I
7 didn't respond to your email. When you sent me
8 the email I didn't know what was going on and then
9 I had heard, so I just mentally decided, I didn't
10 respond. So anyway, not that you want to hear it
11 and not that it matters whether I was involved or
12 not, I wanted you to know I was not involved in
13 this decision to pull you off AIA. I'm not sure
14 what the rationale is because I was certainly
15  involved in other stuff with you. I wish they had
16 called me about the concurrences before those got
17 pulled. (inaudible) yesterday and I'm sorry that
18 it's come to this. Anyway, I was looking at your
19 docket and I know there's not cases on your
20 docket, so just take admin for the day and don't
21 worry about it, and I will certainly signoff on
22

that. So anyway, 1f you want to -- anyway —-- give
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1 me a call if you get a chance. I can understand
2 1if you don't want to talk to me. So anyway, I
3 will talk to you later. Bye.
4 BY MR. KAPPERS:
S 0 Judge Mitchell, was that you in that
6 audio recording?
I A Yes, it was.
8 Q Okay. Now, do you remember leaving that
9 wvoicemail for Judge Fitzpatrick?
10 A Yes, I do, yes.
11 0 And that was after your meeting on May
1230, 2018 with Judge Weidenfeller and Judge
13 Fitzpatrick, is that right?
14 A Yes.
15 0 Okay.
16 MR. KAPPERS: So, Your Honor, now I
17 would like to move that voicemail into evidence.
18 TIt's -- on our end -- admissible as a voice file
19 at tab 5, starting at page 61. It's also our
20 Exhibit V and we produced this wave file to the
21 agency during discovery and prior to this hearing,
22

so there's certainly on notice that this was on
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our exhibit list. We'd be happy to provide the
wave file to the Board as well.

COURT REPORTER: Mr. Kappers --

JUDGE NIEDRICK: I mean -- we have it in
the record now. Let me -- I know there's some
issues with our system and how we manage wave
files and video files, so let me talk with our
folks. Again, we have the recording now as part
of the record --

MR. KAPPERS: Okay. I can then proceed,
if that's okay?

COURT REPORTER: Mr. Kappers, if you
could just repeat --

JUDGE NIEDRICK: It would be nice to
actually have the exhibit in order to make this
work, okay? I think he just -- it looks like he
Jjust froze.

COURT REPORTER: Mr. Kappers, are you
able to hear me?

JUDGE NIEDRICK: Mr. Horrigan -- I'm
sorry —-- everybody's -- okay —-- there, we're back.

Everybody froze for a second on my end, so I think
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my internet --
COURT REPORTER: Oh, I see. Are you
able to hear me now, Your Honor?

JUDGE NIEDRICK: Yes, I can hear you

now.

MR. SUAREZ: I'm going to concede my
computer to Mr. Kappers and see if this works
better.

JUDGE NIEDRICK: Okay. I find it funny
that I've never had an issue with internet
stability at home, but now during the day here at
work it's happening repeatedly, so --

COURT REPORTER: Yes, 1t's been unusual.
I just needed Mr. Kappers to repeat the file tab,
Just to reconfirm it because he asked to move it
into evidence and he was cutoff.

MR. KAPPERS: Tab 5 at page 61 of 340.

COURT REPORTER: Wow, you're still
cutting off. If you could speak a little closer
into the microphone, try that.

MR. KAPPERS: Tab 5 at page 61 of 340.

JUDGE NIEDRICK: So, that's 61, 6-1 of

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . neage 316 of 1281
MSPB-2023-000184 Fink00316




Day 1 Page: 314
1 3407
2 MR. KAPPERS: 6-1.
3 COURT REPORTER: Yes, I got that. Okay,
4 thank you, sir. Thank you.
5 BY MR. KAPPERS:
6 Q Alright, Judge Mitchell, I hope we got
I the kinks sort of worked out. So, in that
8 wvoicemail you told Judge Fitzpatrick "I was not
9 involved at all in that decision to pull you off
10 AIA", is that right?
11 A Yes.
12 0 Who was involved in making that decision
13 to pull him off of AIA trials?
14 MR. HORRIGAN: Objection. Lack of
15 foundation.
16 JUDGE NIEDRICK: Do you want to ask her
17 does she know who was involved?
18 MR. KAPPERS: Yeah, I'll rephrase.
19 BY MR. KAPPERS:
20 o) Do you know who was involved, Judge
21 Mitchell?
22 A Other than Vice Chief Weidenfeller, I'm
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not sure. I mean -- I'm assuming -- you know --
that it was certainly management above me that was
involved in that decision. I was only pulled in
when we talked directly to Judge Fitzpatrick to
deliver that decision.

0 When was the first time that you heard
the decision was going to be made to remove Judge
Fitzpatrick from AIA trials?

A Oh goodness, it was probably a couple of
days before that because I know I'd gotten an
email -- as I had said -- I remember from Judge
Fitzpatrick and I was kind of in that awkward
position of knowing something was coming down that
was going to get delivered and so I didn't
respond, and so it just became sort of an awkward
moment to be -- you know -- being his lead, I
always want to be responsive, but wasn't able to;
so, it just sort of was an awkward situation until
he knew what was decided.

Q Yeah, I think in your voicemail you said
that you had heard some stuff. What did you hear

leading up to that May 30th call?
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1 A Just -- I think -- about the Nike
2  decision -- if I remember right -- just that that
3 sort of -- and not even -- I don't think from
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upper management or management above me, more from

just colleagues that I know -- the panel wanted
that decision to mail and just -- you know -- what
was going on —-- I kind of heard third-hand, but I
wasn't involved and asked to -- you know —-- deal

directly with it, but that's sort of what I
believe I was thinking about at the time.

Q The stuff that you had heard leading up
to the decision to remove Judge Fitzpatrick from
ATIA trials related to the Nike decision, 1s that
right?

A Yeah -- I mean -- you know -- I don't --
not that that impacted the decision necessarily,
because I wasn't involved in that, but just -- you
know -- I knew Michael was unhappy about some
things and just had heard through the grapevine
different issues that he had with management, but
nothing that came directly to me at that point.

0 And who did you hear this from?
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A Colleagues -- I think more colleagues.
I don't remember -- no -- nobody really in

management above me would've talked to me about

it, it was more just colleagues that knew -- you
know -- different events that were happening.
0 I think you told Judge Fitzpatrick "I

wanted you to know I was not involved in this
decision to pull you off AIA". Why did you want

him to know that you weren't involved?

A Just because I had that awkward moment,

I couldn't really talk to him until the decision
came down at that point, and I didn't -- I don't
know -- I didn't want Judge Fitzpatrick to feel

like I had sandbagged him by not saying anything

before that meeting with Vice Chief Judge

Weidenfeller. So, it was just kind of an awkward

circumstance and I wanted him to know that I was
there as sort of a witness to that meeting with
the Vice Chief and that I wasn't involved in the
decision to remove him from ATIA.

Q The next thing that you told Judge

Fitzpatrick was "I'm not sure what the rationale
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is because I was certainly involved in other stuff

with you", does that sound right?

A Yeah.

0 What did you mean by that?

A I think because my work -- you know --
with Judge Fitzpatrick -- I mean -- I've always —--

I like having him on panels with me and I've
enjoyed our interactions -- and that's on AIA
panels -- so -- you know -- I felt like my
experience was definitely different than what was
said in the meeting by the Vice Chief as the
rationale for Judge Fitzpatrick to be -- you know
-—- pulled off AIA cases. So, that was just -- not
that I discredit the judges that would've had
different experiences than me -- that was not my
experience with him; and so, as his lead, I wanted
to make sure -- you know -- I had no problems with
him from my end and my work with him.

Q So, the decision to remove him from AIA
trials was Jjust inconsistent with your experience
that you had with him, is that right?

MR. HORRIGAN: Objection. Leading.
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JUDGE NIEDRICK: Sustained.
BY MR. KAPPERS:
0 Alright. You also told him in the
voicemail, Judge Mitchell, "I wish they had called

me about the concurrences before those got

pulled". Do you remember hearing that?
A No, I'm sorry, I don't remember —-- say
that again -- I mean -- in more of the context --

I'm sorry.

0 You told Judge Fitzpatrick "I wish they
had called me about the concurrences before those
got pulled".

A Oh-oh, because that -- we were talking
about the concurrence -- I believe that was the
case that Judge Fitzpatrick was sitting with
Judges Eastholm and -- was 1t Zhenyu Yang -- Judge
Yang on those and I know there was sort of email
traffic that went back and forth on whether or not
Judge Fitzpatrick's concurrence would go, and I
would've liked the opportunity to have just picked
up the phone and said "Look, we can't mail your

concurrence" —-- I think that was when it had what
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we would deem confidential information and we just
didn't want to waive any kind of deliberative
process privilege -- 1f I'm remembering the
concurrence —-- and I would've chatted with him
instead of it sort of coming through email,
because I think that's just important as a first
line supervisor, to keep those lines of
communication open and I wouldn't have done that
through email.

MR. KAPPERS: Judge Niedrick, could I --
I'd 1like to share with Judge Mitchell Exhibit VI,
tab 6 at 11 of 462.

JUDGE NIEDRICK: Okay, go ahead. And
this 1is Exhibit O -- this i1s the confidential --
the summary that's labeled "Confidential" at the
top?

BY MR. KAPPERS: Correct.

JUDGE NIEDRICK: Okay. And that's
actually at page is where that starts.

THE WITNESS: I have 1t up, if that's --

MR. KAPPERS: Oh, you have it Exhibit O

up?
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1 THE WITNESS: I do.
2 BY MR. KAPPERS:
3 0 Okay. And Judge Mitchell, what is this

4 document?

5 A So, the typewritten part, Vice Chief

6  Judge Weidenfeller wrote and prepared before the
7 phone call with Judge Fitzpatrick about his AIA
8 work; so I was brought in as -- you know —-- his
9 first line supervisor and -- you know -- to be
10 there on the phone call, so I didn't see so I

11 started just -- you know -- Jjotting notes down
12 about what Judge Fitzpatrick was saying, Jjust to
13 kind of keep in my mind what happened and what was
14 said during the meeting.

15 0 Okay. And so, those are your

16 handwritten notes?

17 A I'm sorry?

18 Q Those are your handwritten notes?

19 A Yes, those are my handwritten notes.
20 0 When did you receive a clean copy of

21 this document?

22 A It was probably the day that we talked
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1 to Judge Fitzpatrick. I think it was right -- if
2 I remember right -- it was right before the phone
3 call.

4 0 And who provided you a copy of this

5  document?

6 A Vice Chief Judge Weidenfeller.

7 Q Do you know who else received a copy, 1f
8 anyone?

9 A I don't know if anyone else did.

10 Q Do you know who prepared the document?
11 A I believe Vice Chief Judge Weidenfeller
12 did to make sure -- you know -- he covered what he
13 wanted to cover in the phone call.

14 0 Do you know if anybody in management

15  approved or reviewed this document?

16 A No, I don't know one way or the other.
17 o) Do you see at the top of the page where
18 all the 452, there's a header that says "Three

19  Performance Summary"?

20 A Yes.

21 Q Were there other sections of this

22

document when you received it?
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1 A I don't know, I don't believe so; and it
2 could've been that this was in-line with our
3  performance appraisal plan, that might be why it
4 says "Three".

S 0 Okay. And at the top in the first

6 sentence this document states "If I were to rate
7 performance today based on the information about
8 which I'm aware, I would rate you as marginal in
9 the element of internal-external shareholder

10 interaction". Do you see that?

11 A Yes, I do.

12 Q Did Judge Weidenfeller make that

13 statement to Judge Fitzpatrick during the May 30
14 callz

15 A Yes, I do remember him making that

16 statement.

17 0 And in this document -- Judge

18  Weidenfeller -- it looks like he lists

19  management's rationale for making the decision to
20 remove him from AIA trials, is that right?

21 A I'm sorry, could you repeat -- are you
22

talking about my handwritten notes?
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1 Q Well, let me ask another question, Judge
2 Mitchell.
3 A Okay.
4 0 Do you see the first bullet and 1t says
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"Problems with timeliness are too frequent and too
serious to ignore"? Do you see that?
A I'm so sorry, I don't. I know that's in

here, but I'm not seeing --

0 Well it --

A -— Oh, here it is -- I'm so sorry —--
you're right at the top -- of course -- I see
that, yes.

Q Alright. Based on your interactions

with Judge Fitzpatrick, did you think he had
problems with timeliness that are too frequent and
too serious to ignore?

A In my direct experience on cases with
Judge Fitzpatrick, no; and I'll give a caveat here
because I'm a former litigator and I tend to push
deadlines, so I'm probably not the one to
necessarily assess other people because I live in

a glass house; but I always felt like —-- in cases
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where I worked with Judge Fitzpatrick -- I got
drafts of things actually earlier than I expected
generally. So, 1t was always nice to have time --
you know —-- to fit in a review of one of his
decisions because I -- I mean -- I'm always
handing stuff two weeks before the deadline to my
panel members and he was definitely three to four
weeks out on cases when I worked with him; so, it
was a nice luxury that I unfortunately do not
often afford my colleagues, so I appreciated that
in working with Judge Fitzpatrick.

0 Is there a like an internal deadline for
which an APJ-1, 1is supposed to send a decision to
the other co- panelists for their review?

A Generally, I think in -- at this
timeframe -- I'm not sure i1f it was in our PAT
support document. Usually how we keyed off --
because there's some internal review processes and
so for those processes outside, the panel - there
were deadlines that we tried to meet so that that
process could get done in a timely manner and get

a case out the door and meet the statutory
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deadline. I don't know if in this timeframe we
had the formal timeframe for that in the PAT
support document or not, I think we did later; but
yeah - I mean -- we all knew -- we're pushing
deadlines -- you want to get stuff out as soon as
you can so that if a panel member has a problem or
Just disagrees and wants to file a concurrence or
a descent, they get that opportunity.

Q Judge Mitchell, if you could look to the
first bullet and in the parenthetical, do you see

Judge Weidenfeller cites a —--

A Oh, gotcha.
Q -—- Twelve business days set forth in PAT
support document. Was that the internal goal for

an APJ-1 to send a decision to the other
co-panelists?

A So, at this time -- so, we have our
performance appraisal plan and we have a support
document that augments that plan, and in that --
so —— now I -- there i1s a deadline in there. So,
that's what the Vice Chief Judge Weidenfeller 1is

referring to. So, 1n this timeframe there was one
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1 in the PAT support document of 12 business days.
2 o) And as an APJ-1, have you ever submitted
3 a draft decision to other APJ's with less than 12
4  days before the deadline?
5 A Yes, I have.
6 0 How many times do you think?
7 A I don't know -- I mean -- as I say —-
8 I'm embarrassed to say as I sit here that I tend
9 to push deadlines with other work and things, so
10 certainly several times.
11 0 Have you ever received from other APJ's
12 a draft decision that's within this 12 business
13 day rule?
14 A Yes.
15 0 Okay. How many times?
16 A Oh goodness, probably every -- maybe —--
17 third or fourth opinion I review. That's just an
18 estimate, but yeah, probably -- I mean -- every
19  four I would say.
20 @) Does the PTAB management track to
21 determine how frequently APJ's are missing this 12
22

business day goal?
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1 A I think what -- no -- I doubt that
2 getting it to your panel is tracked; I don't think
3 anybody tracks that. I do think our review
4 committee -- so, after it clears the panel we have
5 a review committee that takes a look to see "Hey,
6 are there hot button issues that" -- you know --
I "we want to make sure we're consistent on", so
8 that committee -- I think -- does keep track,
9 Dbecause unfortunately I've heard I'm gquite the
10 scofflaw, so I'm one that's probably fairly late
11 getting stuff in to that review committee; so I
12 think they do -- or at least did at one point --
13 they have kept track of when stuff comes in.
14 0 Do you know how many times an APJ-1 that
15  submitted a decision past this 12 business day
16 rule has received an oral negative review like
17 Judge Fitzpatrick did on May 30th?
18 A I don't -- I would only know if it were
19 my direct reports and I don't have another direct
20 report where they got this type of review. So, I
21 wouldn't necessarily know if somebody else did
22

because most of us wouldn't talk about negative
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things about our judges to each other just for --
you know -- we're all colleagues and so a lot of
this would be close-hold; so, I wouldn't
necessarily know if this were done with another
employee. I know from my direct reports, no.

0 Okay. Well, sticking with your direct
reports, have any of your direct reports been
removed from their entire docket of AIA trials for
missing the 12 business day rule?

A I know there -- I do know anecdotally --
there's maybe two or three other judges that have
been moved from AIA to an appellate docket. I
don't think -- anecdotally -- I don't think it was
for timeliness, 1t was other reasons.

0 And before the May 30, 2018 call with
Judge Weilidenfeller did anyone in PTAB management
express to you a concern that they had with Judge
Fitzpatrick's timeliness?

A No, not that I recall.

Q As a lead judge and the direct
supervisor of Judge Fitzpatrick would you have

expected to have been consulted if others in PTAB
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1 management had an issue with his timeliness?
2 A Not necessarily. I mean -- it's —-- I
3 mean -- if it was something that they think I
4 should counsel them on, then yes. You know -- I
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do like to be in the loop certainly with direct
reports and don't -- you know -- but I can
understand when a decision to remove a judge from
a particular jurisdiction that's -- you know --
sort of above my pay grade; so, it's nice to be in
the loop and know what's going on, but I wouldn't
necessarily expect upper management who are
thinking and making a decision like this to
necessarily include me in that decision.

Q Okay. Judge Mitchell, let's look at the
second major bullet that Judge Weidenfeller wrote.
He writes "The judge is expected to recognize the

need for discretion and judgment applies

appropriate". Do you see that?
A Yes.
Q And based on your other involvement with

Judge Fitzpatrick at this time, did you think he

exercised discretion?
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A I think in general Judge Fitzpatrick
does, but there were the two instances -- and I
agreed with it -- where he talked about in his
opinions what we would deem to be confidential
information, part of our deliberative process in
the internal workings of the Board and I agreed
that that should not be put i1n a public opinion
that goes out. So, in those instances I felt like
-- you know -- from my view -- Judge Fitzpatrick
maybe did not exercise the discretion that he
should, and we had very lively discussions when I
talked to him about it, but he did remove that
information when I had asked him on at least the
first occasion.

0 And I would like to return to those two
instances that you reference; but just to be
clear, he did agree to remove that information
from his opinions; is that right?

A Yes, as I remember it, yes; after a
lively discussion, but yes.

Q Okay. Now, Judge Mitchell, I'd like to

point you to what is a sub-bullet and Judge
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Weidenfeller says "You have refused to sign onto
preapproved template decisions, applying SAS which
has delayed issuance of those decisions while your
colleagues sought guidance from management". Did
I read that right?

A Yes.

Q Are you aware of the issue that Judge

Weidenfeller was referring to here?

A Yes.

0 Can you describe what he's referring to?

A So, I think Judge Fitzpatrick had
written separately saying under SAS -- his reading
of SAS -- we did not need to address all the
issues brought up in a petition or -- you know —--

brought up by a patent owner in issuing our
decision on institution, but we had had guidance
from the director saying that we should address as
much as we can in the decision on institution to
really inform the parties goling forward 1in the
trial about -- you know —-- where the issues are
and sort of how we saw the case, to help move the

ball forward. So, I think that was the issue and
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I think management said "Look, we don't want" --
you know —-- "you to basically flout guidance from
the director in an opinion".

0 And if you recall your voicemail to
Judge Fitzpatrick -- I remember -- you said "I
wish they had called me about the concurrences
before they got pulled". 1Is that the same issue
that is in this sub-bullet?

A Yes, because I would have liked to have
talked directly; that's what I was saying. I
think it was done through email -- if I remember
right -- and I only saw that after the fact, but I
would've gotten on the phone with Judge
Fitzpatrick and talked it through, or would've
liked that opportunity to talk it through.

0 I'm pulling up another exhibit, okay?
I'd 1ike to now —-- just for the record -- show you
Appellate's Exhibit BC which is tab 6, starting
at page 246. And Judge Mitchell, on your screen
do you see an email from Judge Fitzpatrick dated
May 18, 2018, and you're CC'd here; is that right?

A Yes.
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1 o) And this relates to the SAS issue that
2 we were --

3 (Audio cuts out)

4 JUDGE NIEDRICK: Yeah, sorry; Mr.

5 Kappers, you keep fading off. I don't know if

6 there's something in front of the microphone or

7 what, but it's Jjust hard to hear you.

8 COURT REPORTER: Yeah, I was just about
9 to ask you to repeat your last sentence please?
10 BY MR. KAPPERS:

11 0 Okay. Does this relate to the SAS issue
12 that we were Jjust discussing?

13 A Yes, I believe it does.

14 0 Okay. And in this email Judge

15  Fitzpatrick emails the group to explain why he

16 disagrees with Judge Weidenfeller's rationale for
17 removing his concurrence, is that right?

18 A Yes.

19 0 Alright. And he then copies the

20 concurrence in this email, do you see that?

21 A Yes.

22 o) Are you aware that other panels have
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been permitted to issue institution decisions
assessing only one claim and one ground as Judge
Fitzpatrick wanted to do?

A I think -- yes -- there was a certain
group of judges that felt like that was the thing
to do, but I believe that was before the director
issued guidance to say (inaudible) really wanted
us to address —-- you know —-- at least what the
patent owner raised so that the parties would know

as much as they could going forward, but I believe

-— if I remember right -- I mean -- there were

certainly judges that did that, but that was -- I

believe -- before that further guidance came down.
0 You've mentioned the director's

guidance. What guidance are you specifically
referring to?

A You know -- I don't know if we received
in writing -- I mean -- certainly this would be
under Director Iancu and he was very good about
signing his name to things and telling us what he
wanted -- and I should know -- and I don't know if

it's in writing or if we were told in training
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1 Tuesday "Look, we really" -- you know -- "when we
2  go forward on grounds" -- you know -- "or go
3 forward on a case" -- and we now know it's a
4 binary choice, you go forward on everything or
5 nothing, we couldn't pick what we thought were the
6 Dbetter grounds as we had done before SAS -- "that
7 1f the patent owner really raised issues, try to
8 address them to let the patent owner know hey,

9 this is -- you know -- could be somewhat strong if
10 you go to trial or not, but just really try to

11 square up the issues for the parties so you get a
12 better trial going forward". That's really the

13 policy that we were told -- give the parties as

14 much information as you can in that decision on

15  institution, which is certainly a strategy -- you
16 know -- you always have to be careful because it's
17 a decision on institution and not a final

18 decision, so you don't want to lead the parties

19  the wrong way either, so; but that was the

20 thinking from the director.

21 0 Okay. So, you don't know one way or the
22

other whether the director signed this guidance?
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A I should know and I apologize I do not.
I mean -- Director Iancu was very good about
putting things in writing and giving it to us, and
I apologize, I don't -- I should know that and I
don't -- if it were in a written directive or if
it were conveyed orally in our training Tuesdays,
I'm not sure. My inkling is 1t is 1n a written
directive, but I can't swear to that.

Q And when you mentioned that Director
Tancu gave "us" this guidance, who's the "us"

you're referring to?

A The judges at PTAB.

Q All of the judges?

A Yeah, he was -- yes. Usually at —-- 1
mean -- he was very good about coming in on
training Tuesdays -- he talked to us a lot
directly -- I can't remember if that was one of

the things he would've talked to us about in a
Town Hall -- that's terrible -- my memory 1s
terrible to remember all the things he talked
about -- but he would sometimes come and talk to

us directly or we would get the information

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmatiandumben 363820307 ng . neage 340 of 1281
MSPB-2023-000184 Fink00340




Day 1

Page: 338

10

11

12

13

14

15

16

17

18

19

20

21

22

through the chief judge or the deputy or one of
the vice chiefs in a more open setting like a
training Tuesday where all the judges kind of come
together and we —-- you know —-- chat about the
important issues.

0 Did the guidance specifically say that
an APJ cannot institute on one claim, one ground
without analyzing the other things under the
grounds?

A I don't know if something was said in
the negative like that or if it was just really
the directive that "Look, if the patent owner
raises an 1issue, I want you to talk about it if
you can give the patent owner and the petitioner
some really idea where you're going". I mean -- I
think maybe the thinking is that "Look, the more
we say 1n our decision on institution, the
businesses may get together and settle" and a lot
of times we feel like that's a better resolution
than us going all the way to final because you get
a business agreement and it may be better for

industry; and I think that was probably Director
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1 Tancu's view, 1is they give more information
2  upfront, it gives them more ability to kind of
3  assess the value of the case and maybe come to an
4 agreement, which could benefit both parties
5 instead of winner take all at the final written
6 decision.
7 MR. KAPPERS: Judge Niedrick, could we
8 take a short break?
9 JUDGE NIEDRICK: How much longer are you
10 going to need with Judge Mitchell?
11 MR. KAPPERS: I have quite some time,
12 maybe 20 minutes --
13 JUDGE NIEDRICK: You remember, you guys
14  weren't even going to call her; you sort of
15 withdraw initially, but now we're going to go for
16 hours? Give me an estimate of how much time you
17 think you're going to need?
18 MR. KAPPERS: Your Honor, I think it's
19  going to be or 30 minutes; but Your Honor, that
20 wasn't our position.
21 We were intending to cross examine Judge
22 Mitchell --
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1 JUDGE NIEDRICK: Yeah, I understand

2 cross examine is limited to the scope of the

3 direct, correct? $So, I don't understand how you
4 could assume that you were going to be able to

> have a two hour discussion with her not knowing

6 what the direct of the scope would be -- the scope
I of the direct would be. So, but -- needless to

8 say -- so, you're saying 20 or 30 minutes?

9 MR. KAPPERS: Yeah.

10 JUDGE NIEDRICK: Okay. Why don't we

11 take -- is five minutes long enough?

12 MR. KAPPERS: Yes, Your Honor.

13 JUDGE NIEDRICK: Okay. Let's take a

14 five minute break. It is 4:36 on my clock here;

15 we'll come back at 4:42. Alright, Ms. Dawson,

16 could we please go off the record?

17 (Recess)
18 JUDGE NIEDRICK: Okay, we are going to
19 continue with Judge Mitchell's testimony. Please

20 remember, Judge Mitchell, you're still under oath.
21 THE WITNESS: Thank you.

22 BY MR. KAPPERS:
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1 o) Judge Mitchell, welcome back. If you
2 recall, Judge Weidenfeller cited a timeliness
3 issue in that May 30, 2018 call, right?
4 A Yes.
5 0 And I recall that you testified you had
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submitted decisions past that 12 day goal, right?

A Yes.

Q Were you ever punished as a result of
that?

A No.

0 Don't you think it's unfair that Judge

Fitzpatrick was punished as a result of that?

MR. HORRIGAN: Objection. Relevance.

JUDGE NIEDRICK: Overruled. Please
answer.

THE WITNESS: In my experience, Judge
Fitzpatrick was usually very on time, in fact more
timely than most judges. I don't know what
happened 1in this particular circumstance because I
wasn't involved, but certainly I have been quite
untimely and have not -- you know -- suffered

being taken off AIA.
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BY MR. KAPPERS:
Q Okay. And I had asked you about Judge
Fitzpatrick's discretion and judgment, I recall

you referencing some confidential information in

his opinions. Do you recall that?
A Yes.
Q That didn't come up during the May 30,

2018 call, did it-?

A I don't believe so. I think Judge
Fitzpatrick talked about it, that "Look, I removed
stuff when you told me to", but I don't think it
was brought up as any kind of rationale for the
removal from AIA.

Q And Judge Weidenfeller didn't include 1t
on his written summary that was Exhibit O we were
looking at, right?

A No-no, I don't believe so.

Q Alright, Judge Mitchell, I would like to
show you an email --

JUDGE NIEDRICK: If you can give me a
citation, I can get --

MR. KAPPERS: I'm sorry. We were
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looking at this document, I believe the tab is tab
5, starting at 221 of 340.

JUDGE NIEDRICK: You said 221? Is it in
-— 1it's an email April of 19' from Judge Mitchell?

MR. KAPPERS: I'm sorry.

JUDGE NIEDRICK: Okay. Do you want me
to share it and you can take a look?

MR. KAPPERS: One second, Your Honor.

JUDGE NIEDRICK: This 1s the one that
says "I wanted to give you a call to discuss what
management has identified as confidential
information in your concurring opinion"?

MR. KAPPERS: Yes. No, I'm sorry; I'm
looking at --

COURT REPORTER: Is -- where 1s that
banging coming from?

JUDGE NIEDRICK: So, this is also —--
just so you know -- at tab 7, page 599.

MR. KAPPERS: I think I may have
misspoke, Your Honor.

JUDGE NIEDRICK: Okay.

MR. KAPPERS: So, I'm now going to pull
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up what 1is Appellate Exhibit CR and that's tab 5,
starting at 221 of 340.

JUDGE NIEDRICK: Thank you.

BY MR. KAPPERS:

0 Judge Mitchell, do you see the email on
the screen?

A Yes, I do.

0 Can you describe what this email is?

A I was trying to remember which -- if
this is Nike -- but there was -- yeah -- there was
some confidential information -- or management
felt like it was confidential information -- in an
opinion that I wanted to chat with Judge
Fitzpatrick about to see if he would remove that
from the opinion.

Q And I'm going to scroll down.

COURT REPORTER: Can everyone mute their
mic —-- can everyone hear me -- this is the Court
Reporter —-- can everyone mute their microphones
who 1s not speaking?

JUDGE NIEDRICK: Okay, what are we doing

here? Mr. Kappers, are -- yeah —-- there you go.
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MR. KAPPERS: Yeah, I'm sorry everybody.
Mr. Suarez's computer now froze. So, I would
like to share a document I had previously shared
which is Exhibit -- 1it's tab 6 at 246.

BY MR. KAPPERS:

0 Judge Mitchell, can you see this?
A Yes, I can.
Q Okay. And -- you know —-- we covered

this before, but you see that you received this
email on May 18, 20187

A Yes.

0 And it looks like there's an attachment

to 1t, 1s that right?

A Yes.
Q Okay. Now I'd like to go down to the
attachment -- and this starts at page 252 of 462.

Judge Mitchell, 1s this the guidance regarding SAS

that you were referring to earlier?

A Yes, 1t 1is.
Q Was there any other guidance -- other
than this document -- that was communicated by the

director regarding institution decisions after
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1 SAS?
2 A I do believe the director came and
3 talked to us personally because he did that
4 several times when we had big -- I mean -- this is
5 a pretty tectonic shift for us to have to address
6 all claims or none and it certainly shifted around
7 the workload for us a bit - and I want to say he
8 would've gone over some of this in-person -- if I
9 remember right - but I certainly remember the
10 guidance to -- you know -- address as much as you
11 can as to what the patent owner is questioning in
12 the -- you know —-- proceeding.
13 0 Alright, just a few more questions,
14 Judge Mitchell. As Judge Fitzpatrick's lead judge
15 and first in line supervisor, did you sign -- do
16 you recall signing -- his written performance
17 appraisals?
18 A Yes, of course, yes.
19 0 Would you have signed those if you
20 thought them to be inaccurate or untrue?
21 A No.
22

MR. KAPPERS: Thank you. 1I'll pass the
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1  witness at this time.
2 JUDGE NIEDRICK: Okay. Mr. Horrigan,

3 your witness.

4 MR. HORRIGAN: Thank you.

5 CROSS-EXAMINATION

6 BY MR. HORRIGAN:

7 Q Alright. Just a couple of background

8 questions. How long have you been a lead judge?

9 A I believe probably since 2014, somewhere

10 around there.

11 0 Okay. 1In your duties with respect to

12 supervision, are you more concerned with

13 administrative stuff or substantive legal matters?
14 A I consider myself more administrative

15  because I basically help the judges get their job
16 done and I'm not involved so much in the substance
17 of a case, but it's just -- you know -- when they
18 have a question, when they need something, they

19  need equipment, I'm the one they're going to call.

20 0 Okay. And you talked about your respect
21 -- T think is a fair word -- for Mr. Fitzpatrick,
22 right?
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1 A Yes.
2 0 And he tends to do good work as a APJ?
3 A Yes.
4 Q He's a strong legal writer, would you
5 say?
6 A Yes --
7 0 Would you say --
8 A --— I mean -- I don't always agree, but I
9 feel like he's a strong writer, vyes.
10 0 But do you think he typically covers the
11 issues well?
12 A Yes.
13 Q Okay. And why is that important -- if
14 it is -- to APJ's?
15 A We certainly -- you know -- part of what
16 T do with the performance appraisal ratings at the
17 end of the year is discuss quality -- that's one
18 of our core requirements of the job -- and to me,
19  quality and opinion is not whether I agree with
20 you -- certainly because reasonable minds can
21 differ on a lot of issues -- but how well do you
22 express -- you know -- the issue, how you get to
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1 your decision, and the decision for that
2  particular issue. So, being able to write well is
3 paramount for our job and being able to
4 communicate our decisions and the why of our
5 decisions.
6 Q But explaining your position clearly
I also affects stakeholders, correct?
8 A Yes-yes because they're certainly
9 looking at what we say about -- you know -- claims
10 and issues -- yes.
11 0 So, you agree it's important to be clear
12 about the legal reasoning?
13 A Yes.
14 0 And you would agree that Mr. Fitzpatrick
15 is very good at that?
16 A Yes.
17 o) Okay. We'wve covered this ground a
18 little bit, but I just need to get a little bit of
19  information from you. Tab 7, page 102. I'm
20 sorry; we haven't covered this subject yet. Tab
217, page 102.
22 A Okay. I've got it.
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1 0 Okay. Do you recall -- I'm sorry --
2 thank you. Do you recall being involved in this
3  matter back in 20177
4 A Yes.
5 0 Okay. And how did you get involved with
6  this?
7 A I'm trying to remember. I probably
8 would've been asked by Vice Chief Judge
9 Weidenfeller that "Hey, we think there's
10 confidential information in this opinion" and that
11 they wanted me to talk to Judge Fitzpatrick about
12 it; and would he --
13 Q Might that -- I'm sorry.
14 A -— Sorry.
15 o) -— Might that have been Mr. Tierney?
16 A It might have been Mr. Tierney at the
17 time, vyes.
18 0 Okay. Well, why don't we just go to
19  page 96 of this same tab?
20 A Okay.
21 0 And do you recognize that?
22 A Yeah.
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1 Q Alright. And I just want to make sure
2  that you agree that this is a decision in a
3 particular (inaudible) right?
4 A Yes-yes.
5 Q Okay. And so, then let's go to page 99
6 in that same document.
7 A Okay.
8 0 Alright. And do you see that line
9 through there?
10 A Yes, I do.
11 o) Okay. Now first of all, we've had a lot
12 of testimony about ARC, but who is on ARC?
13 A It's a rotation of judges, so I've been
14 on ARC in the past. Basically, Jjudges rotate on
15  and off, so our colleagues make up ARC.
16 0 APJ's or lead judges -- what are you
17 referring to?
18 A Oh, APJ's, I'm sorry. What I would call
19  1line judges.
20 0 Okay. And so, we see ARC made this line
21 through on Mr. Fitzpatrick's document?
22 A Yes.
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1 0 Okay. And do you agree with their
2  decision -- or their -- whatever they were doing
3 —-- requesting or asking -- do you agree with them
4 on this?
S A Yes. Let me make sure I'm remembering
6 to make -- yes. So, this was a failed vote on the
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decision that was put up for precedential status
that the judges voted no, and we consider this
confidential internal workings of the Board and
this would not -- should not -- be available for
public consumption.

0 Are you familiar with the phrase

"deliberative process"?

A Yes, 1 am.

Q Would that apply to this situation?

A Yes —-—

Q How?

A -— It certainly would. I feel my —-- I
mean —-- this 1s -- to me -- gquintessential
deliberative process. You want the judges to vote
-— you know -- how they see fit on whether a case

should achieve precedential status for us, and
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1 certainly that whole process of back and forth --
2 I mean -- we take comments, we talk about the
3 comments -- so all of that give and take of -- you
4 know -- that goes into that vote -- and the
5 decision really should be protected by the
6 deliberative process privilege.

7 0 Okay. And now I'm going to ask you to

8 go to tab 32, page 96.

9 A Okay. I'm there.

10 MR. HORRIGAN: TIs everybody else okay?
11 QOkay.

12 BY MR. HORRIGAN:

13 0 So, what do you understand this to be?
14 A These were the talking points that I

15 believe I wrote because I wanted to make sure I

16 understood what I was going to say as to why I was
17 telling Judge Fitzpatrick "This really can't be in
18 an opinion. This is really" -- you know --

19 '"privileged information shouldn't be there".

20 0 So, you anticipated a conversation with
21 Mr. Fitzpatrick, is that it?

22 A Yes.

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . npage 356 of 1281
MSPB-2023-000184 Fink00356




Day 1 Page: 354
1 Q And these are notes for you to get
2 through that conversation, is that right?
3 A Right, to make sure I understood because
4 I know -- as I've said before -- the one thing I
S5 appreciate about Judge Fitzpatrick is I better dot
6 my I's and cross my T's, and I wanted to make sure
7 I had thought through where we said that this is
8 deliberative process; and so I pulled SOP2 and
9 found what I needed, that look, we've said this
10 should be confidential.
11 0 What's SOP2?
12 A It's one our standard operating
13 procedures and I believe at the time it would've
14 talked about voting for precedential status of
15  opinions.
16 o) Okay. And so, why don't you just
17 explain to the Administrative Judge that second
18 bullet that we see?
19 A Yeah, so we had stated specifically in
20 our standard operating procedure -- we talked
21 about the vote -- "Look" -- you know —-- "these
22

kinds of interactions we consider part of our
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1  deliberative process" -- you know -- and like I've
2 said -- I'm a former litigator for DOJ and
3 would've -- you know -- I dealt with this in that
4 context too and certainly would agree in this
5 instance -- quintessentially you want judges to be
6 able to say what they want to say about an opinion
7 and not having it aired to the point where -- I
8 mean -- we've had -- you know -- comments that
9 "Look, there's a bunch of typos in this and we
10 don't want to make is precedential" -- you just
11 don't want that -- I mean -- and that's very minor
12 -- that's not going to substance -- but, those are
13 things you don't want aired to the public, that -
14 "Look" -- you know -- "these kinds of" -- you know
15  —-- "interactions" -- and when you waive that
16 privilege about the vote -- you know -- that's a
17 slippery slope, it opens everything up. So, to me
18 this was very important that this not go out in
19  opinion, that we not be considered to have waived
20 our deliberative process anytime when we're
21 talking about a precedential opinion vote.

22

MR. HORRIGAN: Thank you. I'd like to
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move Agency Exhibit 8 which is tab 32, pages 96 to
97 into evidence.

JUDGE NIEDRICK: Any objection?

MR. KAPPERS: No objection.

JUDGE NIEDRICK: Okay, that's moved into
evidence.

BY MR. HORRIGAN:

Q Alright, ma'am, can I refer you now to
tab 6, page 567?

A I'm there.

Q Alright. Why don't you explain what's
going on on September 01, 201772

JUDGE NIEDRICK: I'm sorry, can you give
me the citation, Mr. Horrigan, I'm sorry.

MR. HORRIGAN: I'm sorry. Tab 6, page
56.

JUDGE NIEDRICK: Thank you.

THE WITNESS: So, this was a summary of
the call that I was on with Vice Chief Judge
Tierney where we talked about removing this
information on the precedential vote from Judge

Fitzpatrick's opinion.
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1 BY MR. HORRIGAN:
2 Q And you were again on this call?
3 A Yes.
4 0 Okay. How did that conversation go --
5 was it well- received or not -- how would you
6 describe it?
7 A I think this was the second conversation
8 about it because I feel like with my first
9 conversation with Judge Fitzpatrick -- if I
10 remember right -- we had a very lively discussion
11 about -- you know -- if an opinion is voted to be
12 precedential, of course the public knows about
13 that vote; so, he felt like why wouldn't they know
14  if we voted and didn't -- the vote was not
15  successful. So, I think we was pushing more for
16 where is this -- you know -- can you really show
17 me it's confidential, I don't think it is. So, I
18 believe -- if I remember right -- that it was
19  elevated to Vice Chief Judge Tierney and --
20 0 Okay.
21 A -— You know -- and Judge Fitzpatrick is
22 always very cordial, but I'm not sure he -- you
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know -- agreed with our assessment that "Hey, we
really can't have this in the opinion because" --
you know -- "you might have" -- "it might be
considered the waiver of deliberative process and
then people could ask for all kinds of things
about our votes on precedential opinion".

0 Okay. So, did I understand you to be
saying that you had a conversation with Mr.
Fitzpatrick before September 01, 20177

A I believe so -- if I remember right --
and I apologize i1if I'm misremembering the
instances, but I know -- I believe -- this is the
one where he really wanted to know where we said
this 1s confidential and to understand why this
would be considered confidential. So, I believe I

talked to Judge Fitzpatrick before --

Q And then on -- I'm sorry, go ahead.
A -- No, that was it, I'm sorry.
Q Okay. On September 01, 2017 did Mr.

Tierney talk to Mr. Fitzpatrick about this?
A Yes.

0 Did he relate the points that we see
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Y

here on this page?

2 A Yes-yes.

3 Q Okay. And then, let me take you down to
4 the bottom final bullet. Do you see that, the

5 Dblack bullet?

6 A Yes.

7 Q It's at the very bottom of page 56.

8 A Yes.

9 0 Okay. Did that happen as well -- did

10 that part of the conversation take place?

11 A Yes.

12 0 Okay. And if I could point you to the
13 second white bullet, you see "Adjusting your case

14 assignments"?

15 A Yes.

16 Q What do you understand that to mean?

17 A Moving Judge Fitzpatrick to another --
18 you know —-- to ex parte appeals -- yeah -- we have

19  two sides of the house. We have the appellate
20 side, the ex parte appeals side and the AIA trial
21 side; and that's what I took that to mean, is

22 moving you to doing appeals and not AIA.
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1 Q Okay. And then, let me refer you to tab
2 6, which we're in, page 59.

3 A I am there.

4 0 You're familiar with that email?

5 A Yes.

6 0 And for the Administrative Judge, who

7 are all the people who are copied on that?

8 A I'm sorry ——- on the original -- from the
9 email from Judge Fitzpatrick?

10 Q Correct. And I've got to apologize as
11 well, I'm having computer problems; but I think

12 we're on tab 6, page 59.

13 A Mm-hmm, vyes.

14 0 Okay. And so I just -- the question was
15  -- who is on the CC line here?

16 A Judge Yang, Judge Snedden, Deputy Chief
17 Judge Bonilla, Chief Judge Bullock, Judge Shiner,
18  me, Judge Margulies, Vice Chief Judge Tierney.

19 0 Okay. And who do you -- what do you --
20 understand the relationship between all those

21 people is?

22

A We're all colleagues on the Board and

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . npage 363 of 1281
MSPB-2023-000184 Fink00363




Day 1 Page: 361
1  some are in -- you know -- management positions
2 and some are administrative patent judges.
3 0 Okay. And then, real quick, if you
4 could go up to tab 6, page 62, the bottom, the
5> last paragraph there? Do you see that?
6 A On page 627
7 @) Correct.
8 A Okay, yes.
9 Q I just want to confirm, does that
10 refresh your recollection about when you spoke
11 with Mr. Fitzpatrick?
12 A Yes.
13 0 Okay. And so, the date there is what?
14 A August 24, 2017.
15 0 Okay. Does that sound right to you?
16 A Yeah, vyes.
17 0 Alright, thank you. Can we move to tab
18 7, page 5597
19 A Okay.
20 Q So, this document we've seen before, and
21 this looks familiar to you?
22 A Yes.
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Q And then, I'm going to ask you to turn
down to page 599 and just confirm that that's the

information that you had highlighted?

A Yes -- I think actually, Vice Chief
Judge Weidenfeller highlighted this -- but yeah.

Q Okay. And so, down to 602.

A Okay.

0 And that's the information that was

highlighted to Mr. Fitzpatrick asking him to
remove 1it, correct?

A Yeah.

Q Okay. Anything else -- was he asked to
remove anything else?

A From this opinion, I don't believe so.

Q Okay. Just to clarify though, these
highlights were made by Mr. Weidenfeller and not
by you, correct?

A Yes, I believe so.

Q Okay. Do you agree that this is
confidential information?

COURT REPORTER: I'm sorry; could you

repeat that last answer, Ms. Mitchell?

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . npage 365 of 1281
MSPB-2023-000184 Fink00365




Day 1 Page: 363
1 THE WITNESS: Yes.
2 BY MR. HORRIGAN:
3 0 Okay. Let me ask you about -- first of
4 all -- SAS -- you talked about -- I just -- do you
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know whether it's okay to have two judges issue an
institution decision?

A Yes; under our statute, only our final
written decisions require a three judge panel. We

actually at one point --

Q Okay. Were you --

A -— Oh, go ahead, sorry.

Q -— No, please, go ahead.

A At one point we talked about having a

pilot to just have single judge institutions when
we were so slammed with work, so we certainly knew
we could go down to even one judge, and we
certainly do that on some of our interlocutory
work; we'll send out -- you know -- an order as a

single judge too.

0 Was that the case in 201872
A We certainly could -- yes -- do that.
We weren't as slammed in 2018 -- 1f -- I'm trying
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1 to remember -- we had a good amount of work then,
2 but probably had a better handle on things.
3 0 And back in 2018, do you think that was
4 widely known among APJ's?
S A That you could issue a decision on
6 dinstitution with less than three judges?
7 @) Yes.
8 A Yes; that was known, yes.
9 0 Okay. Finally, I'm going to take you
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back to that May 30th conversation you had with

Mr. Weidenfeller and Mr. Fitzpatrick, remember
that?

A Yes.

Q As a result of that, did anything go
into Mr. Fitzpatrick's record?

A No.

Q Now, you have been involved in
counseling sessions -- you mentioned that in your
testimony before -- remember that?

A Yes.

Q To your understanding, was this a

counseling session?
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1 A Yes -- I mean --
2 0 Thank you. No further --
3 A --— I'm sorry.
4 0 -— That's okay.
5 A There was a consequence given to Judge
6 Fitzpatrick, but it was counseling, yes. We
7 didn't -- nothing from me went into the file.
8 0 Okay. Thank you very much, nothing
9 further.
10 A Okay.
11 JUDGE NIEDRICK: Okay. Judge Mitchell,
12 it was at the May 30th meeting that he was
13 reassigned, correct?
14 THE WITNESS: Yes.
15 JUDGE NIEDRICK: So, I would say that's
16 g little bit more than a counseling session,
17 wouldn't you?
18 THE WITNESS: Well certainly, that's --
19 vyeah -- I mean -- in terms of -- yeah -- his
20 assignments changed, but certainly no -- there's
21 nothing in his file that would really discuss that
22

or —-- you know --

Pleading Numben 2022027 158ourt Subpissien daje ~2022-08041130813080 - -Confirmatiandiumben 363820307 ng . npage 368 of 1281
MSPB-2023-000184 Fink00368




Day 1 Page: 366
1 JUDGE NIEDRICK: Do you consider the --
2 sort of -- removing him from the AIA cases a
3 punishment?

4 THE WITNESS: -- Yeah -- I mean -- that
5 would have been -- certainly in Judge

6 Fitzpatrick's mind it was --

7 JUDGE NIEDRICK: But, I'm talking about
8 in your mind.

9 THE WITNESS: -- Yeah -- I mean -- yes
10 -- if you want to do -- I mean -- to have the

11 availability to do the jurisdiction that you would
12 1like -- you know -- permitting that we have the
13 work for you to do in that particular area -- is
14 something that judges would want, yes; and to be
15 told "No, you can't do a particular Jjurisdiction"
16 —-- yeah -- would be -- could certainly be

17 considered -- you know -- not what you would want
18 to have happen.

19 JUDGE NIEDRICK: Is it commonplace at
20 the PTO for second and third level supervisors to
21 take a punishment against somebody or issue a

22

counseling against someone without the input of
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1 the first level supervisor?
2 THE WITNESS: I don't -- I'm not sure if
3 that is common because I'm not as familiar with
4  other people -- you know -- so I don't know. I
5> mean -- it would -- you know -- like I said -- I
6 would like to be in the loop on things and this
7 decision was made and I wasn't, but I don't know.
8 I'm sorry, I don't have the answer to know because
9 I haven't been in other positions at the PTO to
10 kind of know "Hey, this is how it's done in the
11 court" or not.
12 JUDGE NIEDRICK: Has this ever happened
13 before or since? Have you ever had an APJ that
14 you were managing as a first line supervisor where
15  this sort of thing happened where upper management
16 took an action against them -- changing what they
17 were doing -- to the extent where you and the APJ
18  would consider a punishment without consulting
19 with you and getting your input prior to making
20 that decision? Has that happened before or has it
21 happened since?
22 THE WITNESS: No.
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1 JUDGE NIEDRICK: Okay. Are you aware of
2 that happening with any other APJ's?

3 THE WITNESS: No, not that I'm aware of.
4 JUDGE NIEDRICK: Okay. In sort of

> looking at the different documents that Mr.

6 Horrigan went over with you -- the target decision
7 —-- sort of discussing -- I guess -- the

8 precedential or non-precedential effect of the

9 vote that occurred and discussing that in a

10 decision versus the issue in Nike relating to due
11 process -- do you see a difference between those
12 two issues with regard to your conclusion that

13 they involve deliberative process?

14 THE WITNESS: I think to the degree that
15  they do, yes; because I think -- you know --

16 understanding what deliberative process is for, it
17 seems to me that that vote on whether an opinion
18  should be precedential, that's just quintessential
19 deliberative process; where you want to protect

20 not the decision-maker but the people who are

21 giving information to that decision-maker -- you
22

want that to be a very-very fulsome discussion.
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1 So, I would agree with you as far as applying
2 deliberative process -- so gquintessential
3  deliberative -- what deliberative process is meant
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to protect versus whether the panel is expanded or
not.

JUDGE NIEDRICK: Yeah, and I guess the
distinction -- for me looking at this -- and I'm
Just trying to understand this and learn this
throughout -- this is not commonplace in the
practice that I've done -- where as a federal
prosecutor -- I haven't dealt with these types of
issues before. So, what I'm trying to understand
1s, do you think that the deliberative process
privilege includes information that i1s a directive
to change your decision in a case, 1s that
protected under deliberative process? If I'm
being named administrative judge in this case and
someone who you don't -- as a party -- know is
involved in a case tells me to change my decision,
should that be protected under the deliberative
process?

THE WITNESS: The decision itself -- me
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coming to you and saying "Hey, I need this taken
out" -- should that be protected? 1Is that what
you're asking?

JUDGE NIEDRICK: I'm going even further
than that in the example --

THE WITNESS: Okay.

JUDGE NIEDRICK: -- I'm changing my
decision in the case. I reach a conclusion, I'm
told by my supervisor "Change your conclusion" and
I'm supposed to issue a decision changing my
decision in a case without disclosing that I've
been told to do that. Is that --

THE WITNESS: You're talking about
changing your substantive decision?

JUDGE NIEDRICK: -—- Yes.

THE WITNESS: Is that deliberative
process -- I mean -- I'm trying to think --
certainly the bread and butter of our decision --
we're dealing with patent ability. I have never
had anybody from upper management say "Hey, I
don't agree with your" -- you know -- "your

analysis under 102, change it". I mean -- that's
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1 sort of -- as far -- in my view -- my independence
2 —-— that's where it is at the core of that patent
3 ability decision. Some of what we kind of get

4 told by directives are really involving sort of

5 the penumbra -- sort of the procedural ways that
6 we handle things -- that to me -- I feel like the
7 political's really get that shot to say "This is

8 how we're going to go". I mean -- every time we

9 get a new director you get a little bit of

10 different emphasis and that's our process, that's
11 our executive branch of government -- you know --

12 I'm in this branch and not the judiciary which

13 would be a little -- certainly -- different and
14 more independent. So, that's my view. I don't
15 know -- I mean -- I think they have in some ways
16 the prerogative -- I would need a little bit more

17 on the hypothetical to know what I'm asked to
18 change -- but if we're talking about procedure --
19 which a lot of times we are on these directives --
200 I'm usually very fine to follow -- you know -- if
21 the director tells me "Hey, don't just do one

22 claim and one ground, I want you to address what
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the patent owner says" because we get —-- that
decision on institution is actually delegated to
us from the director. I'm fine if the director --
that's what the director feels like we should do
in decisions -- you know -- to move the ball
forward in a trial -- whether I agree or not --
because sometimes I might think "You know what, I
don't want to say too much because then they're
going to think I've decided one way or the other
and I don't necessarily want to push parties that
way". I can have a very different view, but I
respect the director gets to make that call --
that's how our system works on the executive
branch side. So, I'm not sure 1f that is helpful.
JUDGE NIEDRICK: Okay. Yeah, it's
helpful, but I guess in my sort of hypothetical --
this is kind of what I'm trying to understand is
-—- by packing panels after you see what the
decision of the initial panel 1is, 1isn't that in
effect changing the decision without the parties
knowing it and having the ability to sort of

address it?
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1 THE WITNESS: There is a decision -- and
2 I should've reviewed it -- it's in (inaudible)

3 where we actually -- I think the Federal Circuit

4 said you really can kind of pack the panels in a

> sense and that's okay. I do think the management
6 that we have in place is very-very careful about

7 doing that, and certainly that has not happened

8 recently. You know -- it's such a fine line

9 between what can the director set as policy and --
10 you know -- how much independence the judges have
11 to sort of manage a case, and certainly for the

12 decision on institution -- because it's delegated
13 to us and can be removed -- I think the director
14 has a lot more say in what goes on there.

15 JUDGE NIEDRICK: Can I ask you if you're
16 familiar with the Arthrex decision that the

17 Federal Circuit issued?

18 THE WITNESS: Yes.

19 JUDGE NIEDRICK: My understanding from
20 what the Federal Circuit looked at was that you as
21 APJ's were principal officers, that's the

22

determination that they made; that in essence
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there wasn't a political impact on your decisions
and that was one of the problems with Arthrex,
that for the Patent and Trademark Office you have
all these people who sort of weren't
presidentially appointed and senate confirmed
individuals making final decisions for the Agency;

and that's the way the Federal Circuit looked at

the APJ position. So, I guess —-- and Arthrex came
out -- I'm not sure —-- that was sort of after all
of this -- but clearly the court felt that you all

were the final decision-makers and so given that,
the idea that a political appointee at that time
-—- and again I understand the landscape has
changed here -- but at that time it seems as
though it would'wve been a reasonable position to
say "My decision shouldn't be impacted in this
way, 1n packing the Board or changing the decision
after the panel had made a determination on a
case"; and I'm trying to understand the process
and whether that would be reasonable. You said
"it's a fine line between policy and sort of

decision making here" --
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THE WITNESS: Mm-hmm, yes.

JUDGE NIEDRICK: -- And I'm wondering
whether you think that was a reasonable
conclusion? Was this a reasonable fight that
Judge Fitzpatrick was sort of making -- the stand
that he was making -- at that time?

THE WITNESS: I think when you look at
Arthrex -- I mean -- there's a difference between
-— I think -- our final written decisions on cases
and our decisions on appeals that are final --
agency decisions and the decisions on institution,
which would have involved the SAS issue because
that i1s delegated by the director; but certainly
on the final decision, it's a three judge panel.

I do think when we're talking about patent ability
-— substance -- although certainly Director Iancu
got very involved with 101, which is statutory
subject matter and how we would treat it because
frankly it's kind of a mess in the courts and he
was trying to make i1t as cohesive as we could from
a agency, trying to take a stab at doing that; so

he got into more substance that way in sort of
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applying cases. But generally, when we're talking
about patent ability, nobody steps in to tell a
panel how to rule one way or the other; I haven't
seen that in my tenure at the Board. To me,
that's the heart of what we do. I feel like there
are other issues that -- procedure -- how we
handle some of the stuff that we do -- that I do
feel like it really i1s the political's purview to
direct the agency. I mean -- certainly the
political appointee is talking to Patents and
Patents can sometimes shift what they're doing to
address stakeholder interactions that the director
is having, and sort of making our agency more
responsive to people who are out there -- you know
-— on both sides of beat; whether you're a patent
owner or you're a petitioner -- you know --
somebody who's trying to break into an area or
somebody who's holding all the patents. Those are
kind of the political things that I feel 1like
that's the director's purview and that's what it
should be. I don't feel like director's do

interfere in those nitty-gritty patent ability
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1 issues which are at the heart of what we do; even
2 though -- and that's where -- the courts are
3 talking about "you're a principal law officer".

4  We are -- I mean -- the director's not coming in

5> to tell me I got the 102 wrong. I mean -- there

6 can be director review of that where the director
7 disagrees and overturns me, fine; but does not

8 come in - I've never seen that happen where we get
9 in the substance of patent ability and somebody

10 said "Hey, you just got it wrong". I mean -

11 somebody may think we did and say "Hey, the panel
12 might want to think about X, Y and z", but it's

13 still the panel's decision. That's how it is with
14 our ARC -- our AIA review committee -- they make
15 suggestions that you can take or leave and

16 certainly I value their input because I want to

17 make sure I'm not saying something in an opinion
18 that I'm so myopic on the opinion that I miss the
19 forest for the trees and I'm really saying

20 something that's the opposite of my colleagues,

21 and it makes the Board look like we're

22

inconsistent; and frankly, with the review
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1 committee, we've stayed more consistent -- I would
2 say -- than the Federal Circuit, which we pride
3 ourselves -- you know -- that we have a lot of
4 judges and we stay very-very consistent. So, I
5> don't know if that fully answers your question?

6 JUDGE NIEDRICK: That helps. Again, I'm
7 Just trying to understand it. Let me ask you

8 this. Specifically with the sort of issues that

9 we have in this case -- the issue of whether

10 parties -- litigants -- should be notified that

11 the panel is being expanded or changed or

12 unexpanded, do you see that as a sort of

13 procedural deliberative process issue that the

14 agency has no obligation whatsoever to disclose or
15  do you see that as a due process issue that the

16 litigants should at least know who's on the panel
17 -- who's been designated -- if it's expanded, they
18  should be told it's expanded -- I don't know if

19  you can answer that question, but I just want to
20 sort of generally understand what your view is on
21 that?

22 THE WITNESS: I can answer kind of
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personally -- and I don't --
the chief would say -- but I
decision comes down, I'm not
really have a due process --

the door -- to say how -- "I

you know -- know what
feel 1like until a
sure if the parties
you know —-- foot in

want to know about

the internal workings". I feel like once a

decision comes down, 1t's going to show you there

is an expanded panel because

you're going to have

a bunch more judges on the line that says this is

who decided. I feel 1like if it's expanded or not

expanded -- you know —-- unexpanded -- and no

decision has gone out, I don'

t see why that would

necessarily be for public consumption because what

rights have really been impacted if we've made no

decision with that expanded panel if we just

decided "Hey, we expanded, but now we're not and

no decision was made", I don'

t —— I feel like

there's always -- I mean -- the old litigator in

me 1s always worried about waiving deliberative

process privilege and certainly as an agency we

get a lot of foyer requests from the media, from

individuals and you don't want to open that door
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1 to have people with so much of a view of your
2 internal workings that we're bound up and we
3 really can't do what we need to do to take care of
4  cases and move cases; and I don't think the impact
5 and the intent of what we're doing is to hide the
6 Dball from the public, it's just we need to be
7 nimble and maneuver and -- to me -- until a
8 decision is made, there's no impact on the
9 parties. So, that would be my answer; that you
10 don't want people sort of scrutinizing everything
11 that we do that we feel like we can't really
12 maneuver without worrying about "Wow, how is this
13 going to sell to this particular stakeholder group
14 or that one".
15 JUDGE NIEDRICK: Why identify judges at
16 all then in cases? Why not just say "Panel Z is
17 going to hear this"?
18 THE WITNESS: We have -- we can do that
19  with per curium -- I mean -- you know who the
20 panel is, but we don't really say who will write
21 it. 1If it's sort of one of those -- I mean -- we
22 have different reasons to write per curium -- but
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we can certainly do that. I feel like though,
because we are those principal officers, we are
making those nitty-gritty patent ability decisions
-— you know -- you want people to put their names
on it -- you know -- you want people to stand
behind their work; and I feel like all judges --
you want your name on an opinion that you have
authored or that you agree with.

JUDGE NIEDRICK: I'm wondering -- it
seems as though a lot of the issues in this case
have arised from Judge Fitzpatrick not following
guidance, and that's been the concern and the
talking points from the May 30th summary, 1t seems
as though the issue was him not following
guidance; and I'm wondering why the agency calls
it guidance 1if it's directives? If the issue 1is
if you don't follow this guidance then you're
disobeying my directive and you will be punished,
it seems to me that in order for it to be clear,
the agency shouldn't refer to this information as
guidance; 1t should be directives. Why do they

call it guidance if you're required to do it?
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THE WITNESS: I'm -- I don't have an
answer —-- I mean -- I think that's probably
historic with the agency. I can tell you a few
asked and certainly we have judges that have --
what I call -- you know -- their in-house -- they
grew up 1in the Patent Office -- they come from the
Patent Corps. The would tell you "If I get
guidance from the director, I need to follow that
guidance" -- I mean -- that's understood in our
culture --

JUDGE NIEDRICK: Sure.

THE WITNESS: -- That when political put
that into guidance, that's something that you are
mandated to follow. So, that's maybe more
cultural to us and I know it's maybe somewhat hard
because a lot of our judges didn't grow up 1n the
corps of -- the examination corps -- you know --
when you come from the outside, the government's
always a little weilrd and different; so —-- but I
feel like that's just our culture is it's called
guidance, but everybody knows when that director

puts pen to paper and says "This is what I want
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the agency to do", that's what we do.
JUDGE NIEDRICK: Okay. I don't think I

have anything else. Any follow-up questions, Mr.

Kappers?
MR. KAPPERS: Just a few.
REDIRECT EXAMINATION
BY MR. KAPPERS:
Q Judge Mitchell, Mr. Horrigan had asked

you about the deliberative process and
confidentiality in two cases. It was the Target
cases and the Nike case; do you remember that?

A Yes.

Q And I just want to go through the

timing. So, 1in Target that was in September 2017,

is that right?

A T believe so.

0 And how many written reviews would Judge
Fitzpatrick have received after September 201772

A Four, I believe; 1if I'm counting right.

Q Would it be the -- maybe it's two --
it's the October 2017 and then the -- the fiscal

year end review and then the April mid-year review
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1 -- does that sound right?
2 A Yes. I'm sorry, I thought you were
3 talking til present -- oh, you mean --
4 0 No, I'm sorry —--
5 A --— I'm sorry —-- yeah.
6 Q -— In between September 2017 and the May
730, 2018 call -- okay. And the deliberative
8 process confidentiality issue -- that didn't make
9 it into his written reviews, right?
10 A No, it did not.
11 o) And was it discussed during the May 30,
12 2018 call with Judge Weidenfeller?
13 A I'm sorry —-- what - no-no.
14 o) Alright. And now, in the Nike IPR, that
15 -—- you had passed on some proposed changes in
16 April 2018, right?
17 A I believe so.
18 Q And there would have been one review
19  after that, the April mid-year review; does that
20 sound right?
21 A Yes.
22 Q And did the confidential deliberative
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process issue —-- with respect to the Nike IPR --

get discussed on the May 30, 2018 call with Judge

Weidenfeller?

A

it for me.

Q

I don't believe so.

MR. KAPPERS: Okay. Thank you, that's

JUDGE NIEDRICK: Okay. Mr. Horrigan?
MR. HORRIGAN: Yeah, just one question.
RECROSS EXAMINATION

BY MR. HORRIGAN:

So, we talked about the end of year 17',

performance appraisal of the mid-year for 18', you

did not mention this in either of those; why 1is

that?

A

Q

A

It had already been dealt with, so I --
Thank you for that.
Okay.

JUDGE NIEDRICK: Thank you very much,

Judge Mitchell, for your testimony. Please don't

discuss 1t with anyone. If you have any

questions,

please contact Mr. Horrigan or Mr.

Kappers, okay.
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THE WITNESS: Thank you.

JUDGE NIEDRICK: Thank you, and you can
go ahead and leave the meeting or I can go ahead
and remove you if you don't see the leave button.
There should be a little button on the --

THE WITNESS: I've got it.

JUDGE NIEDRICK: Okay. Alright, thank
you, have a good night.

THE WITNESS: Thanks, you too.

JUDGE NIEDRICK: Okay. So, I don't
think we're going to have time for our next
witness unless we go really late. Is it
Weidenfeller, is that who's going to be next, Mr.
Horrigan?

MR. HORRIGAN: That's correct.

JUDGE NIEDRICK: Okay. So, why don't we
pick up with him tomorrow morning at 8:30 and then
we'll go through the rest of these. Hopefully we
can finish tomorrow. Given the way we're moving,
I have a feeling i1t might be a little slower, we
might need an additional day; so we'll have to

talk about that, depending on how things go
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tomorrow. I don't think I have anything else.
Any questions or concerns, comments before we go
off the record and adjourn for the day? Mr.
Horrigan?

MR. HORRIGAN: No.

JUDGE NIEDRICK: Okay. Mr. Suarez,
Kappers? Mr. Abramic, any questions, concerns,
comments? Okay.

MR. SUAREZ: No, Your Honor.

JUDGE NIEDRICK: Great. Ms. Dawson, do
you need anything before we go off.

COURT REPORTER: No, most of the
verifications that I have, I can actually look up
through the Patent -- they've mentioned people who
work there -- employees -- so, I don't need to
keep you for that.

JUDGE NIEDRICK: We'll see you all
tomorrow at 8:30 a.m. Thank you, have a good
night.

(Whereupon, at 5:39 p.m., the

HEARING was continued.)

* * * * *
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8 any of the parties to the action in which these
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12 financially or otherwise interested in the outcome
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1 PROCEETDTINGS
2 (8:31 a.m.)
3 JUDGE NIEDRICK: Good morning, everyone.

4 We are back on the record in the appeal of Michael
> Fitzpatrick versus the Department of Commerce.

6 The MSPB Docket number for the case is

7 DC-1221-21-0423-W1-I1. I'm Administrative Judge
8 Andrew Niedrick. 1I've been assigned by the Board
9 to handle this appeal. We had a first date of

10 hearing yesterday. We went from about 8:45 till
11 almost 6:00 p.m. Eastern and we're continuing on
12 today. The agency's representative, William

13 Horrigan, is on the call this morning along with
14 the appellant's representatives of record, John
15  Abramic, Robert Kappers, and Christopher Suarez.
16 OQur court reporter is also back with us, Shandra
17 Dawson, and of course, the Appellant Judge

18 Fitzpatrick is also on the call.

19 So, we're going to jump right in. It's
200 8:30 a.m. on May 12 and we're going to hear from
21 the appellant's witness this morning, Scott

22 Weidenfeller and I'll go ahead and admit Mr.
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1  Weidenfeller into the hearing. Hi, Judge

2 Weidenfeller, this is Judge Niedrick. Can you
3 hear me?

4 THE WITNESS: Yes, I can. Thank you.

5 Can you hear me?

6 JUDGE NIEDRICK: Yes, I can.

7 THE WITNESS: Great.

8 JUDGE NIEDRICK: Perfect. Thank you for
9 coming today to testify. I appreciate your

10 participation. Do you have any objection to

11 swearing in oath?

12 THE WITNESS: No.

13 JUDGE NIEDRICK: Okay. Please raise
14 your right hand. Do you solemnly swear that the
15  testimony you're about to give is the truth, the
16 whole truth and nothing but the truth so help you
17 God?

18 THE WITNESS: I do.

19 Whereupon,

20 SCOTT WEIDENFELLER

21 was called as a witness and, having been first

22 duly sworn, was examined and testified as follows:

Pleading Numben 2022027 15ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . neage 399 of 1281
MSPB-2023-000184 Fink00399



Day 2 Page: 6

1 JUDGE NIEDRICK: Good, and can you

2  please give me your first and last names for the

3 record, spell them?

4 THE WITNESS: Scott, S-C-0O-T-T,

5 Weidenfeller, W-E-I-D-E-N-F-E-L-L-E-R.

6 JUDGE NIEDRICK: Thank you. And, as you
7 can see we have a number of video windows on your

8 screen. Shandra Morell, that's Ms. Dawson. She's
9 our court reporter. Mr. Horrigan, I'm sure

10 you're familiar with him. He's the agency's

11 representative. And then we have John Abramic,

12 Robert Kappers and Christopher Suarez. They're

13 Judge Fitzpatrick's representatives. And then you
14 can see Judge Fitzpatrick as well. The little

15  phone icon that you see down there is a back up

16 for Ms. Dawson for reporting service. So, if

17 there's an objection while you're testifying

18 please hold your response, stop testifying. I'll

19  rule on the objection and then instruct you on how
20 to proceed. Okay?

21 THE WITNESS: Okay.

22 JUDGE NIEDRICK: Mr. Abramic, or excuse
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1 me. We're going to go first with Mr. Horrigan,
2 your agency witness. Okay, Mr. Horrigan, your

3 witness.

4 MR. HORRIGAN: Thank you.

5 DIRECT EXAMINATION

6 BY MR. HORRIGAN:

7 0 Good morning, Mr. Weidenfeller. Thank

8 you for joining us.

9 A Good morning.

10 o) By whom are you employed?

11 A Covington and Burling, LLP.

12 0 And that's a law firm?

13 A Yes.

14 0 How long have you been with them?
15 A Since October.

16 o) And what do you do for them?

17 A I am a partner here. I do patent

18 litigation mostly.

19 0 Okay. And you previously worked at the
20 USPTO, is that right?

21 A That's right.

22 Q When did you begin working at the UPSTO?
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1 A 20009.

2 0 And what position did you hold at that
3 time?

4 A I started out as an associlate solicitor
5 in the solicitor's office.

6 Q Okay. What is the solicitor's office?
7 A The solicitor's office is part of the

8 office of the general counsel at the USPTO. It

9 handles mostly legal advice to the director and
10 defends agency decisions in the courts.

11 0 And in particular which court?

12 A Primarily in the federal circuit but

13 also in district courts and in the supreme court.
14 0 And so what were your duties as an

15  associate solicitor?

16 A I would write mostly red briefs so

17 briefs for the appellee and appeals from board

18 decisions. I also would advise the director on
19  issues of intellectual property and advise the

20 patents business unit as well.

21 0 And how long were you in that position?

22 A I was an associate solicitor for about
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1 four years.

2 Q And what was your next position?

3 A I then became senior counsel for patent
4  law and litigation also within the solicitor's

5 office.

6 Q And were your duties different than you
7 have just described?

8 A There I spent a lot more time overseeing
9 the work of others and it was shortly after the
10 Leahy Smith America Invents Act or AIA was enacted
11 and put into place and we had the right to

12 intervene in appeals from board decisions in

13 trials under the America Invents Act and we did a
14 1ot of -- a lot of my work was in deciding in

15  which cases to intervene and if we did intervene
16 handling those cases.

17 0 Okay. And how long were you in that

18 position?

19 A Also about four yeas.

20 0 All right. And then you became a vice
21 chief Judge?

22 A Yes.
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Q How did that happen?

A I applied through USA Jobs. I had
talked to Scott Bolic, who at the time was the
deputy chief Judge, about the opportunity they
were creating new vice chief Judge positions to
oversee the APJs in the board and I thought it
sounded like a good opportunity to use my skills

in a different venue at the PTO.

Q And how many years were you a vice chief
Judge?

A About four and a half.

0 Okay. Did you come to the USPTO with

any other intellectual property experience that we
haven't mentioned yet?

A Yes. I was a law clerk for Judge Dike
on the federal circuit for a year and then I was
an associate here at Covington for about four and
a half years doing mostly patent infringement
litigation.

Q And so how many years of experience
would you say you have practicing in the field of

intellectual property?
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1 A About 19.
2 o) The USPTO was organized into business
3  units, correct?
4 A Yes.
> 0 What is a business unit?
6 A A business unit is a component of the
7 USPTO that handles a particular area. One example
8 is the PTAB is a business unit. Another is the

10

11

12

13

14

15

16

17

18

19

20

21

22

Office of the General Counsel. There's the Chief
Financial Officer and other offices that handle

the day-to-day operations of the USPTO.

0 Okay, now we're going to go to our first
document. I believe you have those available to
you.

A Yes.

0 If we can open up Tab six.

A Okay.

Q And go to page 442.

A 442 . Okay.

Q And are you familiar with that?
A Yes.

0 That's a org chart for the PTAB?
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1 A Yes, 1t is.
2 0 And is it roughly accurate as to the
3 PTAB was in 20187
4 A Roughly accurate. There were actually
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five vice

Q

A

Q

chief Judges, not two --
Okay.
-- at the time.

So, overseeing the PTAB is the chief

Judge, correct?

A

Q

Yes.

And then underneath that person is

deputy chief Judge.

A

Q

correct?

A

Judge?

A

Mm—-hmm.

And then we see vice chief Judges,

That's right.
Which you were.
Yes.

And what are the duties of a vice chief

The vice chief Judges were the second

line supervisors for about a quarter of the
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1  Board's Judges and also worked as an executive
2  team to set policy with the chief Judge.
3 0 Okay and if we could scroll down, we're
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still in Tab six, to go to page 443 --

A Okay.

Q -—- just the next page and you see,
again, more org chart, so the vice chief Judge sit

over lead Judges, 1is that right?

A Yes.

Q Okay. And what are the duties of a lead
Judge?

A The lead Judges are the first line

supervisors for APJs and they also tend to get
involved in various projects to support the
mission of the Board.

0 And when you were a vice chief Judge how
many lead Judges would you have at any one time
under you?

A Six.

@) And one of those was Susan Mitchell, is
that right?

A That's right.

Pleading Numben 2022027 158ourt Subpissien daje ~2022-080461130813080 - -Confirmationdiumben 363820307 ng . neage 407 of 1281
MSPB-2023-000184 Fink00407




Day 2 Page: 14
1 Q How many APJs would a lead Judge
2 typically be supervising during that 2018 say
3 timeframe?
4 A It varied but it would generally be
5 between eight and 12 or maybe 13 at the most.
6 Q Okay, so in the 2018 time period, you
7 served as a second level supervisor for
8 approximately APJs?
9 A It would have been around 60, 65.
10 0 Okay. How are APJs hired?
11 A APJs are hired through the typical USA
12 Jobs process. They submit an application, there
13 are a series of interview and ultimately the chief
14 Judge will make a list of possible Judges to
15 select, recommend them to the director who then
16 makes recommendations to the Secretary of
17 Commerce.
18 Q Okay. Let's open up Tab 26, page 37.
19  Are you familiar with this document?
20 A Yes.
21 0 So, why don't you explain your
22

understanding of the legal authority to hire PTAB
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Judges.

A So, it's there in Section 5d Public Law
110.313 and that is the legal authority that
permits the Secretary of Commerce to appoint APJs
on the recommendation of the director.

Q And are you aware that that public law

made changes to 35 USC6, correct?

A Yes.

Q Okay. Are you familiar with 35 USC3?

A Yes.

Q What does that concern?

A It generally concerns the authorities of
the USPTO.

Q Okay. Are you familiar with 35 USC3?

A Yes.

Q Okay, and so let me read that for the

record. 3C continued applicability of Title 5
officers and employees of the office shall be
subject to the provisions of Title 5 relating to
federal employees. What do you understand that
means?

A That APJs, like other employees of the
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government, have the protections and
responsibilities under Title 5 of the US Code.
Q Does the US --
JUDGE NIEDRICK: Mr. Horrigan, can you
just give me the site again? What page you're ON?
MR. HORRIGAN: Of course. You're
talking the document?
JUDGE NIEDRICK: Yes, the document.
MR. HORRIGAN: Yes, Tab 26, page 37.
JUDGE NIEDRICK: Thank you.
MR. HORRIGAN: You're welcome.
BY MR. HORRIGAN:
Q Does the USPO publish human resources

policies?

A Yes.
0 Are those policies applicable to APJs?
A Yes.
Q Are employees of the USPTO expected to

comply with direction from their supervisors?

A Yes.
0 Are APJs any different in that regard?
A No.
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1 Q Are supervisors expected to comply with
2 direction from their managers?

3 A Yes.

4 0 Are they all subject to the direction of
5 the Director of the USPTO?

6 A Yes, they are.

7 Q Is there anything about APJs that makes
8 them different in that regard?

9 A Not in that regard, no.

10 Q Okay. When you were there did the PTAB
11 employ people who were not APJs?

12 A Yes.

13 0 What sorts of non-APJs worked at PTABR?
14 A It was there were a lot of paralegals
15  who supported the Judges and other people in what
16 we called the Board Operations Division that

17 handled things like hearings and getting cases

18  paneled to -- Judges paneled to cases and matters
19  1like that, the sort of day-to-day operations of a
20 board or a court.

21 0 From the perspective of a PTAB manager,
22

were APJs managed any differently than other USPTO
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1 employees?

2 A No.

3 0 All right, so let me, I think we have

4 Tab 6 up and let me take you to page 423.

5 A Okay.

6 0 What do you understand that to be?

7 A This looks like the performance

8 appraisal plan or PAP for Judge Fitzpatrick.

9 0 And which year was this?

10 A This is FY17.

11 o) Why don't you explain to the

12 Administrative Judge what a PAP is.

13 A A PAP is the performance appraisal plan
14 that sets forth the requirements of the job and
15  how a Judge or other USPTO employee will be rated
16 at the end of the year based on the requirements
17 of the job.

18 Q Do all USPTO employees have a PAP?

19 A Yes.

20 o) I think we've already covered this, but
21 just to confirm, the signatures at the bottom, one
22

of them i1s yours, correct?
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A

Q

A

Yes.

And what does it signify?

It shows that I approved the performance

plan as the second line supervisor.

Q

Okay, then we're still in Tab 6, if we

could go to page 440.

A

Q
PAP?

A

Q
appointed

A

Q

A

Q

employees?

A

Q

employees?

Okay.

Does this show the elements of the APJ

Yes,

it does.

Okay. So, to be clear, are APJs

under Article 3 of the Constitution?

No.

Are

No.

Are

No.

Are

Yes.

Are

they nominated by the President?

the confirmed by the Senate?

they supervised like other USPTO

they disciplined like other USPTO
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1 A Yes.
2 0 Under the same legal authority?
3 A Yes.
4 0 All right. $So, with that context, what
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does the phrase judicial independence mean to you?

A Judicial independence is in that context
would be the Judges are expected to follow the
limitations of the PAP, which tells them to follow
law and policy. Within that, applying fact --
applying law to fact has a lot of flexibility and
Judges are given the opportunity to apply their
independence in applying law to fact but they do
have to follow law, controlling law and governing
policy at the Agency.

0 Would you describe the intellectual

property field to be well settled and stable?

A No.
0 How would you describe it?
A It's a constantly changing field of law.

The Supreme Court has taken quite a few cases 1in
recent years. The federal circuit 1s issuing new

decisions all the time and there are frequently
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1 changes in the governing law.
2 o) Are there legal interpretations to be
3 made in the course of the work at PTAR?
4 A Yes.
5 Q To what extent do novel fact patterns
6 and matters before the PTAB acquired creative
7 legal reasoning to resolve?
8 A To a great extent I would say.
9 Q How many presidentially appointed senate
10 confirmed officers are at the USPTO?
11 A One.
12 0 And who i1s that?
13 A The director and under Secretary of
14 Commerce for intellectual property.
15 Q What authority does the director have to
16 set USPTO policy?
17 A The director has authority by statute to
18 set the policy for the USPTO.
19 0 Are you familiar with 35 USC3a2a which
20 states the director shall be responsible for
21 providing policy direction and management
22

supervision for the office and for the issuance of
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1  patents and the registration of trademarks?
2 A Yes.
3 Q What do you understand the scope of the
4  director's authority then under that statute?
5 A The director has plenary authority to
6 set policy for the agency obviously within the
7 legal boundaries set by law.
8 Q And to your understanding how does that
9 apply to patent law in particular?
10 A There are numerous areas that are the
11 law is unsettled or potentially unclear and the
12 director can set policy within those areas.
13 0 How does the director go about
14 exercising his authority?
15 A There are a number of ways. First
16 there's regulation the director can promulgate
17 rules. The director also can issue policy
18  memoranda and the director can advise internally
19  provide guidance on how policies and the law
20 should be interpreted through conversations with
21 the board executive team.
22

0 And during your time as a vice chief
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Judge did the director, in fact, do that?

A Yes.

Q How would this information get down to
an individual APJ?

A If something is promulgated in writing
that will be provided to APJs at regular training.
There also 1f 1t's sort of less formal guidance on
an interpretation in a particular case, the board
executive team might convey that either by email
or by phone to the relevant panel.

Q What happens if an individual APJ does
not agree with the director on a particular IP
issue?

A They are expected to follow the
director's guidance.

0 Now referring now to the chief Judge of
the board, does the chief Judge set policy?

A Yes, the chief Judge has been delegated
the authority to set some policy by the director.

Q And what sorts of things might the chief
Judge set policy on?

A The handling of matters before the board
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itself. For example, there are standard operating
procedures that are promulgated by the chief
Judge. They typically are approved by the
director. They are promulgated by the chief
Judge.

Q What were your expectations for how APJs

were to respond to policy director from the chief

Judge?
A They were expected to follow it.
Q All right. We have the appellant's PAP

up at Tab 6. I'd like to go back to page 424 in

Tab 6.

A Okay.

Q And what do you understand we're looking
at here?

A This 1s part of the PAP. It 1is one of

the elements, the quality element of the PAP.

Q All right, so I'm looking at Item 2 and
I see the paragraph that starts written decisions.
Do you see that?

A Yes.

Q Could you read the middle sentence of
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that paragraph?

A Decisions are consistent with binding
legal authority and written guidance applicable to
PTAB proceedings issued by the director or the
director's delegate.

Q As a former manager at the PTAB, what
does that mean to you?

A That means as part of the performance of
their job, APJs are expected to issue decisions
that are consistent with binding legal authority

and written guidance by the director or her

delegate.
Q How long had you known the appellant?
A I'd first came to know him when I

started at the Board, which would have been in
2017.

Q And he was two levels below you while
you were vice chief Judge, is that right?

A Yes.

Q Okay. As the second level supervisor
how much contact did you have with the appellant?

A Not a lot. Typically the APJs would
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raise issues with the lead Judge who might raise
them with me, but typically the interaction was
minor as far as supervisory direction directly

from me to an APJ.

Q Does that also apply to Mr. Fitzpatrick?
A Yes.
Q Now the matters that you would consult

with an APJ and, 1in particular, Mr. Fitzpatrick,
were they like interpretations of law or
administrative matters or how would you describe
it?

A Well as his second line supervisor it
would be administrative matters, you know, making
sure that his work environment was acceptable and
things like that. I did work on a program that we
called management review where substantive matters
would be raised by all the Judges, not Jjust the
Judges in my division, but all the Judges for
substantive guidance on legal issues and I would
interact with the Judges in that capacity as well.

Q Okay. Do you recall interacting with

Mr. Fitzpatrick in that capacity?
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1 A Yes.
2 0 Okay. Prior to May 2018, did you have
3 an opinion on the appellant's competence as an
4 APJ?
5 A Yes, I -- as we saw from the PAP that
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I'd signed that he was given a commendable rating
so I thought he was a commendable Judge.

Q Okay. Were you aware at that time of
any concerns with respect to the appellant?

A I had heard some concerns and there had
been some back and forth with various panels about
separate opinions he was writing or his

interactions with his colleagues.

Q And how would that come to your
attention?

A Oftentimes we would -- something would
be -- 1f he was writing -- for example, if he was

writing a separate opinion that would be raised to
management review so we would notice that and

sometimes I would interact with the panel and hear
things about how they were receiving his separate

opinions.
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MR. HORRIGAN: So, Administrative
Judge, I was going to go his Fiscal Year 17 PAP,
his performance appraisal and get that into
evidence but I think 1t's already in evidence 1in
one of the appellant's documents.

JUDGE NIEDRICK: I think it is, too.

MR. HORRIGAN: All right, so I'll just
skip over that.

BY MR. HORRIGAN:

0 Okay, so, in your four years as vice
chief Judge, did you have occasion to speak with
PTAB supervisors and managers?

A Yes, quite frequently.

0 Did these discussions sometimes concern
the appellant?

A Sometimes.

0 Based on those discussions did you
understand the appellant has a reputation among
PTAB supervisors and managers?

A I think that he had a reputation as
being perhaps a little more difficult than some

APJs as far as interactions with his colleagues.
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1 Q And were you aware of this back in the
2 2018 timeframe?
3 A Yes.
4 0 And to what extent did your own opinion
> align with that reputation?
6 A From what I'd heard from other -- from
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his colleagues on other panels I shared that view.
Q Now one of the benefits of going to that
2017 performance appraisal would be to note that

it was a good performance appraisal, right?

A Yes, commendable performance.

Q And you approved of that.

A Yes, and I approved 1it.

Q So how do you square your understanding

of the reputation and other things that you've
just talked about with the performance appraisal
you approved in 20177

A I think that in 2017 I had heard a few
concerns and so he was rated as commendable as
opposed to outstanding. I understood your
question to be as of the early 2018 and I'd been

hearing more concerns from his panels, colleagues
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on his panels.

0 All right and so I was thinking back
down to 2018, do you remember what was on the
plate of PTAB when you were the vice chief Judge?

A I don't recall. There's quite a few
issues that we would handle in day-to-day
business. I don't remember any specific 1issues

that were at the forefront at the time.

Q And how would you spend a typical day
back then?
A We would meet as an executive team at

least once a day and discuss the matters that were
at issues of the day. We would meet with the
director at least once a week and discuss matters
of importance to the agency and we would have
other meetings throughout the day as well and I
would handle management review responsibilities
would take a large part of my day by reviewing
draft decisions and discussing things with panels
as necessary.

Q You testified that you supervised around

60-65 APJs. How many matters might each of them
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be handling at any one time?

A I don't know the specific number. I
would say it would be probably on the order of 10
to 20 at a time.

Q In an average day back then how many
times would your attention be drawn to issues
raised 1in those types of matters?

A Frequently. I would say at least a
dozen on a typical day.

0 In an average day back then how much of

your time was devoted to the doings of Michael

Fitzpatrick?
A Not very much in the scheme of things.
Q And how much time were you devoting to

the remand decision in the Nike IPR?

A None.

0 How concerned were you with the
resolution of that IPR?

A I was aware of concerns about the length
it was taking to issue the decision, that another
APJ on the panel raised to me and to others and

that was that was my really my only involvement
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1 was concern about the timing, not about the
2 substance.
3 0 And what responsibility did you have for
4 the timing?
S A I had no responsibility other than I
6 understood that the federal circuit was displeased
7 at certain remand decisions taking a long time and
8 from my days in the solicitor's office that was a
9 concern to be, but I had no involvement in it.
10 0 Okay. Do you recall having a
11 conversation with Mr. Fitzpatrick on May 30,
1220187
13 A Yes.
14 0 Okay. We'll get into the details in
15 just a bit but how did Mr. Fitzpatrick get on your
16 radar at that time?
17 A At that time there had been a draft
18 decision that was submitted to management review
19 and it had a separate opinion by Mr. Fitzpatrick
20 and I had asked the panel whether it could issue a
21 decision without that separate opinion, just a two
22

Judge decision without the separate opinion and
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Mr. Fitzpatrick had said that he wanted to mail it
with his decision and the other two panel members
said they would be willing to mail it with just
the two Judges and I instructed them to mail it
with just the two Judges and then there was some
back and forth by email.

Q Okay and this matter concerned the FAS
decision, 1s that right?

A Yes, 1t did.

0 Okay. Was it that one thing that caught
your attention at that point or was there anything
else in your mind?

A That was the primary thing at that point
although there had been some other draft decisions
that had come to management review that had come
to my attention and I had had discussions with the
panels in those cases as well.

Q Okay. How did the conversation on May

30th take place? Was it by phone, in person, how

did it go?
A By phone.
Q Okay. And who was on the call?
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1 A Judge Fitzpatrick and Judge Mitchell.
2 Q And who initiated this discussion?
3 A T did --
4 Q Why?
5 A -— or perhaps, perhaps Susan Mitchell
6 did.
7 0 But why did you wish this to take place?
8 A I was concerned with what I had been
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hearing from his colleagues and I wanted to
provide him a path forward. I was concerned about
his performance, I was concerned that I would at
the end of the fiscal year have to give him a
lower rating than he'd received and I thought I
had devised a solution that would prevent that
from happening and I wanted to discuss that with
him.

0 Okay. Have you had occasions to give
counseling before this May 30, 2018, conversation?

A No. This was really the only time I'd
counseled one of the Judges in my division.

Q What do you understand counseling to be?

A Counseling is when a supervisor has
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identified a concern in the performance, you
counsel them so that they can perform better and
end up with a successful rating at the end of the
fiscal year.

Q And to what extent do you believe that

you were providing counseling on May 30, 20182

A That was my goal was to provide
counseling to Mr. -- to Judge Fitzpatrick.
Q Okay. Mr. Fitzpatrick alleges that you

told him that were you to review him on May 30th,

you would rate him as marginal in the element of

internal stakeholder interaction. Did you tell
him that?

A Yes.

0 Why did you tell him that?

A I was trying to get him to understand

why I was counseling him and it was that I thought
that his performance was marginal in that element
and it's a critical element and so his overall

rating would also be marginal if I had to give the
rating at that time and so I was counseling him so

that he could achieve a successful rating by the
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1 end of the fiscal year.
2 0 Did you provide any details to him about
3 what promoted the counseling?
4 A I did, vyes.
5 Q Okay, so let's look at Tab 6, which I
6 think we're still in, and go to page 12.
7 A Okay.
8 0 Do you recognize that?
9 A Yes.
10 Q Okay, so the text we're looking at, who
11 wrote that?
12 A I wrote the typewritten text.
13 0 And who do you understand wrote the
14 handwritten notes?
15 A I believe that was Judge Mitchell.
16 Q And what does this page reflect that
17 we're looking at here, 127
18 A This was my notes for counseling Judge
19  Fitzpatrick, my notes about my concerns so he
20 would understand why I was -- why I was going to
21 give him this counseling and my notes about just
22

so that I could provide the counseling and keep my
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thoughts fresh.

Q These were notes that you prepared in
anticipation of the conversation, 1s that right?

A Yes.

Q Okay. And so I want to scroll down to
page 13 and why don't you explain to us what this
is.

A Page 13, it looks like excerpts from the
PAP for my reference during the discussion. So
the PAP is a rather lengthy document and I had
drawn out excerpts from the PAP that were relevant
to our discussion.

Q And what was the purpose of doing that?

A That was so that I didn't have to dig
through the PAP if he had a question about how the
element applied or something I had the language,

the relevant language directly in front of me.

Q Okay. If we could scroll back up to
page 12.

A Okay.

0 And let's look at the first black

bullet. Do you see that?
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1 A Yes.
2 Q Okay, and then there's language that's
3 in quotation marks, correct?
4 A Yes.
5 o) What is that for?
6 A That is a quotation from the PAP about
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1t says problems with timeliness are too frequent
or too serious to ignore. That is from the PAP
indicating that that would be an issue for
internal stakeholder interaction.

Q So when you say that that's from the
PAP, what do you mean?

A That -- I believe that language 1is taken
directly from the element in the PAP itself. It
may have been taken from the PAP support document,

but I believe it was taken from the PAP element

itself.

0 Okay. And then you write for example,
correct?

A Yes.

0 And so then we see two bullets

underneath there.
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1 A Yes.
2 Q So why don't you explain what you meant
3 by for example.
4 A Well the element is about timeliness and
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frequency of issues and also seriousness of issues
with timeliness and I wanted to indicate that
there were -- I wanted to indicate a primary
example but 1t i1s an example because there were
multiple issues with timeliness that had concerned
me.

Q Okay. Why don't you explain to us what
the first white dot means?

A The first white dot talks about an issue
that had come to my attention in IPR 2018-00019
where it had come to my attention that there was a
footnote 1in a decision -- in a draft decision and
it ended up mailing with that footnote, which in
that footnote was a concern to me because it
indicated to me that the panel had received the
draft decision with insufficient time for them to
consider it and it had to mail for a statutory due

date and so it ended up mailing with a footnote
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that concerned me.
Q Okay, so what is the statutory deadline?
A The America Invents Act sets forth
certain deadlines by which the Board must issue
decisions and the Board takes those statutory
deadlines very seriously. It has never missed a
statutory deadline and they are hard deadlines

because they're statutory.

0 And there are also internal deadlines,
correct?
A There are internal deadlines as well.

Those are less significant, but still significant.

Q And so 1n the context of this particular
item what was the internal deadline that you're
referring to?

A The internal deadline 1s the PAP support
document says that draft opinions should be
submitted with more than 12 business days before a
statutory deadline.

Q Okay. So you wrote neither of your
colleagues agreed with your approach but they

lacked sufficient time to draft a decision
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instituting the IPR contrary to the draft they had

been sent. Do you see that?
A Yes, I see that.
Q And what do you mean by lacked

sufficient time?

A My understanding was because it had been
submitted to the panel only about one week under
the 12 business days in the internal deadline,
they wanted to have a decision going the other way
and they just did not have time to write a
decision instituting an IPR in that short period
of time. The decisions instituting tend to be
quite lengthy and they did not have time to draft
that from scratch.

0 Now how did this matter come to your
attention in the first place?

A It had been submitted to management
review because of a separate opinion with the
footnote that concerned me.

Q And the information that you just
discussed, where did you get that information?

A T discussed that with the panel and in
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particular with Judge Paul Roush who was on the
panel and had written the separate decision.

Q All right, then let's look at the second
white bullet. What does that address?

A It talks about the submission to
management review and ARC review which is a
separate AIA review committee that was -- 1t was
submitted to management review and ARC review 1in
parallel. Typically it's supposed to go to ARC
review first and then to management review and it
was submitted in the afternoon two days before the
mailing deadline and the PAP support document
suggests that the -- or says that the timely
submission 1s six business days, not two business
days.

0 Now have other APJs missed deadlines?

A Internal deadlines, yes, not statutory
deadlines.

Q You identified one instance in which the
appellant failed to meet deadlines. Is missing
internal deadlines on one IPR significant?

A No, not on just one IPR.
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1 Q Then why did you bring that up with the
2 appellant?

3 A This fell I think primarily into the

4  serious category where it says problems with

5 timeliness are too frequent and too serious to

6 ignore. I was indicating the seriousness of this
7 particular IPR although there were other

8 situations where Judge Fitzpatrick had been on

9 panels where decisions were submitted to the

10 management review process beyond the internal

11 deadline.

12 Q Okay. And so let's scroll down to the
13 second black bullet on page 12. Again, what is

14 that language in quotation marks?

15 A It says the Judge is expected to

16 recognize the need for discretion and judgment and
17 apply as appropriate. That is also from the PAP.
18 Q Okay. And so looking at the first white
19  bullet, why don't you explain to us what's going
20 on there.

21 A I indicate that Judge Fitzpatrick had

22

repeatedly showed a lack of discretion and
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1 jJudgment as to when to compromise with his fellow
2 Judges and that includes compromise with the
3 director.

4 0 All right and then you make reference to
> an unusual footnote in the first square dot thing,
6  right?

7 A Yes.

8 0 Okay. And we're still talking about the
9 same IPR, IPR2018-00019, correct?

10 A Yes, same IPR.

11 0 Okay and then why don't you describe the
12 footnote that you're talking about.

13 A As I recall the footnote it said that

14  the -- it invited rehearing of the institution

15  decision because the panel had not been afforded
16 sufficient time to consider the merits of the

17 petition.

18 Q Okay and this was a footnote to what?

19 A A separate opinion by Judge Paul Roush.
20 0 All right, so let me ask you to go to

21 Tab 32, page 83.

22

A Okay.
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1 Q Do you recognize that?
2 A Yes.
3 0 Is that the IPR that we've been talking
4 about?
5 A Yes, 1t is.
6 0 And what do you understand this
7 particular document to be?
8 A This is the cover page with the opinion
9 so the first page of the opinion.
10 0 Okay and then let's go to page 93. What
11 is that?
12 A This is the beginning of Judge Paul
13 Roush's dissenting opinion.
14 0 And let's scroll down to page 94 and
15 we'll see a footnote one at the very bottom,
16 correct?
17 A Yes.
18 Q Is that the footnote that you had
19  referred to?
20 A It is, yes.
21 0 Okay. What is concerning to you about
22 this footnote?
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A The final sentence says I would welcome
the opportunity for the panel to further consider
this issue in a request for rehearing.

0 Okay, 1s this what caught your attention

when you were reviewing this for management?

A Yes.
Q Why?
A It's very unusual and unprecedented in

my experience for a Judge to request rehearing in
his or her own case. Typically requests for
rehearing come in from the parties and I didn't
understand why a Judge would need to essentially
call for a rehearing of a decision.

Q Now you wrote in your notes for this
discussion that this was an embarrassment to the

Board. Do you recall that?

A I did.
0 How is this embarrassing to the Board?
A It indicates to me reading the footnote

1t indicates that the panel did not fully consider
the issue before issuing a decision which is very,

very troubling to me.
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0 Okay. And this footnote was, 1in fact,
published, correct?

A Yes.

MR. HORRIGAN: All right, Administrative
Judge, I'd like to move Agency Exhibit 7, which is
Tab 32 pages 83 to 95 into evidenced.

MR. ABRAMIC: No objection.

JUDGE NIEDRICK: Okay. That's admitted
without objection.

MR. HORRIGAN: Thank you.

BY MR. HORRIGAN:

Q All right, let's go now back to your
notes, Tab 6, page 12 and we're in the first,
excuse me, the second black bullet and the second
item. You refused to sign on to preapproved
templates. Why don't you explain that?

A So, okay, so preapproved templates
applying SAS. So, SAS was a decision by the
Supreme Court which held that the Board's practice
that we refer to as partial institution was
violated the America Invents Act. It said that

for some background, the America Invents Act sets
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up a set of trials in front of the PTAB and
including IPRs and also PGRs and at the time
covered business method reviews and the way an IPR
is started, initiated, 1is a petitioner, a member
of the public files a petition requesting
interparties review at which after the patent
owner has an opportunity to file a preliminary
response the Board will decide whether or not to
institute the IPR and the issue in SAS was whether
the Board could -- 1if there were two grounds for
example, in an IPR petition whether the Board
could choose to go forward with only one of the
two grounds and not both grounds and SAS held that
we had to go forward on all or none of the grounds
in the petition. Once SAS was decided, that was a
change to the way the Board had been practicing so
the Agency promulgated guidance shortly after the
decision explaining how it would be implementing
that decision and it provided both internal and in
public guidance as to the implementation of SAS.

Q Okay, you mentioned PGRs. Why don't you

explain what that is?
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1 A So PGR is similar to IPR although it can
2 have a broader scope. IPR is limited to prior art
3 and patent ability issues based on prior art
4  consisting of printed publications and patents.

5 PGR allows for challenges under other parts of the
6 US Code relating to patents, but it is limited in
7 time. It can only be filed within the first nine
8 months after a patent is issued.

9 0 And PGR means post grant review, 1s that
10 right?

11 A Yes. Post grant review, yes.

12 0 All right. So, what was the

13 significance of SAS to PTAB operations?

14 A Tt was a fairly significant shift

15  although once the Supreme Court had taken the case
16 T think Judges were doing less partial institution
17 than they had in the past but for a long time

18 Judges would partially institute trials and so

19  there were a number of trials pending at the Board
20 that had to be revisited and have issues added to
21 the trial during the pendency of the trial so it
22

was a pretty significant shift.
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Q Okay. Now in your bullet you say
preapproved template decisions. What does that
mean?

A So my recollection is that we gave --
got public guidance indicating how the SAS
decision should be applied and we gave approved

language to the Board in internal training.

Q Approved by whom?
A Approved by the director.
Q Okay and what was the purpose of

providing these?

A The purpose was to provide guidance to
the Judges on how the director's policy
interpretation of SAS should be implemented.

Q Okay and so let me ask you to bring up

Tab 5, page 75.

A Okay.
0 All right, and what is this?
A This is the public guidance that we

issued on April 26, 2018 shortly after SAS was
decided, two days after SAS was decided.

0 And whose policy decisions does this
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1 represent?
2 A This was the director's policy decision.
3 0 And to whom was this published?
4 A It was published on the USPTO web page
5 so it was published to the public and also
6 provided internally of course.
7 0 Are you aware of other direction from
8 the director concerning SAS?
9 A I'm aware of numerous discussions we had
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with the director about how he thought we should
implement SAS. I don't recall any other written
guidance that was made public but I know there
were numerous discussions with the director about
how we should implement SAS and we conveyed that
information to the Judges both in individual
panels and in training sessions for the Judge
corps.

0 And to your understanding what was that
direction from the director?

A The -- a significant issue was whether
the decision to institute 1f 1t instituted had to

address all claims and all grounds in the petition
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or whether because SAS held that i1f any claim met
the statutory requirement for institution or
threshold for institution whether the institution
decision could address only one claim in one
ground and the director's guidance was that it
should address more completely all claims and all
grounds challenged in the petition.

Q Did the director explain why?

A Yes. He thought it provided useful
guidance to the parties in how to proceed with the
IPR.

Q Okay. So, let's turn to Tab 6, page 15.
Do you recognize this email exchange?

A Yes.

Q Okay and now I'm going to take you back
to the beginning of this, which is at page 17 of
Tab 6.

A Okay.

Q All right, and so why don't you just
walk us through it. What's happening at the
bottom of the page?

A At the bottom of page 17 Carl Eastom who
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would have been the what we called APJ]l and I'll
explain what that is. When we panel cases, we
assign APJs one, two and three roles and APJl is
the primary drafter of the decision and APJs two
and three are involved in the way the decision
comes out but APJl is the drafter of the decision,
so Judge Eastom here submitted to the AIA review
committee, also called ARC, two related decisions

for ARC review.

Q Okay and we see DIs. What does that
mean?

A DI is a decision on institution.

0 And what is that, a decision on
institution?

A It's based on the petition and a

preliminary response 1f one is filed the panel
decides whether the statutory threshold is met and
it will decide whether or not to institute an IPR.
Q Okay and 1f we could scroll up to the
bottom of page 16. What's happening there?
A This 1s an email to management review

from Judge Eastom again providing a gentle
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reminder that we had -- that the statutory
deadline is coming up and that they needed
guidance from us.

Q Okay and then we see right above that
that you responded, correct?

A Yes.

Q And now why did you respond?

A I handled correspondence to and from the
PTAB management review box and so that's why I was
the one who responded.

Q Okay so why don't you explain that
second sentence? What does that mean?

A So I was asking because of a concern
that I had with the separate opinion by Judge
Fitzpatrick I was asking if the panel would be
willing to issue a two Judge DI, decision on
institution, written only by the two Judges
without the separate concurring opinion.

Q How many Judges are needed on an
institution decision?

A On an institution decision only one.

Q Okay. And was that the case back in
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120187
2 A Yes.
3 0 And why don't you explain the logic
4 there?
S A So the statute says that we can panel
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cases to three Judge panels and that final written
decisions and IPRs must be issues by a three-Judge
panel. An institution decision by statute is the
director's by rule that has been delegated to the
Board but it can be, the institution decision has
no requirement that it be done by a three-Judge
panel of the Board or by even by Judges on the
Board.

Q Okay. To your understanding how widely
known was that amongst APJs back in 20187

A I think APJs understood that. We had
issued two- Judge institution decisions before.
It was not commonplace, but we had done it before
and I think Judges understood the way we were
interpreting the regulation, which did not require
three Judges.

0 Okay and so we saw in the very beginning
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there were two DIs that we're talking about and
now we're talking about four. Just for the
record, how did we get from two to four if you
know?

A I don't know. My guess is that it was a
family of cases and they first submitted two and
then another two had similar issues so those also
went to ARC and by the time we were considering it
in management review all four were considered with
the same concurrence 1t looks like.

Q Okay. And do you recall these IPRs

concerned riot games?

A No, I don't recall that.
Q Okay. And what's the date on this
email?

A May 12, 2018.
0 And so we are in Tab 6. Let's go to

page 188. Do you have that?

A Yes.
Q And what are we looking at here?
A This 1s another exchange from PTAB

management review.
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1 Q Okay so I'm looking sort of at the
2  middle here where there's an email from you,
3 correct?
4 A Yes.
5 0 Now is the same case as we were just
6 looking at?
7 A No.
8 0 And this is May 8th, correct?
9 A Yes.
10 0 So that would be four days before the
11 email that we were just looking at, right?
12 A Yes.
13 0 Okay and why don't you explain to us
14  what's going on in this paragraph you wrote to Mr.
15  Fitzpatrick?
16 A We had received a draft order that I
17 thought implied that the director's interpretation
18 of SAS was incorrect and I asked them to use a
19  template that we had provided as the starting
20 point.
21 0 Okay and then we see in the very
22

beginning you wrote as I explained in a recent
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1  email on another matter. What does that refer to?
2 A I don't recall.
3 Q Okay. Let's scroll up. Pardon me?
4 A I don't recall.
5 Q Okay. No problem. Let's scroll up to
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page 187. All right and at the bottom we see Mr.
Fitzpatrick's response to you, correct?

A Yes.

Q And what is your opinion of what he has
to say there?

A I'm not thrilled with this and I
respectfully disagree with it as well.

Q Okay. And then if we go up to the top
of page 187, what's going on here?

A So the -- it looks like Judge Smith was
APJ]l on this case and he sends an email asking
what the panel should do because he had seen the
back and forth between me and Judge Fitzpatrick
and nothing had been resolved and so he was asking
what they should do going forward and I provided a
response saying that they could use the template

that we had provided but they could not mail the
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1  order as drafted.
2 Q Okay and Mr. Fitzpatrick was on this
3 email, correct?
4 A Yes.
> 0 All right, we're in Tab 6. Let's go to
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page 16. Okay, do you recognize this?

A Yes.

Q Okay and so we see the email that we
Just talked about where you wrote and so then if
we keep going up, just the next one, Mr.
Fitzpatrick responds to you, correct?

A Yes.

Q Okay and this 1is now six days after the
interactions that we just looked at, right?

A Yes.

0 Okay and so what did you understand him
to be saying here?

A That he wanted to keep his opinion and
not mail the decision as a two-Judge decision.

Q And what did you make of that?

A I understood that and I was primarily

interested in what Judge Eastom and Judge Dang
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1 thought.
2 Q Okay. And then we go up and we see Mr.
3 FEastom's response, correct?
4 A Yes.
> 0 And what is that response?
6 A It's that they were fine mailing it with
7 or without the concurrence.
8 Q Okay. And then at the bottom of page 15
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we see you, that's your direction, correct?

A Yes.

0 And what was that direction?

A To mail the decision without the
concurrence.

Q Okay. And then what do we see right

above that?
A Judge Fitzpatrick responded the next

morning saying do not mail the decision without my

concurrence.
Q And what did you make of that?
A I considered it insubordination.
Q And why don't you explain why?
A Because I had given an order to mail the
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decision without the concurrence and he sent an
emalil saying do not do what I just ordered the
panel to do.

0 All right. And then we scroll up just a
little bit more and we see another email from Mr.
Fitzpatrick. What do you understand he's doing
here?

A He says that the decisions had to be
expunged and new decisions replace them because

they had mailed in accordance with my order.

0 And what did you think of that?

A I also considered that to be
insubordination.

Q Okay and let's note the time. That's

8:13 in the morning on May 15th, correct?
A Yes.
Q Okay. Let's turn briefly. We're in Tab

6. Let's turn briefly to page 20.

A Okay.

Q And what time do you see on this email?
A 8:35 a.m.

0 Okay, so just after, correct?
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1 A Yes.
2 Q All right. And what's going on here?
3 A It looks like an email to a large number
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of people including the Chief Judge, the Deputy
Chief Judge, a number of lead Judges, some board
support staff again saying that the decisions need
to be expunged and new decisions replace them.

Q What did you think of this email?

A I again considered 1t to be
insubordination and I recall receiving a telephone
call asking me what to do from a board support
staff member and I instructed them to follow my
original order.

Q Okay and so what did you make of the
fact that Mr. Fitzpatrick had shared this with
this group of people?

A I was upset and disappointed.

Q Okay. And so to what extent do you
think this piece of the exchange was
insubordinate?

A Again, since it was the same thing that

I considered insubordination when it was sent to
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me, the fact that it was sent to a much broader
group of people including support staff who
typically follow instructions of APJs I considered
that to be insubordinate.

Q All right. And then let's go to page 15
still in Tab 6 and what are you saying to Mr.
Fitzpatrick here?

A I was explaining why he was removed from
the panels in those cases and explaining that I'd
informed the paralegals not to follow his
insubordinate instruction.

Q Okay. So, on May 15th, you had removed

him from those four cases we talked about?

A Yes. Yes.
Q Okay. And why did you do that?
A Because we —-- because of his actions

after we had the decision, the two-Judge decision

mailed I thought that he had to be removed from

these cases because he obviously was not going to

follow instructions with respect to these cases.
Q Okay, now on May 15, 2018, had you

removed him from any other cases?
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1 A No.
2 o) All right, so we see that this exchange
3 concludes at 10:06 on May 15th, correct?
4 A Yes.
5 Q And so let's go down to page 25 of this
6 same document.
7 A Okay.
8 0 Can you explain to the Administrative
9 Judge what this is?
10 A This looks like someone captured
11 questions that were asked in a meeting that we
12 had. It looks like it was likely an internal
13 meeting of PTAB Judges.
14 0 All right and the person who captured
15  this would be Lee Stapina, is that it?
16 A Yes.
17 0 All right and this was in the afternoon
18 of May 15th, i1s that what happened?
19 A Yes.
20 0 Okay. And so, let's scroll down to page
21 26 about in the middle. Do you see a comment from
22

Mr. Fitzpatrick?
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1 A Yes.
2 0 And do we see that's to everyone?
3 A Yes.
4 o) Okay, and what do you understand Mr.
5 Fitzpatrick to be conveying to everyone?
6 A He's conveying that he was removed from
7 four panels earlier that day.
8 Q In your view was 1t appropriate for Mr.
9 Fitzpatrick to put this information out?
10 A No.
11 0 What do you understand the purpose of
12 this to have been?
13 A To complain in a public forum about my
14 instruction that he disagreed with.
15 0 And why, 1f you do, why do you consider
16 this to be significant?
17 A I didn't think that I was -- I was not
18  impressed with the email to all the lead Judges or
19 at least many of the lead Judges and board support
20 staff and I was also not impressed with a
21 complaint in a board wide training session.
22

0 To what extent did you consider
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appellant's conduct here to be insubordinate?

A I also thought this was insubordinate.
Complaining publicly about an order 1is not
something I expect Judges to do.

0 All right. And if we could go back to
page 12 of this same tab, Tab 6. O0Okay, and we're
still working through the points that you raised
with Mr. Fitzpatrick. The fourth square bullet
concerns refused to compromise with your
colleagues. Okay, so what does that concern?

A So my concern here was that he was not
compromising with his colleagues and where we
would ask the panels to reevaluate whether they
could reach a compromise and mail a decision 1in a
timely fashion and he refused to compromise with
his colleagues in a number of cases writing
separate opinions on matters that I thought that
the panel should be able to reach a compromise.

Q Okay. All right. And so the final
bullet here, the white bullet.

A Yes.

0 And how did you come by this
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information?

A So, we would oftentimes get an email
sent to the PTAB management review box that would
have a separate concurring or dissenting opinion
and typically those were of no real concern but on
occasion we would reach out to the panel to
understand why they were having this disagreement
and I can recall one situation where Judge
Fitzpatrick issued a separate opinion I believe it
was dissenting from the use of the term slip
opinion to refer to a board decision and when I
had reached out to the panel about why there had
to be a separate opinion about this they expressed
discontent with their inability to compromise on a
minor matter like that.

Q Okay so to help me understand, Mr.
Fitzpatrick wrote a dissent in this matter that
you're talking about?

A Yes.

0 And in this dissent was discussion about
slip opinions?

A Yes.
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Q And what do you mean by that?

A So the majority decision had cited a
board decision using the term slip opinion which
was 1n accordance with the style guide, the PTAB
style guide at the time and he wrote a separate
opinion saying that board decisions are not slip
opinions and that term should not be used in a
citation.

Q Now in your view was that appropriate
thing to do?

A No. I thought if he had a concern with
the way the style guide was written he should talk
to the people who write the style guide and
suggest a change rather than write a dissent.

Q Thank you. So, we're looking at page 12
and you had discussed some other matters that were
on your mind at this time. Why did you not put
them on this 1list?

A This was just a list of the most
critical things. I think that I didn't want to
make an exhausted list of everything that was in

my mind. I just wanted to convey to him that I
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had concerns generally about his refusal to
compromise with his colleagues. I didn't want to
go through, you know, a list of IPR numbers where
that had happened but it was just for me to know
that that was -- me to know and me to convey to
him in counseling him that that was a concern of
mine.

Q Okay. Now let me ask you to turn to Tab
6 still, page 56. And what do you understand was
taking place here?

A This looks like a discussion that my
Chief Judge Tierney had with Judge Fitzpatrick
along with Judge Mitchell about some confidential
information that he included in a concurring
opinion.

Q Okay. And so you see that that took

place on September 1, 2017, correct?

A Yes.

Q So were you aware of this on May 30,
20187

A Yes.

0 Okay. And if I could ask you then to
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turn to Tab 32, page 126. What do you understand
this to be?

A This is from Vice Chief Judge or I'm
sorry at the time Deputy Chief Judge Bolick
sending me a copy of an email that Judge
Fitzpatrick had sent to Chief Judge Rusche.

Q And when Mr. Bolick sent this to you did
you read 1t?

A Yes.

Q Okay. And were you aware of this fact
when you had your counseling session with him on
May 30, 20182

A Yes.

Q And when you did read this email what
was your 1impression?

A I was not impressed. I had been -- I
was out of the office on this date so Mike Kenney
had handled this in my absence but a lengthy
complaint to the chief Judge about this counseling
seems unnecessary and inappropriate to me.

MR. HORRIGAN: Okay. So, I would like

to move Agency Exhibit 11, which is Tab 32, pages
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126 to 131 into evidence.

JUDGE NIEDRICK: Any objection?

MR. ABRAMIC: No objection.

JUDGE NIEDRICK: Okay, that's admitted
without objection.

MR. HORRIGAN: Thank you.

BY MR. HORRIGAN:

Q From the totality of the information you
had concerning the appellant on May 30, 2018, what
conclusions had you drawn with respect to him?

A I had drawn the conclusion that he was
having a lot of difficulty compromising with his
colleagues and that was causing a lot of
frustration for his colleagues and I was concerned
by that and I decided that a lot of the concerns
and difficulties seemed to be driven by the
statutory deadlines that we had to meet in AIA
America Invents Act, trials and so that was why I
recommended that he -- or that's why I took him
off of those cases and reassigned him to what we
called ex parte cases, the appeals from examiner

decisions not to grant a patent because there are
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no statutory deadlines in those cases.

Q In his formal grievance the appellant
stated that you removed him from AIA cases on
vague criticism of my alleged refusal to
compromise. Is that your recollection of the
discussion?

A That is not my recollection. I thought
I gave specific examples and sufficient examples
for him to understand my concerns.

Q All right. Just a second, please. So

I'd 1like to take you back one more time to page 12

of Tab 6.
A Okay.
Q All right and why don't you explain to

the Administrative Judge what that last paragraph
concerns?

A So this is what I was saying that I had
explained my concerns to him and then I was
telling him what I was doing to -- as part of
counseling him I was telling him what I was doilng
to give him an opportunity to achieve a fully

successful rating at the end of the fiscal year
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and that was to remove him from matters involving
statutory deadlines and my explanation that I
thought that the pressures of the statutory
deadlines were causing the lack of collegial
interactions with his colleagues.

Q Explain your view on whether removing
appellant from AIA cases was proportional to the
conduct you were addressing.

A My view is that it was completely
proportional to the conduct and perhaps generous
to him.

0 Was anybody else involved in the
decision to remove Mr. Fitzpatrick from AIA cases?

A I obviously discussed it with Lead Judge
Mitchell and I discussed 1t as well with the Chief
Judge and the Deputy Chief Judge.

Q Okay. Had you removed other APJs from
ATIA cases?

A No.

Q Had you had other APJs working for you
involved in this sorts of behavior?

A No.
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Q Okay. I think you might have touched on
this, but if an APJ does not work AIA cases what
do they do?

A So the PTAB is the Patent Trial and
Appeal Board, so the trial side is the AIA cases,
the American Invents Act cases. The appeals are
appeals from examiner decisions declining to grant
a patent so if they issue a second office action
saying that they will not grant a patent on
particular claim that is appealable to the PTAB.

Q Okay. How many APJs would you estimate
worked in PTAB in 20187

A Around 260.

Q Of those, how many would you estimate
worked on AIA cases?

A I would say that roughly as I recall
roughly one third worked exclusively on AIA cases,
roughly one third worked on both AIA cases and
appeals and roughly one third worked solely on
appeals.

Q How does working on AIA cases 1mpact an

APJs working conditions?
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1 A It does not. There is no impact on the
2 working conditions.
3 0 Do APJs who work AIA cases get higher
4  performance appraisals than those who don't?
5 A No.
6 Q Are there bonuses available to those who
7 work on AIA cases but not the others?
8 A No.
9 Q Are there details or other opportunities
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availlable to APJs who work on AIA cases but not to

the others?

A No.

Q All right. Let's look at Tab 32, page
10.

A Okay.

0 Okay, so this is that Fiscal Year 18

Performance Appraisal, correct?
A Yes.
Q Okay and let's scroll down to the last
page of that, which is at page 13 of the document.
A Okay.

0 All right and so Mr. Fitzpatrick
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received a positive performance appraisal, would
you agree?
A Yes, he's rated as commendable which 1is

quite good.

Q Okay and you approved this, correct?
A I did, vyes.
Q So in light of the fact that you had

this conversation on May 30, 2018, why did you
approve this?

A Because during the remainder of the
fiscal year I had received no complaints about his
conduct or interactions with his colleagues and in
the review process Judge Mitchell reached out to
his colleagues and received favorable comments
about his interactions so I thought that he had
ended up with commendable performance despite my
concerns at the beginning of the year or in the
middle of the year.

Q To what extent when you agreed to this
performance, to what extent did you think that
your counseling had been successful?

A That was my impression was that it had
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been successful and that the removal of the AIA
docket and moving him to the appeals docket had
worked and that he was able to continue performing
at a commendable level as he had the previous
fiscal year.

Q Are you aware that the appellant
submitted a grievance concerning being removed

from AIA cases?

A Yes.
0 How did you become aware?
A I believe that at one point Vice Chief

Judge Fink asked me for information that I had
related to our interactions.
0 And did you, 1n fact, speak with Mr.

Fink about that?

A I provided him the information, yes.
0 Okay. Aside from providing that
information to Mr. Fink, what role did you play

in the disposition of the grievance?
A None.
0 Did you advise Mr. Fink on how to

respond to the grievance?
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A No.

Q Appellant claims that you removed him
from ATA cases 1n response to two protected
disclosures. I'd like to address each. First,
we'll discuss appellant's claim that you acted in
response to his assertion that the expansion of
the panel 1n Adidas versus Nike IPR2013-00067 was
illegal. So, a little background, why don't you
give us your understanding what interparties
reviews 1is.

A Sure. An interparties review as I've
discussed 1s a proceeding in front of the PTAB set
up by the America Invents Act where a petition
will file a petition seeking to challenge one or
more claims of a patent on various grounds of
unpatentability. The board will decide whether to
institute it and then if they institute, conduct a
trial and issue a final written decision.

Q Okay and I believe you testified that
final written decisions have to be in three-Judge
panels, right?

A Yes, at least three.
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Q Who decides who the APJs are for a
particular IPRR?

A The paneling of cases 1is officially
delegated to the Chief Judge but he's delegated
that authority to a paneling team that takes into
account the workloads of Judges and vacation
schedules, whether matters are related and things
like that.

Q Now I mentioned to the Nike case to you

before. Are you familiar with the Nike case?

A Yes, 1 am.

0 Now how did you first become aware of
it?

A I handled the appeal from the original

Nike decision when I was in the solicitor's

office.
0 And so you worked on the brief itself?
A Yes.
Q Okay and so to what extent do you think

you became familiar with the issues raised there?
A To a great extent.

0 And on May 30, 2018, when you removed
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the appellant from AIA cases, were you aware that
he was on the panel for that case, the Nike case?
A I believe I was probably given a list of
all of his cases but I was not --I did not recall
at the time that he was on that case at all.
Q And were you aware that that case

concerned an expanded panel?

A Yes.
Q How did you become aware of that?
A I believe that a submission was sent to

management review with a draft decision by an
expanded panel.
0 All right, so, just a second, please.

All right, so let me take you to Tab 7, page 391.

A Okay.
0 Okay and do you understand what this is?
A This looks like a draft decision in the

Adidas v Nike case that we're discussing.

Q Okay. Now I will take you down to page
425 and what do you understand that to be?

A This is a concurring opinion by Judge

Fitzpatrick in that case.
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Q Okay. Now do you recall an issue of

confidential information coming up in the context

of this?
A Yes.
Q And how did you become aware of that?
A When the decision was submitted to

management review I reviewed the concurring
opinion and noticed information that I deemed to
be confidential information of the Board.

Q Okay. So, on the question of panel

expansion are you familiar with that concept?

A Yes.
Q And what do you understand it to be?
A It 1s expansion of a panel from three

Judges to more than three Judges similar to, for
example, the federal circuit going on bog.
Q Are you familiar with In re Alappat, the

federal circult decision of 19942

A Yes, I am.

Q And how 1is it you're familiar with that
decision?

A I recall studying it in law school, but
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I came to know 1t quite well working 1in the
solicitor's office on several matters including
Yisom versus Sony and Nidak versus I believe 1t
was Xong Chang Broad Ocean.

0 Okay, in Yisom, how did it come up?

A In Yisom, the issue was the propriety of
expansion of panels and whether Alippat permitted
the expansion of panels in PTAB cases.

Q Okay. And what role did you have 1in that
case?

A I was the lead attorney on the case and

I argued the case in the federal circuit.

0 And then you mentioned Nidak, 1is that
correct?

A Yes.

0 And that's a federal circuit decision
from 20177

A Yes.

Q How did panel expansions figure into
that?

A It was the same issue as 1n Yisom. In

Yisom after a very lengthy oral argument they
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issued a summary affirmance under Rule 36 and so
the issue was raised again in Nidak.

Q Okay. And you were on the USPTO as
brief in that case?

A Yes, I was.

0 All right. If T could ask you to turn
to Tab 32, page 132. What do you understand that
to be?

A This looks like the USPTO's brief on
intervention in the Nidak case.

Q Okay. And this is the one that you were
involved in, correct?

A Yes.

MR. HORRIGAN: All right and so I'd like
to move Agency Exhibit 12, Tab 32, pages 132 to
150 into evidence.

JUDGE NIEDRICK: Any objection?

MR. ABRAMIC: No objection.

JUDGE NIEDRICK: Okay. That's admitted
without objection.

BY MR. HORRIGAN:

0 All right, what is your understanding of
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